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CERTIFICATION MARKS 
A SURVEY 
By Frederick Breitenfeld* 


Certification marks, although mentioned by that name only 
comparatively recently in our law, have been in use for hundreds 
of years. The Danish Ministry for Commerce, Industry and Ship- 
ping, which owns Registration No. 571,797' for a fortress-like 
design, claims use of the mark since 1608. Even older is the hall- 
mark covered in Registration No. 582,990,* owned by The Wardens 
and Commonalty of the Mystery of Goldsmiths of the City of 
London, which has been applied to silverware since 1300. 

It was not until the Trademark Act of 1946, however, that 
certification marks were specifically mentioned by name in the 
law.’ A certification mark is defined* as a mark 


of 


... used upon or in connection with the products or services 
of one or more persons other than the owner of the mark to 
certify regional or other origin, material, mode of manufac- 
ture, quality, accuracy or other characteristics of such goods 
or services or that the work or labor on the goods or services 
was performed by members of a union or other organization.” 


Although only 301 certification mark registrations have been 
issued in the period between July 1947, when the Act went into 
effect, and January 1, 1959, it is thought that a review of these 
registrations may be of interest in an attempt to determine: 


1. What goods or services have been certified—building ma- 
terials, foods, fabrics, ete.? 





* Member of the Bar of the State of New York; Associate Member of U.S.T.A.; 
member of the Committee on Trademarks of the New York Patent Law Association. 

1. Issued March 10, 1953. 

2. Issued November 24, 1953. 

3. Section 4. 

4. Section 45. 
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Who has been registering certification marks—what na- 
ture of organization or person? 


What characteristics have been certified—geographical 
origin, standards of quality, etc.? 


Why is the total number of certification mark registra- 
tions so small? 


WHAT HAS BEEN CERTIFIED? 


Registrations of certification marks show that the marks are 
used on many different kinds of goods and services, and, as one 
would expect, are scattered throughout the Patent Office classifica- 
tions. The greatest number in any single classification (31) are 
devoted to Foods and ingredients of foods (Class 46), while 
Jewelry and precious-metal ware (Class 28) runs a poor second 
with 21.° Services (Classes 100-106) account for 38 of the registra- 
tions. They relate to such varied things as services rendered by 
barbers and hairdressers,’ the presentation of TV programs,’ 
the conduct of motel operations,® ete. 

Prior to September 1955, the Patent Office classification of 
certification marks followed the familiar pattern of trademark 
classifications, and a registration was listed in one of the fifty-two 
trademark classifications. In September 1955, however, the classes 
of certification mark registrations were reduced to two, and since 
that time a certification mark has been registered either for Goods 
(Class A) or Services (Class B). Since certification marks do not 
identify, in a trademark sense, either goods or services in connec- 
tion with which they are used, and since the actual goods or ser- 
vices may vary from time to time, it was thought that the change 
in policy would eliminate the hardship of registering in multiple 
classes and would encourage registration. 

Therefore, the registrations listed below under the traditional 
Patent Office trademark classifications bear dates between July 
1947 and September 1955; the registrations in Classes A and B 
are those granted between September 1955 and January 1, 1959. 
The classes which have been omitted from the list contain no 
certification mark registrations. 





5. Of these, 13 are owned by The Guardians of the Standard of Wrought Plate in 
Birmingham (British Corporation) ; and 4 are owned by The Wardens and Commonalty 
of the Mystery of Goldsmiths of the City of London. 

6. No. 543 809, issued June 12, 1951. 

7. No. 631,067, issued July 17, 1956. 

8. No. 657,896, issued January 28, 1958. 
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Number of 
Goods Registrations 


= 


Raw or partly prepared materials i 
Receptacles 3 
Baggage, animal equipments, portfolios and 
pocketbooks 
Abrasives and polishing materials 
Chemicals and chemical compositions 
Explosives, firearms, equipments, and projec- 
tiles 1 
Construction materials 18 
Hardware and plumbing and steam-fitting sup- 
plies 
Metals and metal castings and forgings 
Oils and greases Ltd 
Protective and decorative coatings -................ ’ 
Medicines and pharmaceutical preparations .... 
Vehicles 
Electrical apparatus, machines, and supplies .. 
Games, toys and sporting goods 
Cutlery, machinery, and tools, and parts there- 


ee 


bo 


. 
~ 


bd 
oe oll | 


Laundry appliances and machines .. 

Measuring and scientific appliances 

Jewelry and precious-metal ware 

Filters and refrigerators 

Furniture and upholstery 

Heating, lighting, and ventilating apparatus .... 

Paper and stationery 

ye. kf ee 

Clothing 

Knitted, netted, and textile fabrics and sub- 
stitutes therefor 

Soft drinks and carbonated waters 

Foods and ingredients of foods ; 

a a ae 

Distilled alcoholic liquors 

Merchandise not otherwise classified 


(Goods) 


bo 


4 
1 
4 
1 
1 


1 © bo 


- 
~ 


Dh | 


2. @ 
ed 


Miscellaneous 
Advertising and business 
Insurance and financial 
Construction and repair 
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Number of 
Class Services Registrations 


104. Communication 
106. Material treatment 
B. (Services) 


WHO HAS BEEN REGISTERING CERTIFICATION MARKS? 


A tabulation of the registrations by nature of registrant (to 
answer our second question, “Who has been registering these 
marks?”) reveals that trade associations are well in the lead: 


Number of 
Type of Registrant Registrations 


Trade associations 

Profit-making organizations 

Testing laboratories 

Labor unions 

Individuals 

U. S. Government 

Pererme movermmente nanan. neseensess 
Local governmental bodies (U. S.) 

Chambers of Commerce 

Miscellaneous 


301 


With respect to the category designated “Profit-making or- 
ganizations,” it must be confessed that the writer has not examined 
the Profit-and-Loss statements of these registrants, and the term 
is based merely upon the assumption that a business is organized 
to make a profit unless other motivations are apparent from its 
name, or are specifically stated. “Individuals” is a group which 
obviously might (and probably does) include certification mark 
owners who make a profit. 

The category “Miscellaneous” includes registrants whose na- 
ture seemed impossible to determine from the registrations them- 
selves. For example, Registration No. 529,630, dated August 22, 
1950, was issued to “Paint Research Associates, Inc.,” and it states 
that “The certification mark is used upon the goods (paints) to 
indicate the quality of the same.” Is this a trade or manufacturers’ 
association, a testing laboratory, or some other type of com- 
mercial enterprise? The same question arises with Registration 
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No. 542,202, issued on May 8, 1951, to “Tennessee Crop Improve- 
ment Association,” which proclaims that the mark is used “to 
indicate purity and quality of strain of the goods” (seeds). 

Illustrative of the government registrations are the mark 
uspa® issued to the United States Department of Agriculture, used 
on carcasses of beef, lamb, veal, ete. to indicate “that the goods 
comply with the standards set by applicant”; and the mark avn,”° 
issued to United States Department of the Navy, Material and 
Services Bureau of Aeronautics, for use on control pulleys, uni- 
versal joints, etc., to certify “that the goods are manufactured 
in accordance with standard Government specifications for aero- 
nautical equipment.” 


WHAT IS CERTIFIED? 


Coming now to the third question, “What characteristics have 
been certified?” it should be remembered that Section 45 of the 
Trademark Act provides that a certification mark may certify 
(1) regional or other origin, (2) material, (3) mode of manu- 
facture, (4) quality, (5) accuracy, and (6) other characteristics 


of goods or services; and that it may also certify (7) that the 
work or labor on the goods or services was performed by members 
of a union or other organization. Each of these classes will be 
examined briefly.” 


Certifications Relating to Regional or Other Origin 


Trademarks which are “primarily geographically descriptive” 
are specifically precluded from Principal Register registration,” 
while such certification marks, with equal emphasis, are especially 
singled out in the Act as being acceptable for registration.” 

In the eleven and a half years during which the Act has been 
in effect, only 24 certification mark registrations have mentioned 





9. No. 559,448, issued May 27, 1952. 

10. No. 626,398, issued May 1, 1956. 

11. In May, 1954 a new form was adopted for the printed copies of registrations of 
certification marks. Unfortunately this form omitted mention of what the mark certified. 
This omission was rectified in February, 1956, and since that date this vital information 
has been included in the printed copies. On the copies from which this information was 
originally omitted, the missing statement relating to what is certified has been added 
to the printed copies of the registrations on file in the Trademark Search Room of the 
Patent Office, but it is not yet available on copies supplied by the Office to purchasers. 
Because of the difficulty of obtaining the information readily, all statistics in this study 
relating to what is certified are based on registrations issued from July 1947 to May 
1954, and from February 1956 to January 1, 1959. 

12. Sec. 2(e) (2). 

13. Secs. 2(e) (2) and (4). 
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“origin” of any kind, in any way; six of these refer to some kind 
of regional origin as the only distinguishing characteristic ;* and 
only one of these six actually names a specific geographical region 
in the certification. This registration was issued to the Istituto 
Nazionale per il Commercio Estero, for wines, and states that the 
mark rrauia (and design) “is used upon the goods to indicate 
their regional origin, namely, Italy.”** The five other registra- 
tions (which mention regional origin only) do not specify the 
geographical location in the certification, but merely state that 
the mark “certifies regional origin.” In these cases the mark it- 
self must be relied upon to indicate the geographical location 
involved, as for instance, A PRODUCT OF AVERY ISLAND, LA. (and de- 
sign) for salt;*° or GRowN IN IDAHO (and design), for potatoes.” 


Included in the 18 registrations that are concerned with 
origin and at the same time certify other characteristics, it is 
interesting to note that there are some registrations which merely 
imply that a particular geographical origin is involved. Registra- 
tion No. 534,807, for example, was issued to Anthracite Committee 
of the Department of Commerce of Pennsylvania, for a mark used 


on anthracite coal “to indicate standard quality anthracite coal.” 
Although the mark itself contains the words “conforming to speci- 
fications established by Pennsylvania law” the Statement contains 
no limitation of the use of the mark to coal originating in Pennsy]l- 
vania. Another instance of implied regional origin designation 
appears in the registration of the certification mark JERSEY JILL,” 
for fresh shell eggs, which states that the “mark is used upon the 


goods to indicate regional origin, size and grade.” In this case 


the description of what is certified gives no clue as to what the 
“region” is, but the name of the registrant, New Jersey Egg In- 
stitute, Ine., and the mark itself, lead one to believe that the 
region of origin is New Jersey, or some section of that State, 
but if the certification relates only to the Toms River section of 
New Jersey, where the registrant is domiciled, it cannot be learned 
from the statement of what is certified. 








14, 

15. No. 556,093, issued May 11, 1952. Strangely enough, when the same registrant 
applied for registration of the same mark, on the same date—July 8, 1948—for various 
food products (Class 46), the statement said that the mark is “used in connection with 
such goods by persons duly authorized by Applicant,” and no mention is made of their 
regional origin. (No. 564,775, issued September 30, 1952.) 

16. No. 621,022, issued Feb. 7, 1956 to Avery Island, Inc. 

17. No. 631,499, issued July 24, 1956, to State of Idaho. 

18. No. 561,285, issued July 8, 1952. 
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Distinguished from these marks of implied geographical ori- 
gin is a registration that is most specific in its definition. It was 
granted to Reedley Chamber of Commerce’ for use on fresh de- 
ciduous fruits, and it states that “use of the mark is restricted 
to high quality goods having as a regional origin the farm areas 
coterminous with the city of Reedley in the County of Fresno, 
State of California.” 

Another specific geographical designation is found in the reg- 
istration of the familiar mark HARRIS TWEED,” used on wool tweed 
fabric in the piece to indicate “the origin and method of manu- 
facture of a tweed made from pure virgin wool produced in Scot- 
land, spun, dyed and finished in the outer Hebrides and hand-woven 
by the Islanders at their homes in the Islands of Lewis, Harris, 
Uist, Barra and their several purtenances, and all known as the 
outer Hebrides.” 


As has been pointed out, certification marks may certify 
“regional or other origin.” Turning now from the “regional” to 
those marks falling under the “other origin” provision of the Act, 
we find, as might be expected, a heterogeneous collection of 


“origins.” 

Registration No. 516,081, for instance, was issued for the word 
CELOCRETE” on October 4, 1949, to The Celotex Corporation for 
“Concrete building units comprising principally cement and ex- 
panded slag aggregate.” The registration states that “the Certifi- 
eation mark is used upon the goods to indicate the origin of and 
material comprising the principal ingredient thereof.” During the 
prosecution of the application the Examiner asked if the applicant 
was “engaged in the production or marketing of goods with which 
the mark is used.” The question arose because the applicant was 
also the owner of Trademark Registrations 400,822 and 402,564 
(both issued in 1943) for the same mark. One of these registra- 
tions (No. 400,822) was for “expanded slag aggregate,” the other 
for “building blocks comprising aggregate and cementitious 
binder.” Applicant explained that formerly it had used the “ex- 
panded slag aggregate” to make building blocks, but that at the 
time of the prosecution of the application it had ceased such 
manufacture, and was selling the slag to others who used it to 
make building blocks. The mark was to be used, applicant ex- 








19. No. 651,007, issued August 27, 1957. 
20. No. 527,391, issued July 4, 1950. 
21. See illustration, p. 293. 
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plained, “by applicant’s customers to identify the products as in- 
corporating CELOCRETE expanded slag aggregate.” From this 
correspondence it would seem that “origin” in this case refers 
to the applicant itself! 

Another example of “other origin” appears in Registration 
No. 550,275, issued October 30, 1951, to Sidney C. Rieke, for fresh 
citrus and deciduous fruits and vegetables. The registration is 
for the mark waxpak and states that “The certification mark is 
used upon goods to indicate that the origin of the goods is from 
persons duly authorized to wax the goods in accordance with the 
modes of operation and machines owned or sold by the applicant.” 


Consider also The Ralston-Purina Company registration of 
the certification mark PURINA LAYENA” for fresh eggs (see illustra- 
tion). The registration states that “the certification mark is used 
upon the goods to indicate origin and quality of the goods in 
connection with eggs produced by poultry which have been raised 
under conditions of feeding, sanitation, etc., prescribed by appli- 
cant and using poultry feed furnished by applicant.” It would 
seem that in this case, also, the applicant itself is the “origin” 
referred to. In a kind of House-that-Jack-built manner, the eggs 
are certified to have come from chickens which are fed the feed 
which comes from the applicant. 


Certification of Materials 


The number of registrations certifying the material of which 
the product is made is surprisingly small. Only 22 of the 301 
registrations included in this study mention “material,” and only 
four* are devoted exclusively to the certification of material. One 
of these is the familiar name vanrrory,™ used on dressing table- 
lavatory units, where the mark is used “to indicate that the top 
surface of the goods is a Formica laminated sheet.” 


This registration is not typical of the 22 that mention ma- 
terials, because it states specifically what the material is that is 
certified. In most of the “material” registrations there is no 
reference to any particular material. The registration of the 
mark PORCENELL, by Vitreco, Inc.** for steel sheets, plates, etc., 
will serve to illustrate the type of certification most frequently 








No. 524,546, issued April 25, 1950. 

Nos. 543,165 ; 571,797; 657,560; 669.421. 

No. 543,165, issued May 29, 1951 to The Formica Company. 
No. 522,406, issued March 14, 1950. See illustration, p. 293. 


DS DO bo bo 
Or 29 1 
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found. The registration states uninformatively that the mark is 
“used upon the goods to indicate the materials used, the mode of 
manufacture, and the quality or other characteristics of such 
goods.” 

Registration No. 635,716, issued October 9, 1956, is another 
example of vagueness. The certification mark is stated to be used 
on louver-type ventilators to indicate that the goods “have been 
made in accordance with specifications approved by the applicant 
and that the materials and workmanship embodied in such goods 
have been inspected by applicant and approved as meeting specific 
standards established by the applicant.” 

The possible reasons for this vague type of certification will 
be discussed at greater length in connection with the restrictions 
of Section 14 of the Trademark Act. 


Certification of Mode of Manufacture 


“Mode of manufacture” is mentioned in 44 of the 301 certifica- 
tion mark registrations included in this survey, and in 14 of these 
this is the only characteristic that is certified. Usually the actual 


mode of manufacture is not described, and the certification is 
referred to merely in terse, ambiguous phrases such as “to in- 
dicate supervision of * * * mode of treatment ;** “to indicate that 
the * * * mode of manufacture * * * meets standards promulgated 
by the applicant” ;?’ and (a really enlightening one!) “to indicate 
mode of manufacture.” * 

It is recognized that in some cases it may be difficult, without 
long or cumbersome descriptions, to indicate just what “mode of 
manufacture” is certified. Nevertheless, definiteness can be 
achieved. A registration of the American Chemical Paint Company 
of the word aLopizep and design, for use on coated aluminum, etce., 
includes thirteen paragraphs concisely describing the certified 
chemical coating.” 

Although detailed descriptions of complicated modes of manu- 
facture may not be desirable on registrations, a question arises 
whether an informative middle ground cannot be arrived at be- 
tween minute description of what is certified, and the uninforma- 
tive type of certification now appearing on many registrations. 








26. No. 516,622, issued Oct. 18, 1949. 

27. No. 576,862, issued June 30, 1953 (canceled (Sec. 7a) ). 
28. No. 548,896, issued Sept. 25, 1951. 

29. No. 509,686, issued May 10, 1949 (canceled (See. 8) ). 
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One might expect to find indications of license arrangements 
in certification mark registrations dealing with mode of manu- 
facture. Only four of these registrations, however, specify that 
there is a license agreement involved,” and only one mentions 
operating under a patent license.** This registration (No. 518,841) 
was issued to McAbee Industries Incorporated, on December 13, 
1949, for ladies’ slips and nightgowns. The mark is BrastTrRaItT, and 
is used “to indicate that such goods are made in accordance with 


and under license of United States Letters Patent No. 2,032,323 
* *&# *& #99 


Certification of Quality 


A larger number of certification registrations refer to 
“quality” than to any other type of certification mentioned in 
the Act. Of the total of 301 registrations surveyed, 147 refer to 
“quality,” and 85, or more than one quarter of all the registra- 
tions to date, mention “quality” as the only certification. 


“Quality” marks may be grouped as “direct” or “indirect” in 
type. Illustrative of the “direct” type of “quality” certification 


is the registration for the mark Frou.picaTor, granted to The Pio- 
neer Trust & Savings Bank® for electrically operated foul- 
detecting and indicating-apparatus for bowling alleys. The mark 
“igs used upon the goods to indicate that the goods comply with 
certain standards of quality.” A “direct” approach is also found 
in the registration granted to Independent Wholesale Dry Goods 
Association, Inc., for piece goods, ete., although it has a negative 
slant in the certification which states that the mark “is used upon 
the goods to indicate that the goods are not of inferior grade or 
quality.” * 

Very few of the registrations are more definite than this, or 
state specifically what “quality” is certified. An exception to this 
generalization is found in the mark Narm (and design) registered 
by the National Association of Fan Manufacturers.™* The registra- 
tion states that the mark certifies that the goods “have a perform- 
ance rating equal to, or better than, the published ratings of the 
manufacturer which are the result of tests made by the manu- 





30. Nos. 518,840; 518,841; 539,728 ; 576,862. 

31. See infra, page 284, for explanation of probable reason why so few patent 
licensors register their marks as certification marks. 

32. No. 523,237, issued March 28, 1950. 

33. No. 580 388, issued Sept. 22, 1953. 

34. No, 527,922, issued July 18, 1950. 
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facturer in accordance with the Standard Test Code for Centrifu- 
gal, Axial and Propeller Fans adopted jointly by the National 
Association of Fan Manufacturers and the American Society of 
Heating and Ventilating Engineers.” 

Registrations not using the term “quality” (referred to above 
as falling into the “quality” group indirectly) are exemplified by 


the registration granted to American Gas Association, Inc.** for 
a mark applied to laundry appliances. The mark is used upon 
the goods “to indicate that same comply with standards for safety, 
efficiency and durability as determined and specified by applicant.” 
One may assume that such standards are a measure of “quality.” 


Certification of Accuracy 


Only eight registrations certify “accuracy” by name, and in 
no case is this the only certification mentioned. In all “accuracy” 
registrations “quality” is also indicated, and in two of them “mode 
of manufacture” is also certified. 

No. 536,297, issued to Thomas Lamb, is illustrative of the 
“accuracy” registrations. It was granted January 9, 1951, for the 
mark weEpGE-Lock for handles for luggage, brief cases, etc., and 
the mark is said to be used on the goods to “indicate the quality 
and accuracy of the goods.” 

Notice once more the vague certification. In just what way 
are the handles “accurate”? 


Certification of Other Characteristics 


The provision in the Act for the certification of “other 
characteristics” was undoubtedly meant to be a catch-all, and it 
has been so treated in this study. Certifications not readily 
classifiable as designating quality, mode of manufacture, material, 
accuracy, ete., have been grouped together as certifying “other 
characteristics.” There are 43 registrations which were thought 
to fall into this category. However, only 17 of these stand alone 
and are not combined with the more familiar certifications speci- 
fically listed in the Act. 

The most common designation included in the “other char- 
acteristics” group is the ambiguous one that certifies that the 
product “complies (or conforms) with specifications of the ap- 








35. No. 510,770, issued June 7, 1949. 
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plicant” ;** “is in accord with testing procedures of the applicant” ;*’ 
“meets standards required by the applicant,” ** ete. 

In a number of cases the certification states merely that the 
mark is used “by persons duly authorized by applicant.” * In 
view of the very purpose of a certification mark this phrase is 
neither necessary nor informative. Of course certification marks 
are used by persons duly authorized. But what does the mark 
certify? 


Certification of Work Done by Members 


It was to be expected that labor unions would be the most 
numerous applicants for registrations coming under the provi- 
sion that a certification mark may indicate that “the work or 
labor on the goods or services was performed by members of a 
union or other organization.” The breakdown of registrations 
falling into this group substantiates this supposition, as 31 of 
the 43 certification registrations included in this category seem*° 
to have been granted to unions. 

There are 31 marks that have the single certification of “work 
performed by members.” ** The registration granted to the Glass 
Bottle Blowers Association is typical.*? It relates to glass and 
fibrous glass products, and indicates that “the work or labor on 
the goods was performed by members of the Glass Bottle Blowers 
Association of United States and Canada, AFL-CIO.” 

The number of marks involved is so small that it is dangerous 
to generalize about them, but it is interesting to note that in this 
group of 31 registrations, in which certification is limited to 
“work done by members,” only two** appear to be trade associa- 
tions, while all the rest seem to be unions. On the other hand, in 
the group of 12 registrations which mention a certified char- 
acteristic in addition to “work done by members” only two regis- 


36. Nos. 572,140; 587,413; 587,414; 626,396. 

37. Nos. 638,233 ; 638,234. 

38. Nos. 634,673; 634,988; 635,716; 637,855. 

39. Nos. 510,453; 550,275; 564,775. 

40. The word “seem” is used in this connection because it is impossible, in some 
cases, to ascertain from the registrations themselves, exactly what type of organization 
the registrant is. 

41. Included in this group are registrations that refer to “membership,” as well 
as those concerned more explicitly with “work done by members.” See Breitenfeld, 
Collective Marks—Should they Be Abolished?, 47 TMR 1 (1957), for discussion of con- 
fusion between collective and certification marks relating to “membership” and to “work 
done by members.” 

42. No. 651,565, issued Sept. 10, 1957. 

43. No. 568,413, issued Dec. 23, 1952, to International Association of Clothing 
Designers; No. 669,106, issued Oct. 28, 1958, to United Papermakers und Paperworkers. 
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trants** are unions. Thus it would seem that trade associations 
or commercial organizations are more apt to certify their products 
as to qualifications in addition to the “work done by members” 
phrase. Illustrative of this type of registration is No. 665,525 
issued to Florida Flower Association on August 5, 1958, for cut 
flowers. The mark certifies “that the flowers have been produced 
by a member of the applicant association and conform to minimum 
standard specifications of quality adopted by the membership of 
the association.” 

It should be pointed out that there are some marks included 
in this category that actually fulfill a double function. They 
indicate “membership,” which would make them eligible for the 
“Collective Membership Register” (Class 200), and at the same 
time they certify to quality, mode of manufacture, ete. The regis- 
tration of the certification mark granted to the National Sanitary 
Supply Association* is illustrative of this dual personality. The 
mark is used on soap powder, etc., “to indicate mode of manu- 
facture and quality of such goods, and to indicate membership in 
the association.” As recently as April, 1958, a similar double- 
function registration was granted to National Tire Dealers and 
Retreaders Association, Inc.,*° for use on retreaded tires. The 
mark certifies “that the user is a subscriber to the Tire Retreading 
Institute and retreads tires in accordance with the standards and 
specifications promulgated by said Institute.” 

A case decided during the past year*’ may affect future 
registrations concerned with membership and with “work done 
by members,” so that even fewer certification marks will fall into 
this group. The members of Douglas Fir Plywood Association, 
a nonprofit membership corporation, produce goods in accordance 
with the corporation’s standards and specifications and mark them 
in accordance with the corporation’s instructions. The Associa- 
tion sought unsuccessfully to register the mark as a certification 
mark, and in deciding the case Commissioner Leeds held that 


“* * * it is apparent that the mark sought here to be registered 
is a mark adopted by applicant and used by subscribers to its 
services to identify the plywood made according to applicant’s 





44. No. 582,144, issued Nov. 3, 1953 to Registered Locksmiths’ Guild of America, 
and 575,459, issued June 9, 1953 to International Alliance of Theatrical Stage Employes 
and Moving Picture Machine Operators. 

45. No. 515,204, issued Sept. 13, 1949. 

46. No. 660,448. 

47. Ez parte Douglas Fir Plywood Association, 118 USPQ 162, 48 TMR 1428. 
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standards and specifications and to distinguish their plywood 

I g ply 
from that of others. The mark is a collective trademark and 
is registrable as such.” (emphasis added.) 


SOME CONCLUSIONS 


The foregoing discussion includes numerous examples of 
vagueness, ambiguity, and in some cases, almost meaningless 
phrases that divulge nothing of what is really being certified. 
From the standpoint of the public this is undesirable but from the 
standpoint of the registrant the reason for this evasiveness seems 
evident: it probably stems from the restrictive language of Sec- 
tionl4(d) (4) of the Act. 

Section 14 provides for cancellation of Principal Register 
registrations in general (trademarks, collective marks, ete.) by 
any person who believes he is or will be damaged if the mark 
remains on the Register. Subsection (d) of Section 14 defines the 
additional conditions under which a certification mark may be 
canceled. It may be canceled at any time, if the registrant: 


(1) does not control, or is not able legitimately to exercise 
control over, the use of such mark, or 


(2) engages in the production or marketing of any goods or 
services to which the mark is applied, or 

(3) permits the use of such mark for other purposes than as 
a certification mark, or 


(4) discriminately refuses to certify or to continue to certify 
the goods or services of any person who maintains the 
standards or conditions which such mark certifies.” 


The owner of a certification mark obviously wants to have the 
say as to who may, and who may not, utilize the mark. It must, 
of necessity, be a privilege or advantage for one who manufactures 
goods or renders services to display such a mark; if the mark 
certifies to some characteristic of goods or services, such goods 
or services must be different from others not possessing those 
characteristics. Therefore, it is inherent in the very nature of a 
certification mark that there be an element of selectivity in the 
choice of its users. It follows that if the registration of a certifica- 
tion mark is subject to attack by anyone who claims that he 
“maintains the standards or conditions which such mark certifies,” 
and who is nevertheless excluded from the certifier’s select list, 
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it is to the registrant’s advantage to withhold the certifying 
“standards or conditions” from the general public. If he states, 


merely in vague and nondefinitive terms, that the “standards” are 


measured by “specifications set by the applicant” or by “testing 
procedures carried out by the applicant,” he guards himself against 
attack by the “outsider” whom he is unwilling to certify. What 
the registrant is saying, in effect, is that “the certification mark 
is used to certify what I choose to certify to.” Obviously, if 
no one but the certifier knows what that is, no one can claim that 
he is being discriminated against. 


WHY ARE THERE SO FEW REGISTRATIONS? 


The number of registrations in recent years does not indi- 
cate any trend toward an increase in the quantity of certification 
mark registrations. The following table sets forth the year-by- 
year distribution of the 301 registrations granted from July 4, 
1947 to January 1, 1959: 


Section 14(d) is considered the basic reason for the reluctance 
on the part of owners of certification marks to seek registration. 
Apart from the tendency of Section 14(d)(4) to discourage an 
airing of the conditions under which a certification mark is being 
used, the concluding clause of Section 14 imparts to the Federal 
Trade Commission (as well as to any person “who believes that 
he is or will be damaged”) the right to cancel on the grounds 
mentioned. 
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In reporting on the first year of activity under the Act, Dr. 
Derenberg said* that the “most important reason for this caution” 
(related to applying for registration of certification marks) “must 
be found in the drastic restrictions added to the Lanham Act in 
conference a few days before its passage (Sec. 14(d)).” 

Dr. Derenberg also had the following to say about Section 
14(d) (4) on a later occasion :*° 


“This proviso may have serious implications in situations in 
which, for instance, the owner of a patented process licenses 
manufacturers to use his mark in connection with products 
manufactured in accordance with such process. While the 
concept of ‘compulsory licensing’ is foreign to our patent 
system, it may make itself felt indirectly in a situation in 
which the patent owner would refuse to grant a license to an 
applicant who—to quote the language of Sec. 14 once more— 
maintains the ‘standards or conditions’ under which other 
persons have been granted a license. Such refusal by the 
patent owner might under this section lead to a cancellation 
of his mark—even if it were found originally to satisfy the 
requirements of a certification mark—upon petition by the 
allegedly injured party or by the Federal Trade Commission. 
Therefore, it would seem to be better business policy not to 
register such marks as certification marks but, wherever pos- 
sible, as trademarks or service marks used by related com- 
panies.” 


More recently Miss Katharine I. Hancock, in her excellent 
article on “Certification Mark Applications,” © expressed a similar 
opinion. In commenting upon marks applied (by permission of a 
patent owner) to goods made under a patent license, Miss Hancock 
said: 


“Some of these marks have been registered as trademarks on 
the basis of the related company provision of the Trademark 
Act of 1946, and this would seem to be the proper procedure. 
Some of them, however, have been registered as certification 
marks. Generally the purpose of adopting a mark in such a 
situation is to identify and distinguish the goods rather than 
to certify, and the patent owner is responsible for the quality 
of the goods; if that is the case, the mark cannot qualify for 
registration as a certification mark.” 





48. 38 TMR 831 at 846. 

49. 39 TMR 651 at 657: “The Second Year of Administration of the Lanham 
Trademark Act of 1946.” 

50. 47 TMR 581 at 585. 
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Ex parte Van Winkle,” a case decided by Assistant Commis- 
sioner Leeds within the past year, followed this interpretation of 
the Act. It related to the name MarspEN used on lock-nuts manu- 
factured in accordance with a patent owned by the Applicant. 
The Applicant contended that 


“Applicant’s licensees use the mark to identify genuine 
MARSDEN nuts, and then customers... recognize the mark as 
certifying that the nuts are genuine and will operate as repre- 
sented because of their material, mode of manufacture, quality 
and accuracy.” 


Assistant Commissioner Leeds held that there was nothing in the 
record to support this, and refused registration of MARSDEN as a 
certification mark. She said: 


“The name MARSDEN as used on the specimens appears to be 
the name of a type of lock-nut, and there is nothing in the 
record which would support a finding that it is anything else. 
The record fails to show that MARSDEN is used as a certification 
mark or that it certifies either material, mode of manufacture, 
quality, accuracy or effectiveness of the goods. The record 
leads to the conclusion that it is used as the name of a type 
of lock-nut made in accordance with a patent which is, in fact, 
owned by applicant, but knowledge of that fact is not shared 
with purchasers of the goods.” 


This ruling leads one to conjecture whether a mark under 
similar circumstances might not qualify for registration as a 
certification mark if the practice of the licensed invention by the 
patent licensee actually did involve “material” or “mode of manu- 
facture.” In operating under a patent license in which the patent 
relates to a process (mode of manufacture), or to the use of a 
specific material (composition of matter patents, for example), 
it would seem that the licensed product would necessarily conform 
to qualities which a certification mark is entitled to certify. 

Professor Donald A. Taylor of Michigan State University, 
in his article, “Certification Marks—Success or Failure?” * points 
out that in addition to the wide variety of registrants discussed in 
his analysis of 131 certification mark registrations, “three other 
groups—Professional and Technical Societies, Publications, and 








51. 117 USPQ 450, 48 TMR 1280. 
52. JOURNAL OF MARKETING, July, 1958. 
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Department Stores—are important certifying agencies. The 
failure of these agencies to register their marks excludes them 
from the study.” Professor Taylor does not explain why these 
“important groups” do not register their marks, but it is possible 
that the considerations already discussed have influenced them. 
In addition, there are other restricting sections in the Lanham 
Act that may well have been determining factors. 

Subsections (2) and (3) of Section 14(d) provide for the 
sancellation of a certification mark registration if the registrant 
“engages in the production or marketing of any goods or services 
to which the mark is applied,” or if the registrant “permits the 
use of such mark for other purposes than as a certification mark.” 

It is true that the statute in no place says specifically that a 
mark is unregistrable if it is used in any way other than as a 
certification mark. It does not spell out the fact that a certifica- 
tion mark is uwnregistrable if its owner “engages in the production 
or marketing of any goods or services to which the mark is 
applied.” It merely says that if such is the case, the mark “may 
be eanceled” at any time. One would assume, however, that if 
registrations may be canceled on these grounds, they also would 
be deemed unregistrable in the first place, and this assumption 
may deter many certification mark owners from seeking registra- 
tion. 

Strangely enough, however, the provisions of Subsections (2) 
and (3) of Section 14(d) have not precluded the granting of 
certification mark registrations under circumstances that would 
appear to bar such registration. One would think that a trade- 
mark owner who also uses his mark as a certification mark would 
have difficulty in registering the certification mark. The statute 
requires that a trademark application allege use of the mark by 
the applicant or by a related company, and that a certification 
mark application contain a statement directly to the contrary, 
viz., that the mark is not used as a trademark by the applicant. 
Assistant Commissioner Leeds said, in Red Dot Foods, Inc. v. 


Lanning :*° 


“If applicant, in fact, manufactures and sells the product under 
the mark, he would be certifying his own goods, and this is 
not sanctioned by the statute.” 


. 45 TMR 76. 
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D. M. Phelps of Michigan University, in an article entitled 
“Certification Marks Under the Lanham Act,” considers this 
aspect of certification marks from the marketing viewpoint, and 
stressed “third party testing.” He says that 


“...1n order to remove all likelihood of deception the framers 
of the Act insisted that the certifying agency should, in all 
instances, act as a third party between the producer and the 
consumer and, therefore, denied the registrant the use of his 
own mark.” 


Mr. Phelps points out that this restriction is in accordance 
with English practice (British Trade Marks Act of 1938, Section 
37) which provides that no certification mark shall be registered 
“in the name of a person who carries on a trade in goods of the 
kind certified.” It should be noted, however, that the British law is 
less restrictive than the American. The British law precludes 
registration of a certification mark by a person “who carries on a 
trade in goods of the kind certified,” while the American prohibi- 
tion is far more sweeping in that it provides for the cancellation of 
a certification mark registration if the registrant “engages in the 
production or marketing of any goods or services to which the 
mark is applied,” or “permits the use of such mark for other 
purposes than as a certification mark,” regardless of whether the 
goods are the same or not. 

But despite the prohibitions implicit against registration in 
Section 14(d) (2)-(3), this survey has brought to light some strange 
bed-fellows. On the question of multiple registrations the Patent 
Office policy appears to follow the thinking of the late Isaac W. 
Digges, who said :*® 


“The owner of a mark registered both as a trademark and as 
a certification mark when using the mark as a trademark on 
his own goods and authorizing its use as a certification mark 
on goods of others would be required to use some phrase such 
as ‘certified’ or ‘authorized’ in connection with the certifica- 
tion mark to distinguish between the use of the mark as a 
trademark and as a certification mark, and thus prevent any 
false representation that the owner or user of the certification 
mark is the maker of the goods. This seems to be clear from 
the requirement in Sec. 4 that protection be refused when 





54, JOURNAL OF MARKETING, April, 1949. 7 
55. Draft of Annotations to the Lanham Act, dated Nov. 29, 1946, after the 
U.S.T.A. Lawyers’ Advisory Committee Meeting of Nov. 21, 1946. 
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the certification mark is used so as to represent falsely that 
the owner or user of the certification mark is the maker of 
the goods. Furthermore Sec. 2(d) prohibits the registration 
of a mark which so resembles a mark previously registered 
or used as to be likely to cause confusion or mistake or to 
deceive purchasers. In the absence of the use of some such 
phrase as ‘certified’ or ‘authorized’, deception might result 
and the Office may thus be justified in requiring the use of 
some such phrase before registering, as a certification mark, 
a mark already registered as a trademark.” 


Miss Hancock,** commenting on the same problem, points out 
that 


“A trademark may be used as part of a certification mark so 
long as the trademark is used informationally, and so long as 
the composite certification mark is designed and used in such 
a way that the mark as a whole only conveys the impression 
that its purpose is to certify.” (Emphasis added.) 


The certification mark registered by McCall Corporation, 
publisher of MecCall’s magazine, illustrates this “informational” 


use of a trademark. The trademarks owned by McCall Corpora- 
tion comprise the name mMccaLL’s,” which is included in the certifi- 
cation mark, consisting of a tag-like configuration with the words 
USE-TESTED BY MCCALL’s.™® 

Another “informational” illustration is one of the most 
familiar of all certification marks: the ubiquitous symbol aaa of 
the American Automobile Association. The service mark® is the 
familiar oval enclosing the letters aaa; the certification mark® 
appears in the same form with merely a difference in shading, 
and the addition of the word approvep above the three A’s to dis- 
tinguish it from the service mark (see illustration, p. 294). 

Do such multiple registrations really comply with the provi- 
sions of the Trademark Act? Shouldn’t the certification mark in 
each case be vulnerable under Section 14(d)(2)-(8)? Can the 
simultaneous use of essentially the same mark as a trademark (or 


56. 47 TMR 581. 

57. Nos. 555,927 and 569,596. 

58. No. 648,413, issued July 9, 1957. 

59. No. 547,321, issued Aug. 28, 1951 for “Services rendered to motor vehicle 
owners, motorists and travelers generally.” This Association also owns trademark reg- 
istrations for substantially the same mark, for maps (No. 155,189), publications (No. 
283,367), shipping cartons (No. 341,044) and road signs, etc. (No. 303,862). 

60. No. 608,115, issued June 28, 1955 for “Serving of food and beverages in 
restaurants and providing lodging in motor courts and hotels.” 
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service mark) and as a certification mark be justified on the 
ground that it is used “informationally”? What “information” is 
conveyed? 

Of course, some of the multiple registrations are readily 
understandable if the earlier registrations were granted under the 
1938 amendment to the 1905 Act, which made it possible, for the 
first time, to register “collective” marks. The collective marks 
under the 1905 Act also encompassed certification marks as we 
now know them, although they were not mentioned by name. When 
a distinction between collective and certification marks was defined 
in the 1946 Act, many registrants, in seeking Lanham Act protec- 
tion, properly applied for certification mark registration. This 
gave rise to the anomaly of a side-by-side collective registration 
under the 1905 Act, and a certification registration under the 1946 
Act, for the same mark, even though the mark had identical pur- 
poses and uses in both registrations. 

Illustrative of this situation are the registrations of American 
Zine Institute Incorporated. No. 366,841 was issued May 2, 1939, 
under the 1938 amendment of the 1905 Act as a collective mark. 
When applying for registration No. 504,293, granted November 
30, 1948, under the 1946 Act, for the identical mark and goods, 
the applicant indicated its ownership of the earlier registration, 
and the mark was thereupon registered as a certification mark, 
since the earlier use was also actually a certification use, even 
though the mark was called a “collective mark.” 

There are, however, a number of instances of certification 
mark registrations standing side by side with trademark regis- 
trations, where there are not even such mildly distinguishing 
differences as the addition of the word “approved,” or “use-tested.” 
The mark porcENELL, for instance, was registered as a trademark” 
for “Chemical materials and compositions for coating metal sur- 
faces for rust-proofing and analogous purposes”; and the owner- 
ship of the trademark was claimed in the application to register 
the identical word porcENELL, written in the same distinctive 
script, as a certification mark for “Steel sheets, plates, strips, 
having electrodeposited thereon a coating for bonding vitreous 
enamels to the sheets.” ® No qualifying words appear on the 
certification mark, and the only difference between the registra- 
tions is that the trademark is applied to rust-proofing coating 


61. No. 393,054, issued January 27, 1942. See illustration, p. 293. 
62, No, 522,406, issued March 14, 1950. 
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materials for metal surfaces, while the certification mark is used 
on metal sheets already bearing a coating thereon. But what about 
Section 14(d)(2) which refers to the production or marketing of 
any goods, and what about Section 14(d)(3) which frowns upon 
the use of a certification mark for other purposes? 

Similarly, the International Alliance of Theatrical Stage Em- 
ployees and Moving Picture Machine Operators, owners of certifi- 
cation mark registration No. 575,459, issued June 9, 1953 (see 
illus., p. 294), were the owners, at the time the registration was 
issued, of trademark registrations Nos. 120,675; 439,790; and 
524,791. The certification mark consists of initials arranged in a 
design, and the trademarks show the same initials, in the same 
design, with only a slight difference in shading. The certification 
mark is used by the Alliance on motion picture film; the trade- 
marks are used on printed books, pamphlets and periodicals (No. 
120,675); and on organizational bulletins (Nos. 439,790 and 
524,791). 

The multiple ceLocreTE registrations® have already been re- 
ferred to. In the ease of the puRINA LAYENA certification mark,™ 
it has been mentioned® that it certifies eggs which were laid by 
chickens that had been fed a product whose origin is The Ralston- 
Purina Company, owner of the certification mark. This product 
is sold by that company under the trademark Layena® (see illus- 
tration, p. 293). 


There are numerous other similar instances. For example, 
The Community of Roquefort, France, owns certification mark 
registration No. 571,798 (the word roquerort for cheese), and its 
American alter ego, the Roquefort Association, owns trademark 
registration No. 290,655 of which this word is an important part, 
for ROQUEFORT cheese. Duncan Hines Institute, Inc. owned certifi- 
cation mark registration No. 616,341 (the famous RECOMMENDED BY 
DUNCAN HINES), while the same name in the same distinctive script 
is registered as a trademark for books (No. 576,574), also for 
grape juice (No. 585,272), and for a large line of food products 
(Nos. 610,472 and 623,168). 

The Patent Office history of the Duncan Hines certification 
mark is colorful. It started out as an application for registration 








63. Certification mark No. 516,081; trademarks No. 400,822 and 402,564. 
64. Certification mark No. 524,546. 

65. Supra, page 276. 

66. Trademarks No. 312,977 and 389,180. 
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as a service mark. A trademark application for books was pending 
at the same time. Both applications were in the name of Duncan 
Hines Institute, Inc., and both showed the familiar dinner plate, 
bearing a knife and fork with the puNcAN HINEs script signature 
across them. The service mark application also bore the words 
RECOMMENDED BY, but otherwise the marks were essentially the 
same (see illus., p. 294). After the applicant had decided to pursue 
the service mark application as a certification mark, the Patent 
Office said: 


“Section 14(d) provides that a certification mark can be can- 
celled at any time when registrant engages in the production 
or marketing of any goods or services to which the mark is 
applied. Since that appears to be the case here, registration 
is refused as a certification mark.” 


The application was then switched back to a service mark applica- 
tion; and an assignment of the pending trademark application to 
Adventures in Good Eating, Inc., was made. The Examiner there- 
upon cited the trademark as a basis for refusing registration of 
the service mark. Once more the service mark application was 
transformed into an application for a certification mark registra- 
tion; and the applicant drew attention to the fact that it was no 
longer claiming ownership of the trademark application. The 
allowance of the certification mark registration followed, on the 
ground that the goods (of the trademark) were “no longer consid- 
ered an anticipation in view of the differences between the services 
covered in this application and the goods covered by that (the 
trademark) registration.” To complete the story, the certification 
mark registration was canceled a little over a year after it had 
been granted.” 

The question of the legality of the practice, of registering 
certification marks that show little or no difference from trade- 
marks already registered, has not been adjudicated, and several 
interesting queries suggest themselves: 


1. Does the attempt to prohibit simultaneous trademark and 
certification mark use, as presently written into the statute, achieve 
its objective? If not, wouldn’t it be advisable to amend the statute 
either to strengthen it or to eliminate the ineffective provisions? 





67. Under Sec. 7(d): “At any time, upon application of the registrant... the 
Commissioner may permit any registration in the Patent Office to be surrendered, 
eanceled,...” 
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2. If registration of a certification mark is obtainable, not- 
withstanding simultaneous trademark use by the applicant (or a 
closely related company) of the same mark (with minor varia- 
tions), shouldn’t the law be changed to specifically authorize this 
practice? 


3. If the practice of granting a certification mark registra- 
tion, in the face of simultaneous use of practically the same mark 
as a trademark, is based on minor differences between the marks, 
shouldn’t the law be amended to specify the magic words 
(“approved,” “tested,” ete.) which are sufficient to establish the 
required difference? 


4. If the practice referred to is based upon the technicality 
that the applicant for certification mark registration is someone 
other than the registrant of substantially the same mark as a 
trademark, is this sound? If the earlier registrant is another 
person, shouldn’t registration of the certification mark be pre- 
cluded by Section 2(d)? 


5. Is it a good thing for the law to threaten cancellation of a 


certification mark registration if the mark is allowed by the regis- 
trant to be used as a trademark? If so, should it not, for the sake 
of consistency and completeness, also preclude registration in the 
first place if the mark is allowed by the applicant to be used as a 
trademark? 


6. If certification mark registrations are to be encouraged, 
would it not be well to eliminate from the law the restrictions 
based on simultaneous trademark use; recognize that marks are 
in fact commonly and openly used both ways at the same time by 
the same interests; and pursue the “anti-monopoly” objective by 
other means? 


In the meantime it may be concluded that the certification 
mark has had a not-too-glorious history, and that its future re- 
mains clouded with uncertainties. 
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CELOCRETE CELOCRETE 


Cert. Mark 516,081 Trademark 402,564 


Cert. Mark 522,406 Trademark 393,054 


LAYENA 


Cert. Mark 524,546 Trademark 312,977 
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Cert. Mark 575,459 


SPPROVED 


Cert. Mark 608,115 


RECOMMENDED + BY 


Cert. Mark 616,341 





Trademark 439,790 


Service Mark 547,321 


Trademark 576,574 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Identification and Classification of Ingredients or Components 
of Commodities, and of Packaged Products 


There have been numerous inconsistencies from time to time 
in the Trademark Office in the identification and classification of 
products which are sold only when incorporated in other products. 
The following discussion may be helpful in illustrating the uniform 
approach which the Trademark Office is following in connection 
with this subject. 

Sometimes a trademark identifies a component, ingredient or 
finish of the commodity which an applicant is selling; or it may 
identify the fabric or other material from which is made the fin- 
ished article being sold by an applicant. Or, sometimes, the nature 
of a mark suggests the container or package for a _ product, 
although the mark is used only on a packaged product. 

In each of these situations it is essential that the application 
identify accurately and completely what is being sold as well as 
what the mark identifies. That is, in the case of a component or 
ingredient, fabric or other material, the component, ingredient, 
fabric or material should be identified, accompanied by wording 
which will indicate that it is sold by applicant only in a finished 
commodity, which commodity also should be identified. In the 
ease of a mark which is used to identify a packaged product but 
suggests the container or package, the identification in the applica- 
tion should reflect the fact that the commodity being sold is a 
package (or an identified kind of container) containing a named 
commodity. This is necessary in order that the identification of 
the goods reflect the true facts as shown in the record, and in 
order that the propriety of the classification will be apparent. 

As a general rule, the component or ingredient of a finished 
commodity, and the fabric or material from which a finished com- 
modity is made, when sold only in a finished commodity, are 
classified with the finished commodity. And, in the situation 


* Primary Examiner, Trademarks, U.S. Patent Office; Member, District of Colum- 
bia Bar. 

1. For example, where an applicant who sells shirts seeks to register a mark which 
identifies the fabric from which the shirts are made, a proper identification would be 
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where the mark is applied to a packaged product but it suggests 
the container or package, classification is determined by the con- 
tents of the package.’ 

Tn each case the specimens provide the best clue to the proper 
identification of the goods, and the nature of the mark itself often- 
times gives an additional clue. If these two do not give a clear 


fabric made into shirts, and proper classification would be Class 39, where shirts are 
classified. 

Similarly, where the mark identifies overcoating fabric made into coats (applicant 
being a company which sells coats), proper classification is Class 39, where coats are 
classified. 

(In connection with fabric which is sold only in finished apparel, attention is called 
to the decisions in Mercantile Stores Co., Inc. v. Joseph § Feiss Co., 112 USPQ 298, 
47 TMR 647; Ex parte Joseph § Feiss Co., 114 USPQ 463, 48 TMR 77; and Ez parte 
Palm Beach Co., 114 USPQ 463, 48 TMR 78.) 

Where the mark identifies a finish which applicant has incorporated into fabric 
which applicant sells, proper classification is Class 42, where fabric is classified. (See 
Registrations 671,601, FASHIONITE; 669,339, RETENTO FINISH; and 674,668, PUSH BUTTON. ) 

Where the mark identifies heels sold only in finished shoes, classification is Class 39, 
where shoes are classified. 

Where the mark identifies a hem feature of window curtains, proper classification is 
Class 42, where curtains are classified. (See Registration 545,998, MAGIC HEM. ) 

Where the mark identifies a bacteriostat incorporated in products for treatment of 
the hair, proper classification is Class 18, where products for the treatment of the hair 
are classified. 

Where the mark identifies a blend of sea plant concentrates incorporated in a thera- 
peutic vitamin food supplement, proper classification is Class 18, where such vitamin 
food supplements are classified. (See Registration 666,492, NEPTON.) 

Where the mark identifies a lanolin penetrating agent incorporated in a hair waving 
neutralizer, proper classification is Class 51, where hair waving neutralizers are classified. 
(See Registration 665,843, PEN-RAY.) 

Where the mark identifies the finish of metal clad switchgears, proper classification 
is Class 23, where gears are classified. (See Registration 667,300, DURABAKE. ) 

Where the mark identifies a base metal composition made into costume jewelry, 
proper classification is Class 28, where costume jewelry is classified. 

Where the mark identifies a control mechanism sold only as a part of a clothes dryer, 
proper classification is Class 24, where clothes dryers are classified. ; 

2. For example, where an applicant who sells beer in a special carrying package 
seeks to register a mark which identifies the combination of the package and its contents, 
a proper identification would be a carrying carton containing beer, and proper classifi- 
cation would be Class 48, where beer is classified. (See Registrations 623,295, ICE-PAK; 
570,837, PIK-UP-SIX; 519,835, BASKET 0 BEER; and 392,445, KARRY KIT.) 

Similarly, where a mark identifies a carton containing storage batteries, proper 
classification is Class 21, where storage batteries are classified. 

Where a mark identifies a package consisting of a merchandising board upon which 
rolls of pressure sensitive tape are displayed for sale, proper classification is Class 5, 
where pressure sensitive tape is classified. 

Where the mark identifies seeds packaged in heat-sealed plastic bags, proper classifi- 
cation is Class 1, where seeds are classified. 

Where the mark identifies a cardboard carton filled with charcoal briquets, proper 
classification is Class 1, where briquets are classified. 

Where the mark identifies a package containing drills, bits, etc., proper classifica- 
tion is Class 23, where such tools are classified. 

Where the mark identifies a dispensing package containing a liquid brightener agent 
for plating solutions, proper classification is Class 6, where such agents for plating 
solutions are classified. 

Where the mark identifies a package containing a bread enrichment mixture which 
comprises vitamins and minerals, proper classification is Class 18, where such vitamin 
food supplements are classified. 

Where the mark identifies a paperboard package containing cigars, proper classifi- 
cation is Class 17, where cigars are classified. (See Registration 643,425, FOLD-A-PAK.) 
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picture, the applicant should furnish more information to the 
Examiner either by way of explanation or by copies of promo- 
tional or advertising material. 

In contrast to the general rule, there are some situations 
which, on the surface, may appear to be similar but in which it is 
not proper to identify the goods in the manner above discussed, 
and in which classification is not proper in the class of the finished 
commodity or the class of the contents of a package. Such situa- 
tions are not inconsistent with the general rule, but the different 
conclusions result from differences in the facts.* 

It must be remembered at all times that facts alter conclu- 
sions; and if the application accurately and completely identifies 


3. (A) Sometimes the trade practices of a company, or the manner in which 
the mark is displayed or emphasized on the labels, leads to the conclusion that the mark 
identifies the finished commodity, rather than the component, etc., in which case the 
goods should be identified in the application merely as the finished commodity, and 
classified on that basis. 

For instance, a shirt manufacturer may use a number of subsidiary style marks 
for its various styles of shirts, with a frequency and uniformity of display such that 
it becomes common knowledge to purchasers that these marks identify shirts, and not 
fabric made into shirts, although the nature of a mark appears to refer to a fabric. 
Proper classification is Class 39 for shirts. 

It also frequently happens that an applicant who is engaged in selling finished 
clothing adopts a mark whose nature appears to suggest a characteristic of the fabric 
from which the clothing is made, but displays the mark in such a manner that it actually 
serves to identify and distinguish the finished articles of apparel. Proper classification 
is Class 39 for the items of clothing concerned. In this connection, see the decisions in 
Ex parte Joseph § Feiss Co., 112 USPQ 269, 47 TMR 534 (DURO VELOUR), and Er parte 
Esquire Sportswear Co., 115 USPQ 359, 48 TMR 516 (ACRIFLAN). 

The mark SHEPARDENE in Registration 673,930 serves to identify a fabric having a 
textured surface produced by machine teaseling although sometimes it also suggests the 
process which applicant uses in producing the fabric. Proper classification is Class 42 
for fabric. 

The mark LAVALIZE in Registration 673,330 is used to identify women’s handbags, 
although it is also used to suggest the material from which the bags are made. Proper 
classification is Class 3 for handbags. 

The mark CYRANO LAST in Registration 668,394 functions as a subsidiary style 
mark which identifies shoes. It seems to be a common practice for shoe manufacturers 
to adopt specific marks to distinguish those shoes which are shaped by a particular last. 
Proper classification is Class 39 for shoes. 

(B) The mark may be displayed with a degree of separateness and prominence 
that leads to the conclusion that the component, or the container, itself makes an im- 
pression on purchasers separate and apart from the finished commodity or the contents 
of a package, in which case the goods should be identified in the application merely 
as whatever the component or container is, and classified as such. 

For example, Registration 648,275, LONGFELLOW, for glass decanters, in which 
whiskey is sold, where proper classification is Class 33 with glass containers. The mark 
is displayed on the cardboard carton for the decanter, with such direct reference only 
to the decanter, as to suggest that the mark distinguishes only a container, which may 
be sold and used in ways other than as a decanter for registrant’s whiskey. 

Where the mark xyz identifies a metal and the specimens are tags applied to piston 
rings made from the metal: the specimens identify the rings as ABC piston rings, 
followed by the prominent statement that “the aBc rings in this shipment are made 
from our special high-strength alloy metal xyz. This suggests that xyz metal may 
be used for other purposes and is not inseparably associated with the illustrated use. 
Proper classification would thus be Class 14 where metals are classified. 
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the goods which applicant is selling and to which the mark points, 
classification takes care of itself. 

It may be pointed out that specimens are examined to deter- 
mine whether the word or term is so used thereon as to create a 
commercial impression. If it is used only in informational, ex- 
planatory or other text material on a label, it probably is not so 
used. If the word or term is so used as to create a commercial 
impression, that is, in such a manner as to attract the attention 
of purchasers and serve a distinguishing function, it is Principal 
Register material; otherwise, it is only capable of distinguishing 
and is Supplemental Register material. The fact that such marks 
identify ingredients, ete., however, makes it customary to display 
them in what may appear at first to be an “informational” manner, 
that is, in terms such as “Contains xyz,” or “With xyz.” Because 
of this practice, such display does not necessarily constitute mere 
information. 

There is another situation which requires comment. If a 
product may be used as an ingredient or component in the manu- 
facture of another commodity, or may be used as material from 
which other articles can be fabricated, but the product is in fact 
sold separately as a commodity itself and not incorporated in a 
finished commodity, then the product should be identified by its 
common commercial name; it is improper to identify it as an 
ingredient, ete., and generally it is unnecessary to refer to uses 
of the commodity. Care should be exercised to use precise wording 
so that there will be no ambiguity as to what the product is. The 
product will, in these circumstances, be classified on the basis of 
its own nature. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Austria 
Geographically Deceptive Mark 


An Italian-owned international registration on ALEMAGNA 
PANETTONI in respect of, inter alia, cakes and biscuits, was refused 


protection in Austria on the ground that, “Alemagna” meaning 


“Germany,” the mark was deceptive as to Italian goods. 

The registrants appealed, arguing that the common Italian 
translation of “Germany” was “Germania,” ‘“Alemagna” being 
used only in poetry. In addition, they pointed out that the reason 
for the adoption of this mark was that “Alemagna” was the family 
name of the owner of the business. 

The appeal failed, on the basis that family names and firm 
names were registrable only insofar as they did not fall under 
any of the legal criteria of unregistrability. A second international 
registration on a mark featuring the words PANETTONE ALEMAGNA 
was accepted for protection in Austria at the same time, on the 
basis that it also included the word miLano and was therefore not 
deceptive as to origin. 


Decision of the Appeals Section of the Austrian Patent Office, 
dated December 4, 1958, reported at 1959 Oest. Patentblatt 23. 


France 
Home Registrations 


The French Supreme Court in a decision handed down Feb- 
ruary 3, 1959 has affirmed the decision of the Paris Court dated 
March 14, 1953 in the well-known omegca ease. This decision means 
that an American national can obtain a valid trademark registra- 
tion in France without owning a corresponding United States 
registration. 


Germany (Federal Republic) 
Defensive and Reserve Goods 


Plaintiffs, who had used the trademark TrRrumPH in respect 
of foundation garments and certain articles made from terry cloth 
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since the turn of the century, had obtained several prewar regis- 
trations for such goods, as well as two 1951 registrations covering 
these goods and, in addition, “articles of clothing” in general. On 
the basis of these registrations, as well as their claim to TRIUMPH 
as an unregistered house mark, they brought a cancellation action 
against defendants’ registration for TRuMPF (meaning “trump”’) 
in respect of “weather-proof leather clothing, namely motorcycle 
and scooter clothing made of leather, leather coats and leather 
pants.” 

The action failed in all three judicial instances, including the 
Supreme Court. Similarity between the goods on which plaintiffs 
used their mark and those for which defendants had obtained 
registration was denied. The item “articles of clothing” covered 
by plaintiffs’ postwar registrations was ignored because, according 
to previous decisions of the Supreme Court, if these were defen- 
sive goods, they could not be considered under any circumstances 
and, if they were reserve goods, they could be considered only if 
the registrants had manifested, within a reasonable time after 
registration, an intention to begin dealing in them. However, 
during the five years from the date of the applications to the 
commencement of the action, no such intention had been mani- 
fested. 


Decision of the Federal Supreme Court of July 11, 1958, reported 
at 1959 GRUR 25. 


Geographical Names 

The Appeals Senate of the German Patent Office affirmed the 
rejection by the Examiner of an application for FLorma in respect 
of “sherbet and ice cream.” The Senate was unimpressed by the 
applicants’ contention that the mark could not be misleading in 
view of the commercial impracticability of transporting ice cream 
from Florida to Germany and pointed out that, considering the 
popularity of American ice cream in Germany, the feasibility of 
transporting ice cream powder from the United States to Germany 
and the applicants’ admission that their goods did not originate 
in Florida, the mark was not only geographical, but also “decep- 
tive according to its content.” 


Decision dated October 8, 1958 of Appeals Senate 2b, reported in 
1959 Mitt. 10. 
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Scope of Protection of Marks Which Have Become Descriptive Since Registration 


An application for LinpMrx in respect of “coffee, coffee substi- 
tutes,” was opposed on the basis of a 1952 registration on mix 
covering similar goods. The dismissal of the opposition was up- 
held by the Senate of Appeals. 

In its decision, the Senate pointed out that, although mrx was 
registrable in 1952, it had become a descriptive term in Germany 
for the goods covered and would therefore no longer have been 
registrable at the time the opposition against LinpMrx was filed. 
Nevertheless, the evolution of a trademark into a generic term 
did not necessarily deprive the registration of all value and the 
prewar holdings of the Patent Office to this effect were erroneous. 
Thus, if the mark applied for had been identical or almost iden- 
tical with mrx, the opposition would have had to be sustained. 

On the other hand, the Senate argued that, since likelihood 
of confusion is a question of fact depending on all the circum- 
stances, the circumstance that “mix” had become a common term 
in the trade was decisive in denying confusing similarity between 
MIX and LINDMIX. 


Decision dated September 1, 1958 of Appeal Senate 2b, reported 
at 50 Mitt. 14. 


Great Britain 
Trademark Infringement—Passing-Off 


The owner of the trademark BALLANTINE’s, registered in Great 
Britain in respect of whisky, brought an action for trademark 
infringement and passing-off against the use of the words 
BALLANTYNE STEWART’S in relation to the same goods. The case 
was brought before the High Court and Mr. Justice Lloyd-Jacob 
held that the addition of the name stewart to BALLANTYNE was not 
sufficient to avoid public deception. Accordingly, the defendant 
was guilty of infringement unless it could be established that the 
use of BALLANTYNE STEWART’S was bona fide use of the defendant’s 
own name. In this connection the Judge stated: 


“In the present case the defendants cannot justify the pres- 
ence of the representation of their name which is complained 
of as being required to identiy their responsibility for market- 
ing these goods, for their full title and address appears else- 
where on the labels and there in a form more appropriate for 
appreciation only on close scrutiny, such as would be fitting 
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were precise identification of trade origin required by an 
observer. What has to be considered is the deliberate and 
avowed use of the name in a form rightly to be taken as a 
brand name and thus to identify the goods with any others 
to which that brand name has become associated in the public 
mind. Such use could only have been innocently embarked 
upon, in the sense that its potentiality for deceiving or con- 
fusing purchasers and thus affecting another’s goodwill was 
not appreciated by someone who was ignorant of the condi- 
tions in the market and of the state of the Trade Marks 
Register.” 


The Judge held that it was impossible to believe that the defen- 
dant was not aware of the plaintiff’s use of BALLANTINE and that, 
accordingly, the use of BALLANTYNE STEWART’s was not bona fide 
use of the defendant’s corporate name. The defendant was found 
guilty of both infringement and passing-off and the Judge issued 
the requested injunction. 


George Ballantine & Son Ld. v. Ballantyne Stewart & Co. Ld. 
(1959) R.P.C. 47. 


Mauritius 
Renewal of Trademarks 


Trademark registrations in Mauritius are of two different 
kinds. One kind is based upon a corresponding British registra- 
tion and the Mauritius registration is dependant upon the con- 
tinuance of the British registration. The other kind is an inde- 
pendent registration; and these independent registrations were 
granted for an indefinite term, that is, there was no need to renew 
independent registrations. 


An amending Ordinance came into effect on January 1, 1959 
and establishes renewal terms for all existing independent regis- 
trations. With respect to such registrations granted prior to 
January 1, 1952, the Registrar will publish those registrations 
in the Official Gazette and the registrants will have six months 
from the date of publication within which to file applications to 
renew such registrations. Of course, there is nothing to prevent 
a registrant from applying to renew such a registration prior to 
publication in the Gazette. 

With respect to independent registrations dated on or after 
January 1, 1952, they will become due for renewal seven years 
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from the registration date. If the renewal application is not filed, 
the Registrar will publish that fact in the Gazette and the regis- 
trant will have one month from the date of publication within 
which to renew the registration. 

Mauritius registrations which are based on British registra- 
tions remain, as before, in effect for the unexpired term of the 
corresponding British registration. When the British registra- 
tion is renewed, proof thereof should be deposited in Mauritius 
in order to keep the Mauritius registration in effect. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 


January—February 
1958 


Applications filed ‘ 3,076 
Registrations issued 
Principal Register 2,64! 2,162 
Supplemental Register 


2,289 
Renewals 383 
Sec. 12(c), publications .......................... 71 
Sec. 8, affidavits filed 2,065 
See. 8, cancellations 818 
Cancellations, other 43 


NEW PUBLICATION 


THe Mercuants or Lire. An Account of the American Pharma- 
ceutical Industry. By Tom Mahoney. New York, Harper & 
Brothers, 1959. Pp. 278. $3.75. 


In this book the author offers a very interesting account of 
the history and achievements of the American pharmaceutical 
industry which has become the world leader in this field since 
World War II. 

Mr. Mahoney describes in detail the history and development 
of many pharmaceutical companies, most of them members of 
USTA. The author has done an extensive amount of research and 
presents the reader with many facts and figures about these com- 
panies and relates also the human side of the people who shaped 
and developed them. Throughout the book many trademarks are 
mentioned that have become well-known in the drug field. 

It is believed that many of our readers will be greatly inter- 
ested in this book by Mr. Mahoney who is an executive with the 
New York public relations firm of Dudley, Anderson & Yutzy; an 
Associate Member of USTA and a member of the Association’s 
Information Committee. 
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LIST OF OTHER TRADEMARK ARTICLES* 


Australia. 
Trade Marks Regulations No. 48 of 1958. Effective August 1, 1958. (Patent and 
Trade Mark Review, Vol. 57, Nos. 4-5, January-February, 1959, pp. 87-99; 134-138.) 


Food and Drug Administration. 
Formal Statements, Papers and Report at Washington Conference, November 24 
and 25, 1958. Cosponsored by U. 8. Food and Drug Administration and Food Law 
Institute. (Food Drug Cosmetic Law Journal, Vol. 13, No. 12, December, 1958, 
pp. 739-862. ) 


Iran. 
Patent and Trademark Regulations. Effective July 15, 1958. (Patent and Trade 
Mark Review, Vol. 57, Nos. 2-4, November, 1958-January, 1959, pp. 31-33; 71-78; 
100-102.) 


Mauritius. 
Trade Marks (Amendment) Ordinance, No. 32 of 1958. Effective January 1, 1959. 
(Patent and Trade Mark Review, Vol. 57, No. 5, February, 1959, pp. 138-139.) 


Michini, Samuel G. 
How to Change a Trademark. (Industrial Marketing, Part II, February, 1959. 
Pp. 8.) 


Miller, Lloyd C. 
Common Label Names for Chemical Food Additives. (Food Drug Cosmetic Law 
Journal, Vol. 13, No. 12, December, 1958, pp. 820-825.) 


Stern, Richard H. 


Buyer Indifference and Secondary Meaning in Unfair Competition and Trademark 
Cases. (Connecticut Bar Journal, Vol. 32, No. 4, December 1958, pp. 381-398.) 


Taiwan (Formosa). 
The Revised Trademark Law. Promulgated by the President, October 24, 1958. 
Pp. 10. Mimeographed. 


Tanganyika. 
Trade Marks Ordinance, 1957. Effective July 1, 1958. (Patent and Trade Mark 
Review, Vol. 57, Nos. 1-4, October, 1958-January, 1959, pp. 3-11; 33-46; 65-71; 
102-109.) 


United Arab Republic. 
Trademarks. Enforcement of Law No. 115, 1958. Compulsory Use of Arabic Lan 
guage in Syria. (Patent and Trade Mark Review, Vol. 57, No. 4, January, 1959, 
pp. 99-100.) 


World Trade Information Service. Washington, D.C., Dept. of Commerce, Bureau of 
Foreign Commerce. Part 2: Operations Reports. Trademark Information is in 
cluded in the following reports: No. 58-71—Philippines; No. 58-73—Burma; No. 
58-86—United Kingdom; No. 59-5—Switzerland; No. 59-7—Liberia. 


* Copies of these articles are available for reference in the Association’s library. 
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CAMLOC FASTENER CORPORATION v. 
OPW CORPORATION 


No. 99-150 —D. C., S. D. N. Y. — July 25, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE TERMS 
CANCELLATION PROCEDURE—EVIDENCE 
Action for trademark infringement of four registrations for CAMLOC for coup- 
ling devices, fasteners and machine tools and unfair competition based on defen- 
dant’s use of KAMLOK for similar goods. Defendant claims plaintiff’s marks are 
descriptive of the goods and seeks the cancellation thereof. Evidence shows that 
plaintiff’s goods are sold to the specifications of engineering departments of its 
customers. The evidence also shows the mark CAMLOC to be descriptive with respect 
to three of plaintiff’s registrations and cancellation is granted. The CAMLOC mark 
relating to hand tools held valid but plaintiff’s proof of likelihood of confusion is 
insufficient to justify injunctive relief. 
REGISTRABILITY—DESCRIPTIVE TERMS 
While the general rule is that to be descriptive a mark must connote the goods 
to which it is applied, it is also descriptive and invalid if it describes the charac- 
teristics or ingredients of the product and therefore plaintiff’s mark CAMLOC as 
applied to fasteners which rotate on a camming surface until locked in notches on 
the camway is merely descriptive. However, CAMLOC is not descriptive of hand 
and machine tools. 
TRADEMARKK ACT OF 1946—CONSTRUCTION—SECTION 2(f) 
Evidence of distinctiveness offered by plaintiff to support its Section 2(f) 
registration is not sufficient and this lack of proof outweighs the prima facie effect 
of the Section 2(f) affidavits of distinctiveness. 


Action by Camloc Fastener Corporation v. OPW Corporation for trade- 
mark infringement and unfair competition. Defendant counterclaims for 
declaratory judgment of invalidity and noninfringement of trademark 
registrations. Judgment for defendant. 


John P. Chandler, of New York, N.Y., for plaintiff. 
Curtis, Mallet-Prevost, Colt & Mosle (Mark N. Donohue of counsel), of 
New York, N.Y., for defendant. 


Murpny, District Judge. 

Plaintiff, claiming infringement of four registrations of the trademark 
CAMLOc and unfair competition predicated on its use of that designation 
on its products and on alleged secondary meaning in its corporate name 
and abbreviations thereof, prays an injunction, accounting, treble damages, 
costs and counsel fees. 

Jurisdiction is founded on diversity of citizenship and the requisite 
jurisdictional amount, and also upon the trademark laws of the United 
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States. The Lanham Trademark Act of 1946, 60 Stat. 427, 15 U.S.C. 
§§1051-1127 (1952). 

In substance, plaintiff alleges that defendant adopted a confusingly 
similar mark, KAMLOK, for use on goods of the same descriptive properties 
as those to which plaintiff applies its camLoc; that the goods sold by defen- 
dant under KAMLOK are defective and of a cheap and inferior kind; that 
defendant chose KAMLOK to enable it to palm off its product as plaintiff's; 
that defendant’s use of KAMLOK is likely to create confusion between defen- 
dant’s and plaintiff’s business and products, and the impression that defen- 
dant’s products originate with, are endorsed by, or in some way are 
connected with plaintiff, and that defendant designed to cause such con- 
fusion and impression. 


Defendant put in issue substantially all of plaintiff’s substantive alle- 
gations, admitting merely the issuance of the four registrations and 
defendant’s use since January, 1951, of KAMLOK on “quick coupling 
assemblies for connecting pipes or hose.” It avers that it has not competed 
unfairly because it is not in competition with plaintiff and because its 
KAMLOK product differs so widely and is marketed through channels so 
different that it could not be palmed off and is not likely to be confused 
with plaintiff’s products, nor is it likely to create the impression that 
defendant’s products are in any way connected with plaintiff. 


The validity of three of plaintiff's trademarks is disputed as being 
descriptive, and the fourth as being obtained by a knowingly false, or at 
least incorrect, affidavit. All of the marks are claimed to be invalid on the 
ground of prior use as well. Infringement is denied on the ground that 
defendant’s quick coupling assemblies differ from plaintiff’s products so 
widely as to make it unlikely that the use of KAMLOK in connection with 
them will cause confusion or deceive buyers as to their source. 

Finally, defendant claims that for failure to properly claim the benefits 
of the 1946 Act plaintiff cannot maintain this action on registrations 
numbers 393936, 393937 and 414291; and as a bar to the action, as well, 
laches. 

A counterclaim has been entered for declaratory judgment that plain- 
tiff’s marks are invalid (on the same grounds urged in defense) and that 
defendant has not infringed them and for an order directing the Commis- 
sioner of Patents to cancel plaintiff’s marks. 

Plaintiff offered testimony establishing that, together with its prede- 
cessors, it has manufactured and sold devices such as fasteners, push 
button latches and access doors beginning with sale of its rotatable stud 
fastener in 1938. It also sells and has sold, since 1938 or 1939, certain hand 
and machine tools for the installation, maintenance, operation and repair 
of these devices. The quarterturn, or rotatable stud separable fastener, 
was first used with the designation CAMLOc in 1938 and as plaintiff’s other 
products were developed and sold, on them as well—on the push button 
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latch since about 1946; on the access doors since 1950 or 1951, and on a 
wire harness clamp for holding cables or hose in position, since 1957. 

Of the four trademark registrations on the word or designation 
CAMLOC, numbers 393936 and 393937, both issued on March 10, 1942, are 
for the rotatable stud separable fastener, the former registration coupling 
the word CAMLOc with a “design.” Number 414291 was issued in 1945 for 
CAMLOC, with the design, on certain specified hand and machine tools, and 
591545 was issued on June 22, 1954, on the word alone, this registration 
also being for rotatable stud separable fasteners and for latch fasteners as 
well. 

Plaintiff outlined its method of sales promotion as follows: Its sales 
force, comprised of engineers and others with proper technical knowledge, 
demonstrates its products and discusses the design problems of a prospec- 
tive customer with the customer’s engineering or design department. The 
customer then draws its plans or specifications to include a particular 
product of plaintiff, which product is then ordered from plaintiff through 
the customer’s or manufacturer’s purchasing department. Oftentimes, also, 
after approval by a customer’s engineering department, plaintiff’s product 
will appear on the customer’s qualified products list—after the customer 
is thoroughly familiar with the product and who makes it—and be drawn 
from this list into specifications drafted by its engineering department. 
Seventy-five per cent of its sales are accounted for in this way and the 
remaining 25 per cent through orders from people with whom plaintiff 
has had no previous contact such as outlined above. 

Plaintiff’s advertising expenditures currently approximate $30,000 to 
$40,000 a year and have been in similar amounts since 1952. Its sole 
advertising from 1943 to 1952 consisted of a series of eight advertisements 
that appeared in Fortune Magazine from January, 1943, to April 1944, 
which largely identified the then use of its fasteners with wartime aircraft. 
Its net sales have steadily increased from approximately $2 million in 1951 
to $4-3/4 million in 1957. Plaintiff also offered proof by a mechanical 
design engineer, author of a text and reference book dealing, in part, with 
practically every fastener available. He testified that in the course of 
assembling material he encountered various trademarks and that CAMLOC 
meant to him, made by Camloe Corporation, and that he felt the camMLoc 
fastener, on the basis of recent discussions with “ten” people, was con- 
sidered a leader in its field. In this connection, too, an engineer from 
United Aircraft testified that he occasionally uses or specifies CAMLOC 
fasteners and that CcAMLOc on a fastener means that it comes from Paramus, 
New Jersey, from the Camloe Corporation, and that the camuLoc fastener 
is well-known in the trade and well received in his company. On cross- 
examination he testified that what cAMLOC meant to him was derived from 
his relationship with Camloc Fastener Corporation, developed in the course 
of his employment with United Aircraft. 
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Plaintiff’s evidence of confusion rests largely on several letters written 
to it inquiring about products it did not and does not manufacture. Nothing 
in any of this correspondence indicates that the senders thought or believed 
Camloe Fastener Corporation was the manufacturer of KAMLOK couplers, 
or indeed that they were even inquiring about KAMLOK couplers. Plaintiff’s 
president testified in connection with one letter that he did not think it 
referred to a product of defendant but that he thought it demonstrated 
confusion regardless of the product involved. A quite plausible explanation 
for the letters is given in the instance of one of the inquiries where it is 
explained, “our selection of [Camloec Fastener Corporation] as the possible 
manufacturer of the material mentioned in our enquiry, was just a matter 
of trial and error * * *.” 

We take it also to be the fact that plaintiff’s sales, apart from its 
sales to the Government as replacement for parts on items in government 
use, have largely been made to the aircraft and electrical equipment in- 
dustries, and other industries where equipment is designed which requires 
frequent access and use of quick operating fasteners which are chosen in 
place of permanent fasteners such as rivets or screws. 

The allegedly infringing mark, KAMLOK, has been used since June, 
1951, on a product manufactured by defendant which is designated a 
quick connect hose coupler. Defendant has offered proof showing that at 
least since 1951 its primary business consists of manufacturing and selling 
a line of specialty valves, fittings and assemblies for the handling of 
hazardous liquids and dry cargo. It sells to, what it terms, the major 
oil companies, industry in general, government agencies and manufacturers 
and users of bulk handling or dry cargo equipment. Its KAMLOK coupler 
is also distributed by several of the largest rubber goods manufacturers to 
their hose distributors. By industry in general it means to include power 
plants and chemical and food processing plants, and its sales here are 
all in connection with hazardous liquids. The primary market for its 
KAMLOK couplers (as well as all its products) however, is what it terms the 
major oil companies. Its marketing in this connection is done with the 
marketing division of the particular company, which division is concerned 
with selling the gasoline and petroleum products after they have been 
delivered to the bulk plant or refinery bulk plant and before they go to 
fuel oil dealers and service stations. In order to sell its product to these 
companies defendant must have its product appear on the customer’s 
qualified products list or have it specified in the customer’s blueprints, so 
that the product eventually becomes part of equipment used at bulk plants 
and service stations. To accomplish this it works with the customer’s 
engineering department through its own field sales engineers. Further 
testimony was given to the effect that before the product gets on such a 
list the customer conducts its own tests, and that by the time the product 
does appear on the list the defendant corporation is recognized as the 
supplier of the coupler. 
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With respect to the oil companies the actual sale is accomplished by 
means of jobbers. Sales to other than the oil companies are made through 
a subsidiary of defendant corporation. 

Defendant’s advertising of its KAMLOK couplers consisted, for 1952- 
1957, in tradepaper advertisements, and in “general folder” or bulletin 
type advertisements, used in direct mail campaigns, covering many of its 
products and directed to a specific field or use. Its typical tradepaper 
advertisement features the words KAMLOK quick couplers or KAMLOK 
coupling assemblies and prominently displays as well, both on pictures of 
its coupler and elsewhere on the page, its trademark opw. Furthermore, 
its corporate name, OPW Corporation, and address are visually significant 
in relation to the rest of the advertisement. Suffice it to say that its bulle- 
tins place a great deal of significance on OPW Corporation and very little 
on KAMLOK. 

Defendant’s president testified that OPW came to use the designation 
KAMLOK on its couplers to distinguish this product from others manu- 
factured by it, and that other similarly distinguishing names are used for 
some of its other products. Originally, the term KWIK-SEAL had been used 
but it was dropped on advice of counsel, which was to the effect that it 
was already being used on products similar to defendant’s coupler. He 
testified that the name KAMLOK was chosen because it was descriptive and 
the corporation felt that such a name would aid in merchandising the 
coupler. He further stated that at the time the name was chosen plaintiff’s 
word CAMLOC was not known to defendant, that it did not know of plaintiff’s 
use until two or three days after KAMLOK had been selected, and that it 
became apprised of plaintiff’s use through a search made around January, 
1951, by counsel, who advised them that they could, nevertheless, use 
KAMLOK. KAMLOK was first used in connection with deféndant’s coupler 
in or around June, 1951. He also testified that the first notice of plaintiff’s 
objection to defendant’s use occurred in May, 1952. 

Defendant’s president also testified that customers and jobbers re- 
ferred to defendant’s couplers as OPW KAMLOKsS and that he knew of no 
instances, after suit was filed, of inquiries being made to defendant corpo- 
ration concerning plaintiff’s product, although at that time he gave explicit 
instructions that such inquiries should be brought to his attention. Defen- 
dant also established that its registered trademark opw, arranged in a 
diamond shape, appears on each coupler assembly that carries the word 
KAMLOK and has so appeared at least since defendant began using that word. 

Considering the cause for infringement first, the issues may generally 
be stated as involving the validity of the four marks and the defendant’s 
alleged trespass upon them. The claim of invalidity, as we have said, is 
based on the ground of descriptiveness with respect to numbers 393936, 
393937 and 414291, a faulty affidavit concerning number 591545, and 
prior use with respect to all. At the outset we find that defendant has not 
established prior use—at the most it has shown that several firms adopted 
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variations of the words cam and lock to describe the qualities of their goods. 

Plaintiff urges that to be descriptive a mark must connote the goods 
to which it is applied, and that since no one seeing or hearing the word 
CAMLOC would have the slightest understanding of what the goods are, for 
which it is a trademark, it cannot be a descriptive mark. We take it that a 
designation can also be descriptive, and hence invalid, if it describes the 
characteristics or ingredients of the product to which it is applied. Stand- 
ard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U.S. 446 (1911) (1 TMR 
10) ; Restatement, Torts §721 (1938). 

Starting from this premise we find the term caMLOc to be descriptive 
and not suggestive, as plaintiff asserts, of a quite essential and primary 
characteristic of plainiff’s rotatable stud separable fastener, viz., the princi- 
ple or method by which it achieves its object of rapid fastening. The 
fastener may be stated generally to operate as follows: by means of turning 
what is known as the stud a cross pin is made to ride along a camming 
surface until it is finally brought to rest in a locking or locked position on 
notches placed along the camways. The locking effect is achieved partially 
through the operation of a spring which is compressed as the stud is 
turned to place the cross pin in the notches. As the term “cam” is defined 
in the dictionary it is “a curved wedge movable about an axis used for 
forcing or clamping two pieces together.” Among the primary definitions 
of the word “lock” is included “a means or device for fastening or for 
restraining.” 

Moreover, applying the test approved in Douglas Laboratories Corp. v. 
Copper Tan, Inc., 210 F.2d 453, 455, 100 USPQ 237, 238 (44 TMR 657) 
(2nd Cir. 1954), we feel that camuoc, if it is suggestive at all, employs 
suggestion * * * so close and direct that it is apparently descriptive and 
generally useful in approximately that form to all merchants marketing 
such goods * * *. Restatement, Torts §721, comment a (1938). In this 
connection we note defendant’s proof of use of variations of the words 
cam and lock by other manufacturers. Nor do the cases cited by plaintiff 
as illustrative of marks that are not descriptive persuade us that CAMLOC 
is not. Indeed, much thought is hardly necessary to conclude that a 
rotatable stud separable fastener called CAMLOc operates and achieves its 
purpose by a camming-locking action, W. G. Reardon Laboratories, Inc. v. 
B. & B. Exterminators, Inc., 71 F.2d 515, 517, 22 USPQ 22, 23-24 (4th 
Cir. 1934), and what thought, if any, is involved in this determination, is 
that, we feel, which is engendered by the shorthand or abbreviated form 
employed to convey meaning. 

What we have said applies to plaintiff’s marks numbers 393936 and 
393937. It does not apply, however, to number 414291 issued in connection 
with certain specified hand and machine tools, as we think the mark as 
applied to them is clearly not descriptive. 

Plaintiff’s trademark number 591545 was registered under §2(f), 60 
Stat. 428 (1946), 15 U.S.C. §1052(f) (1952), as a mark that had become 
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“distinctive of the applicant’s goods in commerce.” Defendant urges in- 
validity and cancellation of this registration, assertedly granted on the 
basis of an affidavit of five years of substantially exclusive and continuous 
use, because of claimed defects in the affidavit. We find it unnecessary 
to pass upon matters raised by this claim since we determine on the proof 
submitted that plaintiff’s mark did not and has not become distinctive of 
its goods as required by §2(f). We take into account, in this respect, the 
fact that plaintiff’s mark is descriptive, that quite similar designations have 
been used by others in describing their products, and that the direct and 
circumstantial proof offered to establish distinctiveness, or secondary mean- 
ing, fell short of its objective. We feel this more than sufficient to outweigh 
the, at most, prima facie effect (“The Commissioner may accept as prima 
facie evidence * * *” [emphasis added] ) that the aforementioned affidavit 
would have. Cf. Minnesota Mining & Mfg. Co. v. Minnesota Linseed Oil 
Paint Co., 43 C.C.P.A. (Patents) 746, 757, 229 F.2d 448, 457, 108 USPQ 
314, 321 (46 TMR 470) (1956). 

Having decided that plaintiff is entitled to protection only on its 
registered trademark number 414291, we proceed to the question of in- 
fringement. We might say in passing, however, that our conclusion on this 
issue would be the same even were plaintiff’s mark, registration number 
591545, considered valid. 

Dispositive of this issue is our determination that defendant’s use is 
not “likely to cause confusion or mistake or to deceive purchasers as to the 
source of origin * * *” of plaintiff’s goods, 60 Stat. 437 (1946), 15 U.S.C. 
§1114(1)(a) (1952). 

In arriving at this conclusion we consider that plaintiff’s hand and 
machine tools are notably different from defendant’s couplers. (Even plain- 
tiff’s rotatable stud fastener differs in many respects from the couplers. 
The former serves to fasten to plane-like surfaces while the latter functions 
to join two tubular structures. That fasteners and couplers are considered 
apart is evidenced by the fact that the text hereinbefore mentioned, pur- 
porting to be a complete coverage of known and available fasteners, omits 
reference to coupling devices. Furthermore, an officer of plaintiff corpo- 
ration testified that the trade refers to plaintiff’s rotatable stud fastener 
as a fastener and not a coupler.) This difference precludes confusion of 
product and detracts from the possibility of confusion of source, and in the 
latter connection, when it is considered that the vast majority of purchasers 
of both plaintiff’s and defendant’s products are unquestionably careful 
and scrutinizing, ef. Societe Anonyme v. Julius Wile Sons & Co., 161 F. 
Supp. 545, 547-548, 117 USPQ 257, 259 (48 TMR 1228) (S.D.N.Y. 1958), 
and that the method by which most sales of both parties are effected causes 
familiarization of the purchaser as to who is the manufacturer, we think 
the conclusion of little, if any, likelihood of confusion as to source is amply 
buttressed. We are further persuaded to this conclusion by the prominent 
display of defendant’s opw trademark both on its product and in its adver- 
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tising, and the appearance of CIN.O on its products as indicative of defen- 
dant’s location. 

All of this convinces us that confusion as to the source of KAMLOK 
couplers is not to be expected or considered likely to occur. We note here, 
also, plaintiff’s failure to establish any instances of actual confusion. 

Finally, assuming arguendo that confusion were likely, we find as a 
fact that plaintiff has failed to establish its claim of inferiority of defen- 
dant’s goods and the possibility that plaintiff’s reputation might thus be 
stained. See Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 204 
F.2d 223, 97 USPQ 246 (43 TMR 934) (2nd Cir. 1953). 

Regarding the claim for unfair competition we are of the opinion 
that plaintiff has not established any right to relief. Its proof has not 
substantiated its allegations of secondary meaning in either the mark 
CAMLOC, or the corporate name, Camloe Fastener Corporation, or abbre- 
viations thereof. We find also, keeping in mind that plaintiff has a valid 
technical mark in caMLOc applied to its tools, that there have been no 
instances of palming off and that defendant did not adopt its mark 
KAMLOK with intent to deceive or appropriate any advantage from the 
similarity of its mark and plaintiff’s. We reiterate our conclusion that 
there is no likelihood of confusion arising from the similarity of names 
which warrants relief. The absence of these elements precludes granting 
the relief here sought and distinguishes this case from those plaintiff has 
urged upon us—e.g., Tiffany & Co. v. Tiffany Productions, Inc., 264 N.Y. 
Supp. 459 (23 TMR 1) (Sup.Ct.), aff’d, 260 N.Y. Supp. 821 (23 TMR 117) 
(1st Dep’t 1932), aff’d 262 N.Y. 482 (1933) ; Martha Washington Candies 
Co. v. Martha Washington Ice Cream Co., 113 N.Y.S.2d 119, 93 USPQ 483 
(42 TMR 663) (1st Dep’t 1952), appeal dismissed, 304 N.Y. 974 (1953) ; 
Albro Metal Products Corp. v. Alper, 117 N.Y.S.2d 342, 96 USPQ 159 
(43 TMR 273) (1st Dep’t 1952). 

Since we have found for defendant on all issues excepting cancellation 
of registration number 414291, it is unnecessary to discuss the issues of 
laches and whether plaintiff was required to take any action to claim the 
benefits of the 1946 statute for its registrations under the 1905 statute. 

This opinion is filed in lieu of findings of fact and conclusions of law. 

Judgment accordingly. 
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ALFRED DUNHILL OF LONDON, INC. v. 
DUNHILL TAILORED CLOTHES, INC. 


No. 119-295 —D. C., S. D. New York — September 22, 1958 


REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—COLORABLE IMITATIONS 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Defendant’s use of DUNHILL in its business constituted intentional infringement 

of plaintiff’s trademark and trade name DUNHILL and intentional unfair competition 
with plaintiff; plaintiff is entitled to injunction against defendant’s use on all 
products of DUNHILL either alone or in combination; however, owing to plaintiff’s 
long knowledge of and cooperation in defendant’s infringements, defendant is 
allowed restricted use of DUNHILL TAILORS on specified products for men. 


Action by Alfred Dunhill of London, Inc. v. Dunhill Tailored Clothes, 
Inc., for trademark infringement and unfair competition. Judgment for 
plaintiff. 


Leslie D. Taggart, George P. Kramer, and Watson, Leavenworth, Kelton & 
Taggart, of New York, N. Y., for plaintiff. 

Daniel A. Shirk, Daniel Waxman, and Matthew T. Abruzzo, Jr., of New 
York, N. Y., for defendant. 


Dimock, District Judge. 
FINDINGS OF Fact 


1. Plaintiff, Alfred Dunhill of London, Inc., is a Delaware corpora- 
tion, incorporated on June 1, 1921 under said name, and has an office and 
places of business in the city, county and state of New York. 


2. Defendant, Dunhill Tailored Clothes, Inc., is a New York corpora- 
tion, incorporated on August 13, 1923 under said name, and has its office 
and place of business in the city, county and state of New York. 


3. The amount in controversy, exclusive of interest and costs, exceeds 
$3,000.00. 


4. Prior to September 1921, Alfred Dunhill of London, England, 
had used DUNHILL as his trademark in the United States on various 
products. 


5. By an agreement of August 11, 1921, with said Alfred Dunhill, 
plaintiff became the exclusive distributor of DUNHILL products in the United 
States, and said relationship has continued from that time to the present 
and is so continuing, first with said Alfred Dunhill and later (1923) with 
his successor in business, Alfred Dunhill Ltd., a corporation of Great 
Britain. 


6. Plaintiff’s sale of DUNHILL goods from September 1912 until May 
15, 1922 was solely at wholesale, but on May 15, 1922, plaintiff opened a 
retail store, and since that time, plaintiff has sold goods bearing the trade- 
mark DUNHILL both at wholesale and at retail. 
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7. Plaintiff’s retail store in the City of New York occupied the ground 
floor store at 512-14 Fifth Avenue (S. W. corner of 43rd Street) from 
May 15, 1922 to November 18, 1933, and, since November 20, 1933, plaintiff 
has occupied and does now occupy the ground floor store (and the next 
two upper floors) at 620 Fifth Avenue (S. W. corner of 50th Street). 


8. In 1922, plaintiff sold in its retail establishment tobacco products, 
smokers’ articles, men’s jewelry, including cuff links, tie bars, key chains, 
pocket knives and dress sets, flat leather goods, including wallets, billfolds, 
key cases and passport cases, canes and umbrellas, golf balls, razors, clocks, 
desk sets, playing cards and bridge sets, mahjong sets, silver tea sets, tea 
caddies, bar fixtures and accessories, luggage, including brief cases, travel 
eases and toilet cases, and other gift items of various descriptions under 
the trademark and trade name DUNHILL. 


9. From the time of the opening of the retail store in New York on 
May 15, 1922, plaintiff has constantly added to its retail line of DUNHILL 
products, and included among such products have been items of haber- 
dashery and toiletries and additional items of leather goods. 


10. DUNHILL had a special significance as meaning plaintiff and its 
products before defendant made any use of the word DUNHILL, i.e., before 
August 1923. 


11. Prior to the incorporation of defendant, DUNHILL was a well- 
known trade name and trademark, which meant plaintiff and its products 
to the purchasing public. 


12. From prior to the time of the defendant’s incorporation up to the 
present, DUNHILL has had and now has a special significance to the purchas- 
ing public as meaning plaintiff and its various products. 


13. Plaintiff is the owner of the following registrations for trademarks 
issued by the United States Patent Office: 

DUNHILL, 355,304, March 8, 1938; DUNHILL DOUBLE-CLARO, 356,504, 
April 26, 1938; DUNHILL, 403,585, September 28, 1943. 


14. Plaintiff is the exclusive user in the United States of the follow- 
ing trademarks registered in the United States Patent Office by said Alfred 
Dunhill Ltd., a corporation of Great Britain: 


ALFRED DUNHILL (script), 155,951, June 13, 1922; Design, 203,732, 
September 22, 1925; puNHILL, 403,661, October 5, 1943; DUNHILL, 404,218, 
November 9, 1943; DUNHILL, 406,638, April 11, 1944; ALFRED DUNHILL 
(seript), 419,717, March 5, 1946; ALFRED DUNHILL (script), 421,429, June 
4, 1946; DUNHILL, 527,207, July 4, 1950; DUNHILL, 527,208, July 4, 1950; 
DUNHILL, 534,705, December 12, 1950; DUNHILL, 539,892, March 27, 1951; 
DUNHILL, 540,389, April 3, 1951; DUNHILL DOUBLE-CLARO, 541,949, May 8, 
1951; ALFRED DUNHILL, 634,071, September 4, 1956. 
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15. No one with the name of DUNHILL has ever been connected with 
defendant or with the family of William Block, who incorporated defen- 
dant. 


16. Defendant’s founder, William Block, had before defendant’s incor- 
poration operated businesses with the following names: 
Will Block’s Quality Shop (Mt. Carmel, Pa.) 
William Block Silks (New York, N. Y.) 
Lock-Green Mills, Ine. (New York, N. Y.) 
17. Defendant’s founder, William Block, chose DUNHILL as the domi- 
nant feature of defendant’s corporate name. 


18. The present officers of defendant, and sons of said William Block, 
have operated clothing businesses with the following names: 


Willhouse, Ine. 
Norman Block, Ine. 


19. From the latter part of 1923 to the latter part of 1927, defendant’s 
place of business was located on an upper floor at 230 Fifth Avenue; it 
occupied an upper floor at 39 West 32nd Street from late 1927 to late 
1932; it occupied an upper floor at 1 West 52nd Street from late 1932 to 


November 1955; and from November of 1955 to the present time, defendant 
has occupied the ground floor at 65 East 57th Street; and these places 
are all in the city, county and state of New York. 


20. Defendant applied to the United States Patent Office for the 
registration of DUNHILL as a trademark for men’s suits and overcoats on 
October 16, 1923 under the Trademark Act of 1920, and registration was 
issued under said Act by the Patent Office on October 21, 1924, Registra- 
tion No. 190,787, which registration expired on January 5, 1947. 


21. From 1923 to November 1955, defendant was primarily in the 
clothing business and during part of said time sold certain items inci- 
dentally to the sale of clothing, i.e., haberdashery, such as skirts, under- 
wear, ties, handkerchiefs, gloves, socks, garters, belts and suspenders, 
men’s jewelry, including cuff links and tie bars, scarves, robes, beachwear, 
slippers, and other items worn on the person, umbrellas, wallets and bill- 
folds, luggage, including toilet cases and brief cases, watches and clocks, 
jewel boxes, travelling irons and silent valets. 


26. Prior to and after moving in November 1955 to 65 East 57th 
Street, defendant used DUNHILL in referring to its products, and also used 
DUNHILL in the combination DUNHILL TAILORS in referring to itself and its 
products where TAILORS was less prominent than DUNHILL and where 
TAILORS was inconspicuous. 
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27. Defendant’s purpose in using the word DUNHILL in connection 
with its business at its store at 65 East 57th Street was with the intent and 
for the purpose of trading upon plaintiff’s reputation and good will. 


28. A substantial number of members of the public were confused, 
mistaken or deceived by defendant’s use in its business of the word 
DUNHILL, whether alone or with other language, into the belief that defen- 
dant was plaintiff, or that defendant was a branch of or connected with 
plaintiff and that defendant’s goods were plaintiff’s goods. 


29. Defendant used the word DUNHILL in its business at 65 East 57th 
Street with the purpose, intent and result that a substantial number of 
members of the purchasing public were confused, mistaken or deceived 
into the belief that defendant and its products were plaintiff and its prod- 
ucts or that defendant was a part of or connected with plaintiff. 


30. During the 1930s the scHULTE family had an interest in plaintiff 
and a member of said family, Arthur D. Schulte, was a director of plaintiff 
while he was a customer of defendant and had the opportunity of observing 
whatever goods were displayed for sale by defendant in addition to clothing. 


31. From 1933 for several years, a Schulte corporation was defen- 
dant’s landlord at 1 West 52nd Street. 


32. In 1935, plaintiff knew that defendant was in the tailoring busi- 
ness and defendant knew and had previously known that plaintiff sold at 
retail, a wide variety of items and accessories for men. 


33. From 1950 to 1956, plaintiff’s president was a customer of defen- 
dant and purchased twenty custom-made suits from defendant which 
required numerous fittings at defendant’s place of business and he also 
purchased two neckties from defendant during that time. 


34. As plaintiff’s president, he sold to defendant’s officers for their 
personal use various DUNHILL lighters, he sold to defendant fifteen pairs 
of DUNHILL cuff links for resale by defendant, and he offered to defendant 
for resale DUNHILL men’s toiletries. 


35. Plaintiff had actual knowledge of defendant’s use of the word 
DUNHILL since at least the year 1933, when Arthur D. Schulte became a 
customer of defendant and when a corporation controlled by David A. 
Schulte, then president of plaintiff, became defendant’s landlord. 


36. Plaintiff never notified defendant of plaintiff’s alleged rights 
respecting the use of the word DUNHILL and defendant’s alleged violations 
thereof until shortly before or after Christmas 1956. 


37. Since at least the year 1933, there has been close and friendly 
relations between defendant and representatives of plaintiff. 
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38. The acts and conduct of the representatives of plaintiff amounted 
to an implied assurance to defendant that it might continue the sale of 
such articles as men’s clothing, men’s jewelry, toiletries, flat leather goods, 
luggage and haberdashery, including a silent valet. 


Be 


39. The evidence establishes some confusion. Defendant, by its attor- 
ney, has offered that in making use of the word DUNHILL in connection with 
the sale and for advertising of the foregoing products, that defendant add 
the word TAILORS as prominently as the word DUNHILL is displayed. 


40. Plaintiff is a Delaware corporation. 
41. Defendant is a New York corporation. 
42. The amount in controversy, exclusive of interest and costs, exceeds 
$3,000.00. 
CONCLUSIONS OF Law 


1. This is a civil action for trademark infringement and unfair com- 
petition brought under the Trademark Laws of the United States (Trade- 
mark Act of July 5, 1946, 15 U.S.C. See. 1051 et seq.), under 28 U.S.C. 
Sec. 1338, and by virtue of diversity of citizenship of the parties and the 
amount in controversy. 


2. This Court has jurisdiction of the parties and the subject matter 
of the action. 


3. DUNHILL was a good and valid common law trademark for tobacco 
products, smokers’ articles, men’s jewelry, including cuff links, tie bars, 
key chains, pocket knives and dress sets, flat leather goods, including 
wallets, billfolds, key cases and passport cases, canes and umbrellas, golf 
balls, razors, clocks, desk sets, playing cards and bridge sets, mahjong sets, 
silver tea sets, tea caddies, bar fixtures and accessories, luggage, including 
brief cases, travel cases and toilet cases, and other items of various descrip- 
tions prior to 1923 and meant to the purchasing public the goods sold by 
plaintiff. 


4. DUNHILL was a good and valid common law trade name prior to 
1923 and meant plaintiff to the purchasing public. 


5. DUNHILL has continued to be, from 1923 to date, and now is a good 
and valid common law trademark in the United States for such products 
then sold by plaintiff and for additional items, toiletries, haberdashery and 
leather goods as have from time to time been added to the lines of goods 
sold by plaintiff. 


6. DUNHILL has continued to be, from 1923 to date, and now is a good 
and valid common law trade name of plaintiff. 
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7. The following United States trademark registrations are all good, 
valid and outstanding: 


ALFRED DUNHILL (script), 155,951, June 13, 1922; Design, 203,732, 
September 22, 1925; DUNHILL, 355,304, March 8, 1938; DUNHILL DOUBLE- 
CLARO, 356,504, April 26, 1938; DUNHILL, 403,585, September 28, 1943; 
DUNHILL, 403,661, October 5, 1943; DUNHILL, 404,218, November 9, 1943; 
DUNHILL, 406,638, April 11, 1944; ALFRED DUNHILL (script), 419,717, March 
5, 1946; ALFRED DUNHILL (script), 421,429, June 4, 1946; DUNHILL, 527,207, 
July 4, 1950; DUNHILL, 527,208, July 4, 1950; DUNHILL, 534,705, December 
12, 1950; DUNHILL, 539,892, March 27, 1951; pUNHILL, 540,389, April 3, 
1951; DUNHILL DOUBLE-CLARO, 541,949, May 8, 1951. 


8. By its use of DUNHILL in the advertising and sale of its goods, 
defendant has infringed plaintiff’s trademark and trade name DUNHILL. 


9. By its use of DUNHILL in the advertising and sale of its goods, 
defendant has competed unfairly with plaintiff. 


10. The pleadings of each of the parties in this civil action respec- 
tively claim that there is likelihood of confusion, mistake and deception 
of the public by the use of DUNHILL by the other party; and since plaintiff 
has proven that members of the public have in fact been confused, mis- 
taken and deceived by defendant’s use of DUNHILL into the belief that 
defendant and its products are plaintiff and its products and that defen- 
dant is connected with plaintiff, defendant is guilty of trademark and trade 
name infringement and unfair competition with plaintiff. 


11. Defendant’s use of DUNHILL in its business constituted intentional 
infringement of plaintiff’s trademark and trade name DUNHILL and inten- 
tional unfair competition with plaintiff. 


12. Plaintiff is entitled to an injunction against defendant’s use of 
DUNHILL either alone or in combination with other words or symbols in its 
corporate name, as a trademark, or on or in connection with the advertis- 
ing, promotion, packaging, labelling, offering for sale or sale of any 
products whatsoever, or in any other manner whatsoever, with the follow- 
ing exception: 


13. In view of what has almost been cooperation between plaintiff 
and defendant in the latter’s use of DUNHILL, plaintiff’s long knowledge of 
defendant’s use of its corporate and trade name, the close and friendly 
contact between representatives of plaintiff and defendant, and the facts 
that a Schulte who was a director of plaintiff was simultaneously a customer 
of defendant and that the Schultes were defendant’s landlord at one time, 
that plaintiff’s president was for seven years a clothing customer of defen- 
dant and also bought two ties from defendant and is presumed to have 
seen haberdashery on display at defendant’s place of business, and that 
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plaintiff’s president sold DUNHILL jewelry and offered DUNHILL toiletries to 
defendant for resale, there was an implied assurance by plaintiff to defen- 
dant that defendant might continue the sale under the name it was then 
using, i.e., DUNHILL TAILORS, of the following products for men, as such 
products are defined and set forth in the findings of fact: clothing, 
jewelry, toiletries, haberdashery, flat leather goods, luggage and silent 
valets; provided, however, that whenever defendant so makes any use of 
DUNHILL TAILORS, the word TAILORs shall always be horizontally juxtaposed 
to DUNHILL and shall always be in the same form, font, style, size, color, 
and as prominent as DUNHILL, and provided further that defendant shall 
not use DUNHILL TAILORS in lower case. 


14. The counterclaim is dismissed. 
15. Plaintiff shall recover no profits or damages from defendant. 


16. Each party shall pay its own costs. 


FINAL JUDGMENT 


This civil action having been commenced on April 18, 1957, and 
having come on to be heard by the Court sitting without a jury, on June 
3, 4, 5, 6, 9, 10 and 11, 1958, inclusive, on the complaint, amended answer 
and counterclaim, and trial having been had and testimony and proofs 
of both parties having been taken, and arguments having been presented 
and briefs filed, and plaintiff having been represented by Leslie D. Taggart 
and George P. Kramer, Esqs., of Watson, Leavenworth, Kelton & Taggart 
and defendant having been represented by Daniel A. Shirk, Daniel Waxman 
and Matthew T. Abruzzo, Jr., Esqs., and due deliberation having been 
had thereon, and on oral opinion having been rendered on June 11, 1958, 
it is hereby 


ORDERED, ADJUDGED AND DECREED: 


1. The Court has jurisdiction of this civil action for trademark 
infringement and unfair competition under the Trademark Laws of the 
United States and by virtue of diversity of citizenship and the amount in 
controversy. 


2. Since prior to defendant’s incorporation and commencement of 
business, DUNHILL has been and now is plaintiff’s trade name and its trade- 
mark for a wide variety of products. 


3. The following United States trademark registrations are good, 
valid and outstanding: 
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Mark Registration Issued 


ALFRED DUNHILL (script) 155,951 June 13, 1922 
Design 203,732 September 22, 1925 
DUNHILL 355,304 March 8, 1938 
DUNHILL DOUBLE-CLARO 356,504 April 26, 1938 
DUNHILL 403,585 September 28, 1943 
DUNHILL 403,661 October 5, 1943 
DUNHILL 404,218 November 9, 1943 
DUNHILL 406,638 April 11, 1944 
ALFRED DUNHILL (script) 419,717 March 5, 1946 
ALFRED DUNHILL (script) 421,429 June 4, 1946 
DUNHILL 527,207 July 4, 1950 
DUNHILL 527,208 July 4, 1950 
DUNHILL 534,705 December 12, 1950 
DUNHILL 539,892 March 27, 1951 
DUNHILL 540,389 April 3, 1951 
DUNHILL DOUBLE-CLARO 541,949 May 8, 1951 


4. By its use of DUNHILL in its business, defendant has infringed 
plaintiff’s trade name and trademark DUNHILL and has competed unfairly 
with plaintiff. 


5. Defendant’s use of DUNHILL in its business was with the intent 
and for the purpose of causing confusion, mistake or deception of the 
public and the result of defendant’s use of DUNHILL has been that the 


public has been confused, mistaken and deceived. 


6. Defendant and its officers, directors, servants, agents and employees 
and any and all persons acting by or under its authority or in privity 
with it are hereby permanently enjoined from using DUNHILL either alone 
or in combination with other words or symbols in its corporate name, as 
a trademark, or on or in connection with the advertising, promotion, 
packaging, labelling, offering for sale or sale of any products whatsoever, 
or in any other manner whatsoever, with the following exception: 

That defendant may use the words DUNHILL TAILORS on or in connec- 
tion with the advertising, offering for sale and sale, including use in its 
corporate title, of the following products for men, as such products are 
defined in the Findings of Fact filed herein, namely, clothing, jewelry, 
toiletries, haberdashery, flat leather goods, luggage and silent valets; 

Provided, however, that when defendant so makes any use of DUNHILL 
TAILORS, the word TaiLors shall always be horizontally juxtaposed to 
DUNHILL and shall always be in the same form, font, style, size and color 
and as prominent as DUNHILL, and provided further that defendant shall 
not use DUNHILL TAILORS in lower case type. 


7. Defendant’s counterclaim is dismissed. 
8. Plaintiff shall recover no profits or damages from defendant. 


9. Each party shall pay its own costs. 
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10. That the defendant is hereby given permission to sell or dispose 
of whatever products it now has on hand even though they may not fall 
into any of the above classes of goods and the defendant is hereby 
given further permission to use up its present supply of boxes, labels, 
wrappings, dress and advertising matter until said supplies shall have 
been exhausted. 


CARPET CITY, INC. v. CARPET LAND, INC. et al. 
No. 37818 — Oklahoma Sup. Court-— September 23, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

One who conducts a particular business may appropriate to its exclusive use as 
a trademark or name that which has not been so appropriated by another; however, 
it cannot exclusively appropriate designation which relates only to name, quality or 
description of thing or business or place where thing is produced or business 
carried on. 

CARPET is generic term which may not be appropriated exclusively so that use of 
term in itself would make it unfair competition for competitor in same locality to 
adopt it as part of its trade name. 

Practices between competitive businesses that tend to lead to unfair competition 
will not be permitted; competitor will not be permitted to use even a generic term 
in conjunction with other terms which serve to confuse identity of its business with 
that of another. 


Action by Carpet City, Inc. v. Carpet Land, Inc., and Malon Alverson 
for unfair competition. Plaintiff appeals from Oklahoma District Court, 
Tulsa County from judgment for defendant. Affirmed. 


Milsten, Milsten & Morehead, of Tulsa, Oklahoma, for plaintiff in error. 
R. M. Cowen, of Tulsa, Oklahoma, for defendants in error. 


Corn, Justice. 

In 1947, CARPET CITY, INC., was duly incorporated for the purpose of 
carrying on the business of selling carpets and rugs with its principal place 
of business in the City of Tulsa. Later places of business were established 
by it in the cities of Bartlesville and Enid. Although it was separately 
incorporated a place of business was also established in Oklahoma City. 

Over the period of years from the date of its creation large sums of 
money were expended in its advertising programs. Its volume of sales is 
large. 

For several years Malon Alverson was employed by it in various 
parts of its organization. He became well versed in the method of operation. 

In the early part of the year 1955 he resigned from such employment. 
For approximately the next six months he was a traveling salesman cover- 
ing Oklahoma and Texas. In December, 1955, he determined to open his 
own carpet and rug business in the City of Tulsa. He incorporated under 
the name of CARPET LAND, INC. The location of the business was several 
miles from the location of CARPET CITY, INC. 
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At or about the time CARPET LAND, INC., opened for business Mr. 
Alverson called his former employer and advised that the business was 
being opened and under what name. A few days later Mr. Davidson, 
president of Carpet City, Inc., called Mr. Alverson and requested that the 
name be changed. Other conferences were held including consultation with 
their respective attorneys. Mr. Alverson refused to change the name of 
the business. 

On or about February 10, 1956, Carpet City, Inc. as plaintiff, filed 
this action against Carpet Land, Inc., and Malon Alverson, as defendants 
alleging that the adoption of such name, design and symbol was a fraud 
upon the plaintiff and was intended to lead the public to believe that in 
dealing with defendant company it was dealing with plaintiff and avail 
itself of plaintiff’s advertising, and by defendant Alverson’s knowledge 
of plaintiff’s business methods secure an unfair advantage; that the damage 
caused thereby was hard to ascertain but if permitted the future damage 
would be irreparable. It sought a permanent injunction restraining defen- 
dants from carrying on a carpet and rug business under the name of 
CARPET LAND, INC., in plaintiff’s trade area. 

Defendants denied each and every allegation and specifically denied 
that the similarity of the names would confuse the public or that its symbol 
was similar to the design or symbol of plaintiff. It then specifically denied 
that plaintiff had suffered any damage thereby. 

The evidence on behalf of plaintiff disclosed the extensive advertising 
by plaintiff; that on at least two or three occasions samples for the defen- 
dant Carpet Land, Inc. were sent to its address; that some of the friends 
of the president, Mr. Davidson, upon seeing the sign CARPET LAND, INC. 
asked if it was plaintiff’s business; that on at least one occasion someone 
called at its office asking to speak to Mrs. Alverson, the wife of the defen- 
dant; that through advertising and other media it had developed an 
extensive carpet and rug business; that it was not the exclusive dealer for 
most of the rug manufacturers; that its business had been affected by the 
name of the defendant even though, during the period in question, plain- 
tiff’s business had shown an increase; that defendant Alverson had stated 
that Mr. Davidson had requested the name be changed, but defendant 
figured he would be entitled to $4,000 for so doing; that defendant wanted 
to use the similar name because some people might be confused and he, 
Alverson, would get a little business that way. 

The various exhibits introduced showed the design and symbols as 
well as the type of printing of both companies. The name of plaintiff was 
superimposed on an unrolled rug. The name of the defendant was super- 
imposed on a scroll. The printing was similar. 

The evidence on behalf of defendant indicates that there was no confu- 
sion ; that defendant Alverson got his idea for the name used while traveling 
in Texas; that the idea for the type of lettering and the scroll on which 
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the name was superimposed was from a Disneyland book; that he, Alverson, 
did not state he was attempting to get damages from plaintiff to get the 
name changed; that there had been no attempt to confuse customers; that 
its business was carried on from samples since it had only limited capital. 

It was further disclosed that after Mr. Davidson’s complaint defendant 
Alverson caused a sign to be placed in the window advising the public that 
the store was connected with no other store. 

The trial court entered judgment for the defendants. The plaintiff 
has duly perfected its appeal to this court. 

It is contended that the judgment of the trial court was against the 
clear weight of the evidence. In this connection it is contended that defen- 
dant Alverson, a former employee in a managerial position for plaintiff, 
went into the same business, adopting a trade name and design calculated 
to mislead and confuse the public, and that plaintiff is entitled to an injunc- 
tion enjoining defendant from the simulation of its trade name. 

One who conducts a particular business may appropriate to its exclu- 
sive use as its trademark or name some symbol or name which has not been 
so appropriated by another; however, it cannot exclusively appropriate any 
designation or part of a designation which relates only to the name, quality 
or description of the thing or business or the place where the thing is 
produced or the business carried on. O.K. Bus & Baggage Co. v. O.K. 
Transfer & Storage Co., 63 Okla. 311; Coalgate Abstract Co. v. Coal County 
Abstract Co., 180 Okla. 8, 33 USPQ 285 (27 TMR 381) ; Poulos v. Carter 
et al., 200 Okla. 325, 77 USPQ 515 (38 TMR 779). 

“Carpet” is a generic term applicable to all in the same business and 
may not be appropriated by one person or firm exclusively so that the use 
of the term in itself would make it unfair competition for a competitor in 
the same locality to adopt it as part of its trade name. 

Practices between competitive businesses that tend to lead to unfair 
competition will not be permitted. Neither will a competitor be permitted 
to use even a generic term in conjunction with other terms, designs or 
symbols which serve to confuse the identity of its business with that of 
another so as to mislead the public and divert business from its competitor 
to it. However, the trade name, design or symbol used must be such that 
the ordinary buyer, exercising ordinary intelligence and observation in 
business matters, will certainly or probably be deceived, a mere possibility 
of deception and confusion being insufficient. Coalgate Abstract Co. v. 
Coal County Abstract Co., supra; Stillwater Milling Co. v. Eddie, 188 Okla. 
234; O.K. Bus & Baggage Co. v. O.K. Transfer & Storage Co., supra; 
Poulos v. Carter, supra. Of course, if the use of the trade name, design 
or symbol in itself is not objectionable as unfair competition but is coupled 
with overt acts or conduct by the use of which the competitor intended 
to mislead and deceive the public as to the identity of the two places of 
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business a court of equity will enjoin its use as an infringement on the 
right of the first user. 

Applying the foregoing rules to the facts in this case hereinbefore 
detailed, suffice it is to say that the judgment of the trial court denying the 
plaintiff relief is not against the clear weight of the evidence. 

In view of the settled law in this jurisdiction in such cases, the cases 
for the other jurisdictions cited by plaintiff are informative but not con- 
trolling. 

Judgment affirmed. 


WE cH, Chief Justice, and HALLEY, JoHNSON, WILLIAMS, and CARLILE, 
Justices, concur. BLACKBIRD and JACKSON, Justices, dissent. 


NATIONAL COOPERATIVES, INC. et al. v. 
PETROLEUM CO-OP SYSTEM, INC. et al. 


No. IP 58-C-24 —D. C., S. D. Ind. Indianapolis Div. — November 12, 1958 


CouRTS—J URISDICTION 
CouRTS—MOTION 
Action for trademark infringement, and defendants move to dismiss amended 
complaint on grounds that court lacks jurisdiction since infringing use by defen- 
dants was not interstate use, and for the dropping of a party plaintiff as not the 
registrant. 
Defendants’ sale of petroleum products at wholesale and retail intrastate under 
make CO-OP constitutes a use of plaintiffs’ trademark. Cases which require use of 
a mark in commerce to qualify for registration not applicable to infringing use 
where question is injury to plaintiffs’ interstate business and licensee has sufficient 
interest in trademark to maintain action for infringement. Motions denied. 


Action by National Cooperatives, Inc., Indiana Farm Bureau Coopera- 
tive Association, Inc., and Marion County Farm Bureau Cooperative Asso- 
ciation, Inc. v. Petroleum Co-Op System, Inc., Charles G. Grimes, Marjorie 
F. Grimes, and Lloyd D. Newlin for trademark infringement. Defendants 
move to dismiss complaint and drop parties plaintiff. Motions overruled. 


Paul W. Marrs, of Indianapolis, Indiana (Irving M. Tullar, Edward B. 
Beale, Henry W. Leeds, and Beale & Jones, of Washington, D. C., of 
counsel), for plaintiffs. 

Lockwood, Galt, Woodard & Smith and Harold R. Woodard, of Indian- 
apolis, Indiana, for defendants. 


STECKLER, Chief Judge. 

This cause comes before the court upon two separate motions of the 
defendants which were filed in this court on July 18, 1958. The one motion 
asks the court to dismiss plaintiffs’ amended complaint. The other asks for 
an order dropping plaintiffs’ Indiana Farm Bureau Cooperative Associa- 
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tion, Inc. and Marion County Farm Bureau Cooperative Association, Inc. 
from the case. Oral argument has been requested with respect to each 
motion. 

Both motions have been thoroughly briefed by counsel for the respec- 
tive parties. Due to this thorough briefing and the court’s independent 
research, the court is convinced that little could be gained from oral argu- 
ments on these motions. Accordingly, both requests for oral argument are 
denied. 

Defendants’ motion to dismiss is directed at both counts of the amended 
complaint. With respect to Count II, defendants’ instant motion is iden- 
tical to their motion to dismiss filed with respect to the original complaint, 
which motion was sustained by the court in an entry dated June 6, 1958. 
With regard to that motion, plaintiffs’ counsel conceded that Count II 
of the original complaint was pendent upon Count I of the original com- 
plaint; that if jurisdiction existed with regard to Count I then it existed 
with regard to Count II. Consequently, the court, in its entry of June 6, 
1958, confined its attention to the allegations of the motion to dismiss which 
were directed at Count I of the original complaint. Since the amended 
complaint is substantially the same as the original complaint in that 
Count II thereof is, for jurisdictional purposes, pendent upon Count I, 
the court’s deliberations with respect to the instant motion are confined 
to the allegations made with respect to Count I of the amended complaint. 

With respect to Count I, defendants allege that the amended complaint 
“affirmatively shows that this court has no jurisdiction over the action 
since the alleged infringing use by defendants did not take place in com- 
merce which may lawfully be regulated by Congress but instead was wholly 
intrastate in character without substantial effect on interstate commerce.” 
Thus the question presented is whether defendants’ operation of gasoline 
service stations and business of selling petroleum products at the wholesale 
and retail level under the designation co-op constitutes a use of plaintiffs’ 
trademark “in commerce” within the terms of the Lanham Act. 

The court has read all the cases cited by defendants in support of 
their motion. Those cases hold that if the service for which a registered 
mark is sought is not “in commerce,” the mark does not qualify for regis- 
tration. Said cases all involved services for which registered trademarks 
were sought. The issue in each was whether the service involved was “in 
commerce” in the sense necessary to qualify it for a registered trademark. 
Thus a distinction exists between those cases and the instant case. In the 
instant ease, tangible products are involved and the issue is whether defen- 
dants’ alleged use of a mark was an infringing use. In such eases, unlike 
the registration cases, the question is not whether defendants’ business was 
or was not interstate in character. The issue is whether defendants’ use 
of the mark in question did injury to plaintiffs’ interstate business. Dad’s 
Root Beer Co. v. Doe’s Beverages, 193 F.2d 77, 91 USPQ 306 (42 TMR 306) 
(8 Cir. 1951) ; Lyon v. Quality Courts Umted, 249 F.2d 790, 795, 115 USPQ 
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300, 303 (48 TMR 477) (8 Cir. 1957). See also Pure Foods v. Minute Maid 
Corp., 214 F.2d 792, 102 USPQ 271 (44 TMR 1408) (8 Cir. 1954). Conse- 
quently, the court is of the opinion that the cases cited by defendants are 
not applicable to the instant case. 

The case of Pure Oil Co. v. Paragon Oil Co., 117 USPQ 321 (48 TMR 
1117) (N.D. Ohio 1958), appears to be more in point with the instant case 
insofar as the facts are concerned. Although the opinion does not deal with 
the precise question confronted here, the court’s jurisdiction was sustained. 
The case of Pure Oil Co. v. Puritan Oil Co., 127 F.2d 6, 52 USPQ 600 (33 
TMR 183) (2 Cir. 1942), likewise appears to be somewhat in point with 
the instant case so far as the facts are concerned. There the court, speaking 
through Judge Learned Hand, indicated by way of a dictum that a theory 
similar to the one presented in the instant case was not implausible under 
the Trade Mark Act of 1905. 

For the above reasons, the court is of the opinion that the law is with 
the plaintiffs and that defendants’ motion to dismiss should be and the 
same is hereby overruled. 

Defendants’ motion to drop parties plaintiff is based upon the conten- 
tion that 15 USCA §§ 1114, 1116, 1117, limit a right of action for infringe- 
ment to the registrant of the mark only. Plaintiffs, on the other hand, 
contend that Indiana Farm Bureau Cooperative Association, Inc., and 
Marion County Farm Bureau Cooperative Association, Inc. are directly 
and indirectly members of National Cooperatives, Inc. and therefore have 
equitable rights in the trademark in question which qualify them as proper 
parties. 

The court is of the opinion that Indiana Farm Bureau Cooperatives, 
Inc. and Marion County Farm Bureau Cooperatives, Inc. each occupy a 
status analogous to that of a license insofar as the mark in question is 
concerned. It has been held that an exclusive licensee has an interest in 
a trademark that entitles him to maintain an action for infringement and 
for unfair competition. Browne-Vintners Co. v. National D. & C. Corp., 
151 F.Supp. 595, 114 USPQ 483 (48 TMR 28) (S8.D.N.Y. 1957). By 
analogy, it follows that all three plaintiffs in this cause have sufficient 
interests involved to entitle them to maintain the instant action. 

The motion to drop parties plaintiff is overruled. 
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INTERNATIONAL FREE AND ACCEPTED MODERN MASONS 
et al. v. MOST WORSHIPFUL PRINCE HALL GRAND LODGE 
FREE & ACCEPTED MASONS OF KENTUCKY et al. 


Kentucky Court of Appeals — November 14, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Right of fraternal order to protection of misappropriation or misrepresentation 
is well recognized. 

Where right to use trade name is abandoned, first to reappropriate name 
acquires priority. 

MOST WORSHIPFUL PRINCE HALL GRAND LODGE & ACCEPTED MASONS OF KENTUCKY 
enjoins INTERNATIONAL FREE AND ACCEPTED MODERN MASONS from use of Masonic 
name and ceremonial indicia. 


Action by Most Worshipful Prince Hall Grand Lodge Free & Accepted 
Masons of Kentucky et al. v. International Free and Accepted Modern 
Masons et al. for unfair competition. Defendants appeal from Jefferson, 
Kentucky, Circuit Court, Chancery Branch, Second Division from judg- 
ment for plaintiffs. Affirmed. 


James A. Crumlin, of Louisville, Kentucky, and Jesse E. Williams, of 
Detroit, Michigan, for appellants. 
Henry J. Tilford and Charles W. Dobbins, of Louisville, Kentucky, for 


appellees. 


STANLEY, Commissioner. 

On the complaint of the appellees, Most Worshipful Prince Hall Grand 
Lodge Free & Accepted Masons of Kentucky, the trial court enjoined 
the appellant, International Free and Accepted Modern Masons, and its 
representatives by name and all others 


“(1) From establishing or conducting lodges of Masons or auxili- 
aries thereof within the State of Kentucky wherein the words rREE AND 
ACCEPTED MASONS, or the words MASONIC LODGE, or the word MASON or 
a colorable imitation thereof are used in any manner whatsoever ; 


“(2) Within the State of Kentucky, from holding forth or stating 
that the defendant, International Free and Accepted Modern Masons, 
is a grand lodge of Free and Accepted Masons and from using or 
employing rituals, ceremonies, names, insignia, emblems, badges, sym- 
bols, signs, paraphernalia, or designations of an organization of 
Masons; and from using or attempting to use any of the secret work 
or formulas of the plaintiff, Most Worshipful Prince Hall Grand Lodge 
Free and Accepted Masons of Kentucky, or the subordinate lodges 
chartered and established under its jurisdiction, and from using or 
displaying any insignia, emblems, badges, symbols, signs and para- 
phernalia of the plaintiff Grand Lodge or the subordinate lodges estab- 
lished and chartered by it.” 


For convenience and brevity, the appellants will hereinafter be referred 
to as “International Masons” and the appellees as “Prince Hall Masons.” 
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The case has been and is to be decided under the doctrine of unfair 
competition, a term which through the development of the law has, in 
many applications, become a misnomer. The application here is of a funda- 
mental principle of protection from misappropriation or misrepresentation 
through unprivileged imitation of a name and of emblems and insignia. 
The right of a fraternal order to this protection is well recognized. Cres- 
well v. Knights of Pythias, 225 U.S. 246, 32 S.Ct. 822, 56 L.ed. 1074; Grand 
Lodge I.B.P.0. Elks v. Grand Lodge I.B.P.0. Elks of the World, 50 F.2d 
860; Nims, Unfair Competition and Trademarks (4th Ed.), § 86; 10 C.J.S., 
Beneficial Associations, § 12. We have a statute imposing a penalty upon 
any person who willfully wears the badge of Masons or other named organi- 
zations without being entitled to wear it. KRS 434.060(2). Here, priority 
of origin and incorporation in Kentucky and in territorial use, as well as 
confusion and misrepresentation, are the bases of the exclusive right claimed 
and adjudged to belong to the appellees, Prince Hall Masons. 

As is well-known, the order of Free and Accepted Masons is an ancient 
and honorable secret fraternity. Its origin is lost in antiquity. The Masonic 
legend is that it began with the craftsmen at the building of King Solomon’s 
Temple. Documentary rolls and other records, still preserved, of the Four- 
teenth Century and later centuries prove the establishment and continuity 
of Masonic lodges at least from such times down to the establishment of 
the premier Grand Lodge of England in 1717. From that time previously 
separate lodges became subordinate affiliates of Grand Lodges. All regular 
grand and subordinate lodges throughout America, directly or indirectly, 
have sprung from this mother grand lodge.* 

A brief history of Freemasonry among colored people in America, as 
shown in this record and by historical references and in several judicial 
opinions, seems appropriate. 

Prince Hall, a free Negro, a native of Barbados, West Indies, became 
a worthy resident of Massachusetts. He knocked and the door of Masonry 
was opened to him by a British Military Lodge in Boston in the year 1775. 
He was the first man of African descent to become a Master Mason in 
America. Hall became a Revolutionary War patriot, receiving recognition 
from General Washington and other leaders. After the war, Hall and 
his brethren were refused a charter by the Provincial Grand Lodge of 
Massachusetts because of their race. Upon their application, the Grand 
Lodge of England, “under authority of His Royal Highness, Frederick, 
Duke of Cumberland, Grand Master of the Most Ancient and Honorable 
Society of Free and Accepted Ancient Masons,” granted them a charter on 
September 29, 1784, under the name of African Lodge No. 459, to be opened 
in Boston. That was done in May, 1787. Later, African Lodge No. 459 
declared itself to be a Grand Lodge with jurisdiction throughout the United 


1. Encyclopedia Britannica, “Freemasonry.” 
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States, and the Grand Lodge of England granted a patent or provincial 
powers to the African Lodge as such. After the death of Prince Hall in 
1807, the colored Masonic grand lodges changed their names in his honor 
and many succeeding lodges have adopted it. 

As time went along, Prince Hall Grand and subordinate lodges of 
colored Masons were chartered and organized throughout the United States, 
Canada and other countries, all of them springing from African Lodge 
No. 459. These historical facts are more or less confirmed by several judicial 
opinions. See, Prince Hall Grand Lodge of F. & A. Masons v. Most Wor- 
shipful King Solomon Grand Lodge, A. F. & M. (Colored), 62 N.M. 255, 
308 P.2d 581; Most Worshipful Widows’ Sons Grand Lodge of Ancient 
F. & A. Colored Masons of Pennsylvania v. Most Worshipful Prince Hall 
Grand Lodge of F. & A. Masons of Pennsylvania, 160 Pa. Super. 595, 52 
A.2d 333; Most Worshipful Prince Hall Grand Lodge, Free & Accepted 
Masons, of Georgia v. Supreme Grand Lodge, Modern Free & Accepted 
Colored Masons of the World, 105 F. Supp. 315, 92 USPQ 406. 

According to the record in this ease and “Official History of Free- 
masonry among Colored People in North America,” by Wm. G. Grimshaw, 


“In the year 1850 Brother R. H. Greaves, Deputy Grand Master 
of the Grand Lodge of the State of Ohio and its jurisdiction thereunto 
belonging, warranted and established Mount Moriah Lodge No. 6, 
F. & A. M., now No. 1, located in the City of Louisville, Ky. This was 
the first Lodge organized in the State. Owing to the fact that this 
organization occurred during slavery times, none but free men were 
made Masons.” 


The individual appellees have joined in the prosecution of the present 
suit on behalf of all members of Mount Moriah Lodge No. 1, F. & M. 

In 1867 Mount Moriah and two other lodges in Kentucky, which had 
also been chartered by the Ohio jurisdiction, established in accordance with 
the rules and practices of Freemasonry, “The Grand Lodge of Free and 
Accepted Masons of Colored Men of the State of Kentucky.” It was incor- 
porated in Kentucky on January 11, 1901, and by amendment of its articles 
of incorporation in January, 1951, changed its name to the present name 
of MOST WORSHIPFUL PRINCE HALL GRAND LODGE, F. & A. M. OF KENTUCKY.’ 
As such Grand Lodge, it has chartered ninety-two subordinate lodges in 
the State. The evidence submitted as the basis of the summary judgment 
herein is in full accord with the foregoing historical narrative. 

Thus, the appellees trace their origin and continuity in Kentucky as 
legitimate Masonic bodies for a period of more than 107 years. 

On the other side of the case, International Lodge, and the individual 
co-appellants have contended they are legitimate and honorable Freemasons 
and had a Kentucky source earlier than that of the appellees. International 





2. The use of the name Prince Hall among colored Masons seems to be general 
throughout the country. 
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Lodge was incorporated in Delaware in the year 1950, but its headquarters 
are in Detroit, Michigan. 

William Banks, who is “The Supreme Grand Master” of International 
Lodge, deposed that his organization was in existence long before Prince 
Hall Lodge was organized in Kentucky or any other state; that Inter- 
national had its origin in England in 1716, while Prince Hall Lodge de- 
veloped “as a renegade from a legitimate lodge of Masons in Virginia.” 
No authority is given to sustain this broad statement, and it is denied of 
record. 

In rebuttal, the affidavit of Harry A. Williamson, an outstanding 
historian of Negro Masonry, describes the lineage of Prince Hall Grand 
Lodge as above outlined. He adds that after the organization of the first 
Grand Lodge of Masonry in England in 1717, a new grand lodge was 
organized there in 1751, and in order to distinguish itself from the original, 
it adopted the name, THE ANCIENT GRAND LODGE OF ENGLAND and referred 
to the older body as MODERN. The two lodges, however, merged in 1813, 
and the word MODERN disappeared from the legitimate masonry vocabulary. 
This is recounted in Most Worshipful Widows’ Sons Grand Lodge of 
Ancient Free and Accepted Colored Masons of Pennsylvania v. Most Wor- 
shipful Prince Hall Grand Lodge of Free and Accepted Masons of Pennsyl- 
vania, 160 Pa. Super. 595, 52 A.2d 333. The reoccurrence of the use of 
the word MODERN was in 1950 with its adoption as part of International’s 
name. Other Masonic historians deposed likewise. 

As to the Kentucky lineage and operation, Banks recited in his affidavit 
that he was initiated in St. John Masonic Lodge in 1925 in Geneva, Ken- 
tuecky (a hamlet in Henderson County), and his father had been initiated 
in the same lodge about the year 1901. His grandfather, Mitchell Banks, 
who was a mulatto, had some half-brothers who were white Masons; and 
since he could not be accepted in a white lodge, his half-brothers had 
helped him to set up a Negro Masonic lodge.* Banks left Kentucky at an 
undisclosed time and moved his membership from lodge to lodge. He 
states his “lodge” at Geneva, Kentucky, “ceased to operate,” but does not 
give the date. There is nothing in the record to show any connection of 
this reported organization and the appellants. In 1939 Banks, in protest 
of certain practices of his Detroit lodge, left it and became the head of 
MODERN FREE AND ACCEPTED COLORED MASONS at the request of a man who 
had been its head for 35 years. The name was changed in 1950 to the present 
name of International Free and Accepted Modern Masons. As the chan- 
eellor observed: “It is appropriate to infer from Mr. Banks’ affidavit that 
for a considerable period of years there was no activity in Kentucky either 
by the defendant or by any claimed predecessors.” 





3. The court may not take judicial notice that this was illegal according to ancient 
Masonic law, and neither the “lodge” nor its members really became Masons. 
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In 1953 and afterward International Grand Lodge established several 
subordinate lodges in Louisville and Covington. 


In summary, the appellees establish a legitimate Masonic lineage and 
continuous operation of Mt. Moriah lodge in Kentucky from 1850, and the 
appellee, Prince Hall Grand Lodge, from 1867. The appellants establish 
an origin and lineage that is at most of dubious legitimacy. If the dubious- 
ness and clandestine character be overlooked, it is quite certain that the 
questionable Kentucky lodge which Banks says his grandfather organized 
and of which he was a member in Geneva, Kentucky, soon died or “ceased 
to operate,” as he says. If for the sake of argument we disregard the 
absence of any resurrection and any connection, the appellants run up 
against one of the principles of the doctrine of unfair competition that 
where a right to use a trade name is abandoned or forfeited, the first to 
reappropriate the name acquires priority, Nims, Unfair Competition and 
Trademarks, § 408; 10 C.J.S., Beneficial Associations, §13; 87 CJ.S., 
Trademarks, etc., § 30. 


Implicit in the foregoing historical treatise upon the point of priority 
of use of the names is the idea of confusion. We consider that matter of 
confusion more particularly. 


The appellant Grand Lodge is known, as stated, as INTERNATIONAL FREE 
AND ACCEPTED MODERN MASONS. The name of the appellee grand lodge is 
THE PRINCE HALL FREE AND ACCEPTED MASONS. It is largely a matter of 
impression or mental reaction whether under the circumstances there is 
such similarity of names and symbols as is likely to confuse and deceive 
persons with whom the particular organizations of like character deal con- 
cerning the identity of the respective organizations. Grand Lodge of Im- 
proved, Benevolent and Protective Order of Elks of the World v. Grand 
Lodge, Improved, Benevolent and Protective Order of Elks of the World, 
50 F.2d 860; 87 C.J.S., Trademarks, ete., §§ 69, 70. Cf. Churchill Downs 
Distilling Co. v. Churchill Downs, 262 Ky. 567, 90 S.W.2d 104; and 
U-Drive-It Co. v. Wright & Taylor, 270 Ky. 610, 110 S.W.2d 449. The 
cardinal and characteristic words in the names of both of these parties are 
FREE AND ACCEPTED MASONS, the foremost descriptive word being MASONS. 
The term and what it signifies is the most valuable asset of the Prince Hall 
Lodge, which it has sought to protect. This distinctive character in names 
was recognized in Prince Hall Grand Lodge of Free and Accepted Masons, 
etc. v. Most Worshipful King Solomon Grand Lodge, A.F. & A.M. 
(Colored), etc., 62 N.M. 255, 308 P.2d 581, as being so strikingly similar 
as to cause confusion, tend to deceive the public and to induce persons to 
join one institution when they intended to join the other. Consequently, 
said the court, a party first acquiring the right to the name should be pro- 
tected from any invasion of the right of exclusive use of it, also in the 
exclusive use of insignia, symbols, emblems, ete. commonly used by it in 
the practice of Masonry. Many cases are cited in the opinion, including of 
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particular application, Most Worshipful Prince Hall Grand Lodge, Free 
and Accepted Masons of Colorado and Jurisdiction v. Most Worshipful 
Hiram Grand Lodge, Free and Accepted Ancient York Masons of Colorado 
and Jurisdiction, National Compact Prince Halil Origin, 273 Pac. 648; 
Supreme Grand Lodge, Modern Free and Accepted Colored Masons of 
World v. Most Worshipful Prince Hall Grand Lodge, Free and Accepted 
Masons, Jurisdiction of Georgia, 209 F.2d 156, 100 USPQ 135. There are 
other pertinent cases, two of which may be specially noted. 

Grand Lodge of Improved, Benevolent and Protective Order of Elks 
of the World v. Grand Lodge, Improved, Benevolent and Protective Order 
of Elks of the World, 50 F.2d 860, has been regarded by several courts as 
a leading case. In that case representatives from Virginia became aggrieved 
at the action taken by the Grand Lodge of Elks, which was a New Jersey 
corporation, and attempted to secede from the Order and set up an inde- 
pendent Order under practically the same name. In holding that the orig- 
inal Grand Lodge was entitled to enjoin the new one, Judge John J. Parker 
wrote for the court: 


“In the case at bar, complainant for more than a quarter of a 
century had enjoyed the use of its name and had built up thereunder 
a large fraternal order among the colored people of the United States. 
Its fraternal, charitable, and educational activities had commended it 
to the public, and had given membership therein a value to the people 
from whom it recruited its membership. It was entitled to enjoy the 
fruits of the organization which it had built up, unhampered by the 
efforts of others to appropriate to themselves its corporate name with 
the advantages thereto attaching. If the Virginia members were dis- 
satisfied, they, of course, had a right to withdraw and organize a new 
order; but they had no right, if they did so, to adopt the name of 
the original order or to hold themselves out as a branch of that order. 
To do so constitutes a fraud upon the original order and upon the 
public, and, if allowed, would result in enabling the rival organization 
to appropriate to itself the advantages which the original order had 
built up through years of effort. A more glaring example of unfair 
competition could not well be imagined.” 


In Most Worshipful Prince Hall Grand Lodge, Free & Accepted 
Masons, of Georgia v. Supreme Grand Lodge, Modern Free & Accepted 
Colored Masons of the World, 105 F.Supp. 315, 92 USPQ 406, the court 
found the plaintiff and its legitimate predecessors had a favorable and 
continuous existence in America since about the year 1776, and as an 
organization in Georgia since about 1866, and that the defendant came 
into existence later. The court observed that the defendant had been com- 
pletely dominated by one man as its “Supreme Grand Master” and that its 
interest was “pretty largely that of insurance and burial aid.” The court 
enjoined the defendant and its representatives from using the words FREE 
AND ACCEPTED MASONS or MASONS in its activities, and from appropriating 
the plaintiff’s insignia, ete. The judgment was affirmed in Supreme Grand 
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Lodge, Modern Free and Accepted Colored Masons of World v. Most 
Worshipful Prince Hall Grand Lodge, Free and Accepted Masons, Juris- 
diction of Georgia, 209 F.2d 156, 100 USPQ 135 (44 TMR 642). 

The appellants rely upon Most Worshipful Grand Lodge A. F. & A. M. 
of West Virginia v. Most Worshipful Prince Hall Grand Lodge of West 
Virginia, 111 S.E. 309. The ease is distinguishable. There had been a 
schism and two grand lodges claimed the right to use substantially the 
same name. Both were composed of legitimate members of the Order and 
there was no question that anyone was an impostor. The court held one 
lodge could not enjoin the other. Expressions in the opinion imply that 
the decision would have been different if there had not been a former con- 
nection between the two organizations. Such distinction appears in Most 
Worshipful Hiram of Tyre Grand Lodge of Ancient Free & Accepted 
Masons (Colored) of State of California v. Most Worshipful Sons of Light 
Grand Lodge Ancient Free & Accepted Masons, Jurisdiction of California, 
210 P.2d 34, which also involved a schism and the claims of two Negro 
jrand Lodges of the Masonic order to be the legitimate body in California. 
The court reviewed a number of fraternal order cases and held on the 
ground of prior organization and function within the state that the first 
Lodge was entitled to enjoin the second Lodge from representing that it 
and its subordinate lodges were the only bona fide lodges of colored Free- 
masonry in the state and from doing any act tending to confuse the public 
or prospective members. 

We look to the important factors of deception and injury. See 
Churchill Downs Distilling Co. v. Churchill Downs, Inc., 262 Ky. 567, 90 
S.W.2d 1041; Acy v. Whaley, 281 Ky. 400, 1386 S.W.2d 575. 

The Supreme Grand Master of International Lodge, M. V. Banks, 
stated that by using the word MODERN in connection with FREE AND ACCEPTED 
MASONS, it has made “a special effort to make certain that prospective mem- 
bers understood that” it and the Prince Hall group of lodges were not the 
same organization. Nevertheless, it is affirmatively stated in affidavits of 
merit that International had used and employed rituals, insignia, ete. 
which are the same as those used by the appellants. It is further shown 
that affiants had been in fact misled into joining the appellants’ lodges. 

Exhibits of documents and soliciting circulars issued by International 
Lodge conspicuously carry the name INTERNATIONAL MASONS and INTERNA- 
TIONAL F. & A. M. MASONS. These advertisements bear all the well-known 
symbols and insignia of Freemasonry. They say in conspicuous letters that 
INTERNATIONAL F,. & A. M. MASONS is “The Greatest Masonic Order in the 
World” and that it is “A worldwide Fraternity” which offers “The Greatest 
Fraternal Benefits known to Civilized Man!!!” The appellant, while deny- 
ing it is engaged in the insurance business, admitted that it issues to its 
members (as shown by a sample) an “Endowment Certificate” which con- 
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tains an agreement to “donate” the stipulated sum to the named “benefi- 
ciary” upon the death of the member. 

The appellants’ organization accepts women into membership and the 
appellees do not, although there is an affiliate organization, known as the 
Order of the Eastern Star, for female members of Master Masons’ families. 

We have had no difficulty in concluding that the injunction was prop- 
erly granted. 

The appellant has claimed that it and its subordinate lodges exist for 
“the attainment and promotion of benevolent, fraternal and charitable 
objectives and the establishment of certain principles of morality in their 
members.” Mr. Banks, in his affidavit of merits, lists some of such worthy 
accomplishments. We would not interfere with anyone in his impulses of 
fraternalism or benevolence, such as the appellant claims. No one and no 
organization has a monopoly on doing good, but the right must be lawfully 
exercised and not carried on under a deceptive or confusing name that 
belongs to another. The order of injunction in this case does not in any 
way prevent the accomplishment of the same objectives under some name 
or designation that does not infringe upon the name and rights of the 
appellees. 

Finally, we take note of the appellants’ point that the trial court 
should not have rendered a summary judgment based upon affidavits and 
without formal evidence. The argument rests primarily upon the conten- 
tion that the history of Prince Hall Lodge was hearsay on the part of 
the affiants. All of the affiants disclosed qualification to speak concerning 
that history. Throughout the record are admissions of essential statements 
of fact which manifest prima facie that there was “no genuine issue as to 
any material fact and that the moving party is entitled to a judgment as 
a matter of law.” CR 56.03. 

Concerning the point that the statements of the affiants were but hear- 
say, it seems to us they come within the rule laid down long ago in Morris 
v. Harmer, 32 U.S. (7 Peters) 554, 8 L.Ed. 781, as stated in 20 Am. Jur., 
Evidence, § 467, that general reputation and tradition are admissible as 
proof of historical facts of general or public notoriety, at least where the 
issue involves matters that are ancient or, at any rate, so far of the past 
that proof is not available. Such evidence may be established by historical 
works of known character and accuracy written by deceased authors or 
living authors who are not within reach of the process of the court. See 
also, Wigmore on Evidence, § 1597; 20 Am. Jur., Evidence, §§ 60, 66; 31 
C.J.8., Evidence, § 91, Note 51. Cf. Bertram v. Witherspoon’s Admr., 138 
Ky. 116, 127, S.W. 533. 

The judgment is affirmed. 
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SPICE ISLANDS COMPANY v. SPICE LAND PRODUCTS, INC. 
No. 76—C. A. 2— January 8, 1959 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
SPICE LAND is likely to be confused with SPICE ISLANDS, both marks being used 
on spice products; former mark is not merely geographically descriptive. 


Action by Spice Islands Company v. Spice Land Products, Inc. for 
trademark infringement. Defendant appeals from District Court for 
Eastern District of New York from judgment for plaintiff. Affirmed. 

Case below reported at 48 TMR 1244. 


Kermit Gitenstein, of Brooklyn, New York, for appellant. 
William G. MacKay, of San Francisco, California (Mock & Blum, of New 
York, N. Y., on the brief), for appellee. 


Before CLARK, Chief Judge, and Hincks and LUMBARD, Circuit Judges. 


PER CURIAM. 

Our review of the district court’s judgment presents the question of 
whether defendant’s use of the mark SPICE LAND on its spice products 
infringes the plaintiff’s registered mark SPICE ISLANDS for similar products. 
We agree with Judge Abruzzo that the defendant has infringed the plain- 
tiff’s valid mark, and we affirm the judgment enjoining the defendant from 
the use of SPICE LAND as a trademark or designation in connection with 
packing, processing, advertising, distributing or marketing of spices or 
related products. 

We find no merit in the defendant’s contention that the plaintiff’s mark 
is a mere description, geographical or otherwise, and therefore unregis- 
trable. 15 U.S.C. § 1052(e). To the contrary, the mark is sufficiently fan- 
ciful to sustain the relief accorded. However, since there is also ample 
support in the record for Judge Abruzzo’s finding that the plaintiff’s mark 
had “by reason of extensive advertising and use” attained a secondary 
meaning sufficient to entitle it to protection, we place our affirmance on 
that alternative ground as well. 

Finally it is self-evident that when compared with SPICE ISLANDs the 
use of SPICE LAND as a trademark for spices and similar products is “likely 
to cause confusion or mistake or to deceive purchasers as to the source of 
origin of the goods or services.” 15 U.S.C. §1114(1). The word combina- 
tions are strikingly similar in sound and meaning. Maternally Yours v. 
Your Maternity Shop, Inc., 234 F.2d 538, 542, 110 USPQ 462, 465 (46 TMR 
1509) (2 Cir. 1956) ; Douglas Laboratories Corp. v. Copper Tan, Inc., 210 
F.2d 453, 100 USPQ 237 (44 TMR 657) (2 Cir. 1954), cert. denied 347 
U.S. 968, 101 USPQ 505 (1954). 

Judgment affirmed. 
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ADMIRAL CORPORATION v. NYE-WAIT COMPANY, INC. 
No. 37,316 — Trademark Trial and Appeal Board — November 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GoopDs 
ADMIRAL for textile rugs and carpets is not confusingly similar to identical 
mark for radios, radio and phonograph combinations, air conditioners and television 
sets. 


Opposition proceeding by Admiral Corporation v. Nye-Wait Com- 
pany, Inc., application Serial No. 23,739, filed February 4, 1957. Dismissed. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for opposer. 
Robb & Robb, of Washington, D. C., for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


LEAcH, Member. 

An application has been filed by Nye-Wait Company, Inc., to register 
ADMIRAL for textile rugs and carpets, use since about September 5, 1956, 
being alleged. 

Registration has been opposed by Admiral Corporation, registrant of 
ADMIRAL for cabinets for radios, radio and phonograph combinations, and 
phonograph records; for dehumidifiers, humidifiers, and room air condi- 
tioners ;? and for radio and television receiving sets, phonographs, electric 
stoves, and parts and accessories therefor.*® 

The record consists of the pleadings, a copy of opposer’s registration, 
and applicant’s application. 

Opposer’s priority of use is not disputed. The only issue requiring 
determination is whether or not the use of ADMIRAL on the specified goods 
would be likely to cause confusion. 

Opposer in its argument on the question presented relies heavily upon 
the findings of fact and the conclusions based thereon in the case of 
Admiral Corporation v. H. D. Hudson Manufacturing Company (101 
USPQ 83 (44 TMR 845), Com’r., 1954), an opposition proceeding in- 
volving opposer and a third person. The present case, however, must be 
decided on its own record; and since neither party has filed testimony, 
the question of likelihood of confusion must be resolved solely upon a 
consideration of the marks and goods as disclosed in the respective ap- 
plication and registrations. 

On the record here, or the absence of a record, it is concluded that 
since these products are so widely dissimilar in character, confusion of 
purchasers is unlikely. 

The opposition is dismissed. 


1. Reg. No. 407,816, issued June 27, 1944. 
2. Reg. No. 549.908, issued Oct. 23, 1951. 
3. Reg. No. 589,773, issued May 11, 1954. 
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THE AMERICAN OIL COMPANY v. SMITH 
No. 36,659 —Trademark Trial and Appeal Board — November 12, 1958 


IEGISTRABILITY—CONFUSINGLY SIMILAR MARKS—IN GENERAL 
AM-Co for rodenticides is confusingly similar to aMoco for auto polishers, insect 
sprays and cleaners. 


Opposition proceeding by The American Oil Company v. Benjamin 
D. Smith, application Serial No. 1,126, filed January 19, 1956. Sustained. 


Mason, Fenwick & Lawrence, of Washington, D. C., for opposer. 
Robert O. Wright, of Utica, New York, for applicant. 
Before BarLEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 


Benjamin D. Smith, doing business as American Manufacturing Com- 
pany, has filed an application to register aM-co for rodenticides, use since 
March 30, 1955, being asserted. 

Registration has been opposed by The American Oil Company regis- 
trant of amoco for auto polish’ and for naptha;? and amoco as the 
dominant feature of composite marks for various goods including an 
insect spray ;* and of amox for an insecticide.* 

Opposer’s record establishes that opposer has used its mark AMOCO 
for insecticides, insect sprays, soap, auto polish, cleaning fluid, a household 
cleaner, oils aad lighter fluid since prior to March 30, 1955; its goods are 
sold through retail outlets such as service stations, hardware stores and 
grocery stores; and its insecticides, insect spray and other specified goods 
have been advertised under the mark amoco through national publications, 
newspapers, trade journals and by radio since as early as 1935, by tele- 
vision since 1948, and by display at farm and rural fairs and expositions 
since 1953. 

Applicant has marketed and advertised its rodenticide, which is in 
the form of pellets comprised of cereal products and a killing agent, 
since March 30, 1955. 

There is no question but that opposer is the earlier user by many 
years. The only real question presented is whether or not average pur- 
chasers of insecticides and rodenticides are likely upon seeing AM-CO 
rodenticides to associate them with amoco insecticides and assume that 
the products have a common origin. 

Insecticides and rodenticides clearly are such that they would normally 
be attributed to a single producer if sold under the same mark. AM-co and 





1. Reg. No. 329,257 issued October 22, 1935 and renewed. 

2. Reg. No. 335,766 issued June 16, 1936. 

3. Reg. No. 396,202 issued June 30, 1942; Reg. No. 396,203 issued June 30, 1942; 
Reg. No. 397,824 issued Aug. 4, 1942; Reg. No. 396,824 issued Aug. 4, 1942; Reg. No. 
397,089 issued Aug. 18, 1942; and Reg. No. 397,090 issued Aug. 18, 1942. 

4. Reg. No. 276,171 issued Oct. 7, 1930. 
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AMOCO are so nearly alike in appearance and sound as to be likely, when 
applied to the specified goods, to cause confusion of purchasers. 
The opposition is sustained; and registration to applicant is refused. 


CLEVELAND-DETROIT CORPORATION v. 


CAMCO (MACHINERY) LIMITED 
No. 37,320 — Trademark Trial and Appeal Board — November 12, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—EVIDENCE 
Publication of caMco for machinery for printing, paper folding, baling, and 
paper wrappering equipment, is permitted over opposition of cLAMco for packaging 
equipment, fixtures and supplies, since opposer evidence fails to show relationship 


between applicant’s goods and its own product, or any common trade channels 
which would indicate possibility of confusion. 


Opposition proceeding by Cleveland-Detroit Corporation v. Camco 
(Machinery) Limited, application Serial No. 10,128, filed June 13, 1956. 
Dismissed. 


Ely, Pearne & Gordon, of Cleveland, Ohio, for opposer. 
Wenderoth, Lind & Ponack, of Washington, D. C., for applicant. 


Before BarLEy, LEAcH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

An application has been filed by Cameo (Machinery) Limited, a British 
company, to register camco for machinery for printing, paper folding, 
baling, paper cutting and perforating, paver wrappering and book-binding 
and for letter-press machinery. Use since January 31, 1954 in commerce 
between foreign nations and the United States is asserted. 

Registration has been opposed by Cleveland-Detroit Corporation, regis- 
trant of cLamco for packaging equipment, fixtures and supplies.’ 

The record shows that the mark cLAMco was first used in 1946 by the 
opposer’s predecessor for a hand heat sealer and a packaging table having 
a built-in heat sealing unit; that the use of the mark cLAMCO was expanded 
to various other types of heat sealers, bag closures, lubricants for use on 
heat sealing and packaging equipment, a coating compound for heat 
sealers, iron and hotplate cleaners, bag tape and dispenser marking pens, 
bag loaders, label activators and various types of tables; that the majority 
of opposser’s sales are made to food merchandisers; and that opposer sells 
its CLAMCO products throughout the United States and in foreign countries. 

There is little different between CLAMCO and camco and the record 
establishes that opposer is the prior user of its mark. 





1. Reg. No. 639,004 issued Dee. 25, 1956, for heat sealers and parts and cleaners 
therefor; packaging tables, counters and bot plates; package closure and marking sup- 
plies and fixtures therefor; and package filling equipment. 
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Opposer seems to contend that both it and applicant sell “packaging” 
equipment, and applicant has admitted that its mark camco is used for 
“wrappering and packaging machinery.” Of the goods identified in the 
application, however, only baling machinery and “paper wrappering” 
machinery can possibly be considered “wrappering and packaging ma- 
chinery.” 

Opposer’s packaging tables, package filling devices, package closures, 
marking devices and heat sealers are clearly non-competitive with baling 
machines, and there is nothing in the record to show that baling machines 
are sold through the same trade channels or to the same general class of 
purchasers as opposer’s goods. 

The nature of applicant’s “paper wrappering machines” is not self- 
evident, and the record contains no explanation of what they are. 

Opposer has failed to show any relationship or association between 
any of applicant’s goods and its own products, or any common trade 
channels or commor purchasers, or any other facts which would tend to 
indicate that purchasers might assume that “paper wrappering” machinery 
and the packaging equipment and supplies in connection with which op- 
poser uses its mark, originate with a single source. Moreover, the recitation 
in the application of use of applicant’s mark on baling machinery and 
“paper wrappering” machinery along with printing machines and machines 
pertaining to the production of printed publications tends to indicate that 


applicant’s “baling machinery” and “paper wrappering machinery” are 
intended for use in the publications field. 

The record is insufficient to support a finding of likelihood of confusion 
of purchasers. 

The opposition is dismissed. 


HANSEN FRUIT & COLD STORAGE CO. v. BALTES 
No. 37,379 — Trademark Trial and Appeal Board — November 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—-CLASS OF GOODS 
WESTERN ST/& and design for potatoes is confusingly similar to WESTERN STAR 
for fresh deciduous fruits, since the goods of the parties are normally sold through 
the same trade channels, under similar circumstances, to the same class of purchasers. 


Opposition proceeding by Hansen Fruit & Cold Storage Co. v. Baltes, 
application Serial No. 8,183, filed May 14, 1956. Sustained. 


Melvin A. Brandt, of Chicago, Illinois, for opposer. 
James Atkins, of Washington, D. C., for applicant. 


Before BarmLEy, LEACH, and WALDSTREICHER, Members. 


LEeacH, Member. 

An application has been filed by Laurence Baltes, an individual doing 
business as Baltes Potato Company, to register WESTERN STAR, in associa- 
tion with certain merely ancillary pictorial and design matter, for pota- 
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toes in their natural state. Use of the mark since September 1, 1945 is 
alleged. 

Registration has been opposed by Hansen Fruit & Cold Storage Co., 
registrant of WESTERN sTaR for fresh deciduous fruits.* 

The record consists of the pleadings, a copy of opposer’s registration, 
a copy of an advertisement of applicant’s goods, and applicant’s application. 

An affidavit provided for by Section 15 of the Trademark Act of 
1946 has been filed in connection with opposer’s registration, and opposer’s 
right to use in commerce WESTERN STAR on fresh deciduous fruits is in- 
contestable. The registration is conclusive evidence of opposer’s right to 
the exclusive use of WESTERN sTAR for fresh deciduous fruits, subject only 
to establishment by applicant of one of the defenses or defects set forth 
in the statute. Applicant has offered no evidence in defense. 

The goods of the parties are produce items of the character customarily 
sold through the same trade channels, under similar circumstances and 
conditions, to the same class of purchasers. It is therefore concluded that 
the sale of these goods under the same mark, WESTERN STAR, would be 
quite likely to cause confusion of purchasers. 

The opposition is sustained, and registration to applicant is refused. 


SUNBEAM CORPORATION v. HEROLD PRODUCTS CoO., INC. 
No. 35,451 —Trademark Trial and Appeal Board — November 12, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 


SHAVE-KING for electrical razors is confusingly similar to SHAVEMASTER for 
identical goods. 


Opposition proceeding by Sunbeam Corporation v. Herold Products 
Co., Inc., application Serial No. 680,755, filed January 31, 1955. Sustained. 


George R. Clark, of Chicago, Illinois, for opposer. 
James R. McKnight, of Chicago, Illinois, for applicant. 


Before BatLEy, LEACH, and WALDSTREICHER, Members. 


BalLEy, Member. 
Herold Products Co., Inc., has filed an application to register SHAVE- 
KING for electrical razors, use since March 12, 1938, being asserted. 
Sunbeam Corporation has opposed registration, alleging that the appli- 
cant’s mark so resembles opposer’s previously registered mark SHAVEMASTER’ 
for electric shavers? as to be likely to cause confusion in trade. 





1. Reg. No. 539,979, issued to a predecessor on March 27, 1951 from an applica- 
tion filed August 27, 1949, and assigned to opposer on March 16, 1957. 

1. Reg. No. 339,993, issued June 1, 1936, renewed and published in accordance with 
Sec. 12(c) on Sept. 19, 1950. 

2. Opposer’s product is an electrically operated razor or shaver provided with a 
single, replaceable shaving blade. Its goods are correctly identified in its registration 
as “safety shaving devices of the nature of safety razors and blades therefor” in 
nomenclature in more or less general use in and about the year 1936. 
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The record shows that opposer is engaged in the manufacture and 
sale of various electrically-operated items, including toasters, irons, coffee 
makers, food mixers and shavers, all of which are marketed under its 
house mark SUNBEAM in association with individual trademarks serving 
to identify and distinguish the several kinds of appliances. In 1936, op- 
poser commenced using SHAVEMASTER on its electric shavers, and use of 
the mark has continued since that time. During the period 1936-1957 
opposer spent more than $11.000,000.00 in advertising its electric shaver 
in all types of modern media, and the value of sales during that period 
amounted to more than $250,000,000.00. The product is sold to consumers 
through department stores, drug stores, jewelry stores, gift shops and 
similar retail outlets. 

Opposer examined applicant’s president during the discovery period. 
The witness testified that he personally participated in the selection of 
SHAVE-KING as a trademark; that he knew of opposer’s SHAVEMASTER 
shaver at the time SHAVE-KING was selected; and that SHAVE-KING was first 
used in 1954. 

Opposer’s proofs establish that since long prior to applicant’s entry 
into the field of electrical shaving appliances with its SHAVE-KING product, 
opposer’s trademark SHAVEMASTER has been associated with a very exten- 
sive and valuable goodwill. 

SHAVE-KING and SHAVEMASTER commence with the same word, and 
differ in that applicant has substituted Kina for MASTER, with the result, 
however, that the marks possess substantially identical connotations of 
superiority. It is believed that the resemblances between SHAVE-KING and 
SHAVEMASTER are such as will unavoidably cause confusion or mistake or 
deception of purchasers. 

The opposition is sustained, and registration of applicant’s mark is 
refused.’ 





3. The application recites use of the mark since March 12, 1938. When applicant’s 
president testified that the mark was first used in 1954, he was asked: “Are you aware 
of the fact that the application alleges a date of first use of 1938 in connection with 
SHAVE-KING?” In answer the witness proceeded to tell how his company happened to 
select SHAVE-KING; and when opposer’s counsel attempted to direct his attention to the 
question, he continued with wholly unresponsive testimony, although confirming his 
earlier admission that the mark was not used until 1954. In the event applicant ulti- 
mately prevails in this proceeding, the Examiner of Trademarks should reconsider reg- 
istrability in the light of the misrepresentation in the application. 
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SWANK, INC. v. BETTY ANN HATS, INC. 
No. 36,924 — Trademark Trial and Appeal Board — November 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
SWANKAPS for girls’ and boys’ caps is confusingly similar to SWANK for belts, 
suspenders and garters, and to SWANKSHIRTS for men’s outer shirts, since while 
the goods are specifically different the prospective purchasers may be the same, and 
confusion is likely. 


Opposition proceeding by Swank, Inc. v. Betty Ann Hats, Inc., ap- 
plication Serial No. 12,782, filed July 25, 1956. Sustained. 


Barlow & Barlow, of Providence, Rhode Island, for opposer. 
Herbert J. Jacobi, of Washington, D. C., for applicant. 


Before BarLEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHTER, Member. 

An application has been filed by Betty Ann Hats, Inc., to register 
SWANKA4PS for girls’ and boys’ caps. 

Registration has been opposed by Swank, Inc., registrant of SWANK 
for belts, suspenders and garters;' and of SWANKSHIRTs for men’s outer 
shirts.” 

Applicant, under Rule 2.106(b), requested affirmative relief by way 
of cancelation of opposer’s registrations on the ground that opposer has 
abandoned any and all rights in the marks SWANK and SWANKSHIRTs for 
the goods named in registrations Nos. 328,528 and 358,714. 

The record shows that opposer has been using SWANK for men’s belts 
since many years prior to July 17, 1956, alleged by applicant to be the 
date of first use of SWANKAPS. Opposer’s sales of SWANK men’s belts 
have, for the period 1950 through 1957, approximated $7,000,000. swank 
men’s belts have been advertised in national consumer magazines. 

Opposer’s general merchandise manager testified under  cross- 
examination that opposer has distributed shirts manufactured for it; that 
opposer has, through its export department, sold shirts abroad and made 
some sales of shirts in the United States; and that opposer has never 
advertised this product in the United States. The record is not clear as 
to when such sales were made or whether such shirts were sold under 
the mark SWANK or SWANKSHIRTS. 

While opposer is the owner of a registration for the mark SWANKSHIRTs, 
the registration, having issued under the Act of 1920, is not prima facie 
evidence of anything except that it issued. The record fails to disclose 
any use by opposer of SWANK and/or SWANKSHIRTS for shirts prior to 
applicant’s use of its mark. 

Applicant is engaged in the sale under its own marks of children’s 
headwear manufactured for it. One of the marks is SwANKaAPS. Applicant 








1. Reg. No. 328,528 issued to a predecessor on Oct. 1, 1935 and renewed by opposer. 
2. Reg. No. 358,714 issued to a predecessor on July 19, 1938 under tiie Act of 
March 19, 1920, and renewed by opposer. 
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has been using SWANKAPS on children’s caps, sized for toddlers and pre- 
school age boys, since the latter part of the year 1956. Applicant’s caps 
are sold at retail in department and children’s specialty stores. In 1957, 
applicant’s business in SWANKAPs caps approximated $480,000. Applicant 
has advertised SWANKAPs and other brands in trade publications and 
buyer’s guides, its total advertising expenditure therefor approximating 
$2,000. 

The only question is whether or not purchasers are likely to assume 
that SwANKapPs girls’ and boys’ caps and SWANK men’s belts emanate 
from a single source. 

Applicant’s mark may be considered to connote SWAN CAPs or SWANK 
caps but it is apparent from the record that applicant intended that its 
mark have the latter connotation. It seems more than likely that a sub- 
stantial portion of the purchasing public would consider applicant’s mark 
as being the equivalent of SWANK caps and caps are the goods on which 
applicant uses its mark. 

The goods of the parties, while specifically different and intended for 
different age groups, are articles of dress and the prospective purchasers 
therefor might well be the same. 

It is concluded that SWANKAPsS so resembles opposer’s previously used 
mark SWANK as to be likely, when applied to the specified goods, to cause 
confusion of purchasers. 

The request for affirmative relief fails for want of proof. As to Reg. 
No. 328,528, the record clearly supports use by opposer of its mark. 

The opposition is sustained; and registration to applicant is refused. 


SWANK, INC. v. ROBERT FREDERICK SHOE ASSOCIATES 
No. 37,071 — Trademark Trial and Appeal Board — November 12, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
SWANKY DEBS for ladies’ and misses’ shoes is not confusingly similar to SWANK 
for belts, suspenders and garters, or to SWANKSHIRTS for men’s outer shirts, since 
the similarity in the marks is offset by the substantial difference in appearance and 
connotation. 


Opposition proceeding by Swank, Inc. v. Robert Frederick Shoe Asso- 
cutes, application Serial No. 679,838, filed January 13, 1955. Dismissed. 


Barlow & Barlow, of Providence, Rhode Island, for opposer. 
Alfred E. Page and Philip G. Hilbert, New York, N. Y., for applicant. 


Before BartEy, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHTER, Member. 
An application has been filed by Robert Frederick Shoe Associates 
to register SWANKY DEBS for ladies’ and misses’ shoes. 
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Registration has been opposed by Swank, Inc., registrant of SWANK 
for belts, suspenders and garters, as well as for various other classes of 
goods,' and of SWANKSHIRTs for men’s outer shirts.” 

The record shows that opposer has been using SWANK for men’s belts 
since many years prior to any date of use upon which applicant is entitled 
to rely. Opposer’s sales of SWANK men’s belts have for the period 1950 
through 1957 approximated $7,000,000. swank men’s belts have been 
advertised in national consumer magazines. 

The only question is whether or not purchasers are likely to assume 
that SWANKY DEBs ladies’ and misses’ shoes and SWANK men’s belts emanate 
from a single source. 

There is some similarity between SWANK and SWANKY DEBs but this 
is offset by the substantial differences in appearance and connotations 
between them. The marks create distinctly different commercial impres- 
sions. 

While the products of the parties are articles of dress, they are not 
the same, are not likely to be sold together, and are not ordinarily sold 
to the same average purchasers. 

In view of the differences in the products and the differences in the 
marks, it is concluded that confusion of purchasers is not likely to oceur. 

The opposition is dismissed. 


BLACK PANTHER COMPANY, INC. v. COOK 
CHEMICAL COMPANY 


No. 37,332 — Trademark Trial and Appeal Board — November 17, 1958 


REGISTRABILITY—ASSIGNMENTS 
REGISTRABILITY—TITLE 
CoMMON LAW TRADEMARKS—TITLE 
A trademark owned by a partnership does not pass to the survivor by operation 
of law, and an assignment by the surviving partner is ineffective in the absence of 
proof that he succeeded to ownership of the mark and that he had used it thereafter. 
REGISTRATION PROCEDURE—APPLICATION 
An attempt to state an earlier date of first use than that set forth in the 
application was unsuccessful where it appeared that the applicant’s proof in support 
of such earlier date was uncorroborated and not free of improbabilities; a party 
is not bound by the date set forth in his application but the evidence of an earlier 
date must be clear and convincing and it must be free of inconsistencies or 
improbabilities. 


Opposition proceeding by Black Panther Company, Inc. v. Cook 
Chemical Company, application Serial No. 6,592 filed April 18, 1956. 
Opposition dismissed. 


1. Reg. No. 328,528 issued to a predecessor on Oct. 1, 1935, and renewed by opposer. 
2. Reg. No. 358,714 issued to a predecessor on July 19, 1938 under the Act of 
March 19, 1920, and renewed by opposer. 
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John Howard Joynt, of Washington, D. C., for opposer. 
C. Earl Hovey, of Kansas City, Missouri, for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


BaILEy, Member. 

Cook Chemical Company has applied for registration of the mark 
E-Z LITE for chemical composition for starting fires. The application was 
filed April 18, 1956, use of the mark since March 22, 1956, being asserted. 

Registration has been opposed by Black Panther Company, Inc., regis- 
trant of EZ-FIRE for kindling blocks ;' and of £-z Lite for charcoal.” 

Only opposer took testimony; and the sufficiency thereof to establish 
its acquisition of a right of ownership in either EZ-FIRE or E-Z LITE as of 
a date prior to applicant’s filing date is the principal matter in dispute. 

The older of the registrations relied upon by the opposer, No. 355,606, 
for EZ-FIRE, issued January 11, 1938, to EZ-Fire Company of Ludowici, 
Georgia, a copartnership composed of Harold Long and Gibbs Smith. That 
registration was initially cited by the Examiner of Trademarks as a bar 
to registration during the prosecution of the application later maturing 
into opposer’s registration No. 644,960, but the citation was withdrawn, 
and the application allowed, upon the filing and recordation of two in- 
struments of assignment under which opposer asserts title to the registra- 
tion. These instruments respectively consist of a document executed July 
31, 1950, purportedly on behalf of the copartnership, in the form of an 
assignment of the EZ-FIRE registration to one McBryde, and a purported 
assignment dated one month later from McBryde to opposer. The registra- 
tion was renewed by opposer on January 11, 1958. 

The earlier of these instruments bears the signature of only one of 
the partners of EZ-Fire Company, Harold Long, in association with 
handwritten notations identifying him as “succeeding partner” and stating 
that the other member of the copartnership is deceased. McBryde, the 
assignee designated in the document, is Vice President of Production of 
opposer’s corporation. He personally made no use of EZ-FIRE, having pro- 
cured the “assignment” from Long pursuant to an understanding pre- 
viously had with Benjamin Smith, Jr., opposer’s president, that McBryde 
would promptly re-assign the registration to opposer. Smith, Jr., testified 
that he had talked with Long prior to the time of execution of the in- 
strument in favor of McBryde, but that he did not know whether or not 
Long was then using EZ-FIRE. He further testified that opposer marketed 
EZ-FIRE lighter fluid and lump charcoal commencing in 1957, but that it 
had never used EZ-FIRE on the item of kindling blocks recited in the 
registration. 

No evidence has been offered in substantiation of the notation on the 
instrument to the effect that the registrant, EZ-Fire Company, had been 


1. Reg. No. 355,606, issued Jan. 11, 1938, renewed. 
2. Reg. No. 644,960, issued May 7, 1957. 
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dissolved because of the death of Long’s partner. A trademark owned by 


a copartnership does not pass to the survivor by operation of law; and the 


record is devoid of any evidence which might tend to show either that 
Long had succeeded to Ez-FiRE and its registration, or made any use of 
the mark as an individual. It therefore fails to appear that opposer ac- 
quired any right in EZ-FIRE by the instruments under which it asserts title 
to the registration; and since opposer admittedly made no use of EZ-FIRE 
upon any kind of goods until subsequent to applicant’s record date, it may 
not rely on this mark or the registration thereof in this proceeding. See 
Breese v. Tampax Sales Corporation, 41 USPQ 208 (CCPA, 1939), Me- 
Kesson & Robbins, Inc. v. The Vad Corporation, 69 USPQ 107 (CCPA, 
1946). 

Opposer’s registration No. 644,960, showing E-z LiTe for charcoal, 
issued on an application filed April 23, 1956, a few days subsequent to 
the filing date of the application here opposed. In its application, opposer 
alleged first use of E-z LITE on March 14, 1956, and use in commerce on 
March 15, 1956. On December 5, 1957, during the pendency of this 
proceeding, opposer through its president, Benjamin Smith, Jr., filed a 
request, supported by carbon copies of certain invoices, for a certificate 
of correction of the dates of use recited in the registration, alleging that 
such dates involved mistake arising through inadvertence and accident 
and that the opposer first used E-z LITE, in commerce, on September 28, 
1955. The certificate of correction was issued. 

Opposer sells insecticides, charcoal, lighter fluid and some other 
products in territory embracing some eighteen southern states. According 
to Smith, Jr., the dates of first use originally asserted by opposer related 
to the sale of the product in bags specially printed on its order, whereas 
opposer in fact had, in the fall of 1955, purchased from another concern 
bags of charcoal to which it affixed E-z LITE by means of a gummed sticker 
placed over the name of the manufacturer of the goods and resold them 
as opposer’s own product. The witness testified that several thousand 
such stickers were purchased locally and applied to bags of charcoal 
distributed by opposer from the latter part of September, 1955, until 
April, 1956, when bags printed with E-z LITE and opposer’s name were 
obtained. According to the testimony, sales by opposer of E-z LITE charcoal 
during the period of about three months in which the mark was used in 
1955 exceeded $1,000 in value. 

Photocopies of the three invoices which were submitted with the 
aforesaid application for correction were identified by the witness as 
pertaining to opposer’s earliest sales of E-z LITE charcoal. These invoices 
(the dates of which do not correspond with the order of their typewritten 
serial numbers) ostensibly relate to two written orders, and a long-distance 
telephone order for a total of thirty-six bags of charcoal. The bags were 
invoiced at 26 cents each. 
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Testifying in January, 1958, on cross examination, Smith, Jr., ac- 
knowledged that due to problems that had arisen “several years ago” he 
has been familiar with the importance of dates of first use of trademarks. 
Questioned on redirect examination as to whether this was so when he 
filed opposer’s application to register E-z LITE, in April, 1956, he replied 
in the negative; and in other of his testimony insisted that in executing 
the application he was thinking of the new bags in alleging dates of first 
use, and that the omission to assert the earlier use made of E-z LITE by 
means of the stickers was an oversight. 

A party to a proceeding such as this is not bound by the date of 
first use alleged in its application or set forth in its registration, but any 
evidence of earlier use must be clear and convincing and must be free 
of inconsistencies or improbabilities. The B. R. Baker Company v. Lebow 
Brothers, 66 USPQ 232 (35 TMR 267) (CCPA, 1945) ; Elder Manufactur- 
ing Company v. International Shoe Co., 92 USPQ 330 (42 TMR 306) 
(CCPA, 1952). The testimony given by Smith, Jr., respecting opposer’s 
use of E-z LITE prior to its filing date stands uncorroborated, and it is 
not free of improbabilities. The total sales value of the shipments listed 
in the three invoices relied on here and relied on in requesting a certificate 
of correction amounted to less than ten dollars; and no other sales records 
were introduced. The testimony that sales of the product amounted to 
over $1,000 in value during the latter part of 1955 means that something 
over 3,800 bags would have had to be distributed during that period. 

It is difficult to understand how any business concern could undertake 
to develop a market for a new brand of goods, sell several thousand pack- 
ages of the product, and in then committing itself in as important a matter 
as the date of first use of the mark, disregard the efforts that had been put 
into the project over a period of many months. The explanation made by 
Smith, Jr., that he was thinking of the new bags when he executed the 
application is implausible. Viewing the testimony in connection with the 
nature and paucity of the documentary evidence submitted in its support, 
opposer’s record is unconvincing and quite insufficient to establish use of 
E-Z LITE by opposer prior to applicant’s filing date of April 11, 1956. 

The record supports a finding that applicant’s rights in E-z LITE are 
superior to any rights asserted by opposer. 

The opposition is dismissed.* 


3. On labels for applicant’s E-z LITE chemical composition the product is referred 
to as “charcoal lighter” and is recommended for use in starting charcoal fires for out- 
door cooking. Opposer’s E-Z LITE registration covers charcoal. Use of the same mark 
on products as closely related as these obviously would be likely to cause confusion; 
moreover opposer’s proofs show that commencing in 1956 these goods to some extent 
have been sold through the same retail outlets with resultant confusion in trade. It 
further appears that renewed registration No. 355,606 for EZ-FIRE as applied to kindling 
blocks may bar registration to applicant herein under Sec. 2(d). In the event therefore 
that applicant ultimately prevails in this proceeding, the Examiner of Trademarks 
should reconsider registrability in the light of this record. It would appear that regis- 
tration to applicant will depend on its proceeding in accordance with Sec. 14 of the 
Statute. 
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IN RE ARMCO STEEL CORPORATION 
Trademark Trial and Appeal Board — November 19, 1958 


REGISTRABILITY—EVIDENCE 
Statements from the trade to the effect that applicant’s mark was used exclu- 
sively by it and that it identified the applicant’s goods were held to be mere con- 
clusions and entitled to little weight. 
REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—GRADE MARKS 
A grade mark may achieve the stature of a trademark if, as a result of pro 
motion and purchaser recognition, it comes to distinguish the goods of one manufac- 
turer from the similar goods of others. Where, however, the applicant is the only 
one who makes goods of that kind and the alleged mark merely consists of the 
customary symbols identifying the ingredients and method of processing, the grade 
designation cannot achieve the status of a trademark. A grade designation which 
indicates a grade and nothing more is not registrable and the mere fact that the 
applicant denominates it a trademark in its labeling does not make it one. 


Application for trademark registration by Armco Steel Corporation, 
Serial Nos. 16,087 and 16,088 filed September 21, 1956. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 

See also 46 TMR 1411. 


Allen & Allen, of Cincinnati, Ohio, for applicant. 


Before LEEDS, Assistant Commissioner, and LEACH and WALDSTREICHER, 
Members. 


LEEDs, Assistant Commissioner. 

Applications have been filed for Principal Registration of 17-4-PH and 
17-7PH, used since December 15, 1948 and December 27, 1948, respectively, 
for stainless steel. 

Registration has been refused on the ground that the numerals and 
letters are grade or type designations so used as to be incapable of dis- 
tinguishing applicant’s stainless steel; and that the evidence submitted in 
an effort to show secondary meaning is insufficient for the purpose. 

Applicant has appealed. 

This applicant filed applications covering the same subject matter in 
1951 seeking registration on the Supplemental Register.1 On appeal to 
the Commissioner the refusal of registration by the Examiner of Trade- 
marks was affirmed (110 USPQ 312, 46 TMR 1411). The basis of the 
refusal in the prior applications was that the letters pH have a well under- 
stood meaning of “precipitation hardening” in the steel industry; the 
numerals 17-7 indicate the respective percentages of chromium and nickel 
content in the stainless steel on which they are used and are so understood 
in the industry, and 17-7PH is therefore ineapable of distinguishing such 
stainless steel; that while the numerals 17-4 do not indicate the specific 
percentages of chromium and nickel content in the stainless steel on which 








1. 8S. N. 616,075 and S. N. 616,076. 
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they are used, they nevertheless are used to indicate a grade of stainless 
steel containing approximately 17% chromium and 4% nickel, and are so 
understood in the industry; and 17-4PH is, under the circumstances, incap- 
able of distinguishing such stainless steel. 

Shortly after the present applications were filed, applicant submitted 
three verified statements, identical except as to the appropriate numerals 
17-7 and 17-4, from competitors in the steel industry. These statements 
read as follows: 


“Since the original use by Armco Steel Corporation of the mark 
17-7PH [17-4PH], this combination of figures and letters have [Sic], 
as far as we are advised in the industry, come to mean a certain type 
of steel made by Armco Steel Corporation. While the mark suggests 
certain ingredients and certain physical properties, as far as we know, 
no other steel manufacturer has used a confusingly similar mark, and 
so, irrespective of whether or not the mark, as originally used, sug- 
gested a certain type of steel, after five years’ exclusive use the mark 
has come to mean to the steel industry, as far as we know, only a steel 
product of Armco Steel Corporation.” 


The contents of these identical statements are in the nature of opinions 
and conclusions and are therefore entitled to little weight. In other words, 
the opinions and conclusions of the affiants are insufficient to overcome 
the reasons underlying the refusal to register in the previous applications. 

Applicant freely admits that “17-7” means 17% chromium and 7% 
nickel and “17-4” means substantially 17% chromium and 4% nickel. It is 
also conceded that PH means “precipitation hardening.” Applicant argues, 
however, that the percentage figures have never been used by anyone other 
than applicant in combination with PH in connection with stainless steel. 

Applicant’s brochure placed in the records here contains such state- 
ments as: 


“Called precipitation-hardening grades, Armco 17-4PH and 
17-7PH offer combinations of properties not obtainable in any other 
commercially available metal.” 

“Both grades combine high strength and hardness, corrosion re- 
sistance, good fabricating characteristics and can be heat treated at 
low temperature.” 

“Although relatively new, Armeo 17-4PH and 17-7PH have re- 
placed standard stainless grades * * *.” 

“Much data of specific interest to aircraft designers is not included 
but is available in other Armco publications on these grades.” 

“Armeo 17-4PH replaced another stainless grade for the screw 
of this continuous mixer.” 

“Having a higher alloy content than the hardenable grades of 
stainless steel, such as Types 410 and 431, Armeo 17-7PH has better 
resistance to corrosion than these grades.” 

“Armeo 17-7PH Stainless Steel wire, like other forms of these 
precipitation-hardening stainless grades * * *.” (Emphasis added.) 
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An article which appeared in “Steel” magazine in 1954 treats 17-4-PH 
and 17-7PH throughout as indicating special grades of stainless steel made 
only by applicant. 

Applicant has submitted a number of statements from airplane and 
parts manufacturers, editors of aviation magazines, officials of manufac- 
turers of steel products, and editors of steel trade periodicals, all of which 
indicate that the numerals and letters sought to be registered identify a 
type or grade of steel made by applicant. 

The statements are to the effect that 17-4PH and 17-7PH identify 
special grades of stainless steel which are made only by applicant. One 
statement for example includes: 


“Tt is our understanding and has always been of [Sic] our opinion 
that 17-7PH was a Special Grade of Stainless manufactured only by 
Armco Steel Corporation and that they were the only people who 
could manufacture this grade as it was their exclusive patent.” ” 


Another includes: 

“This material is a special grade of Stainless Steel which is manu- 
factured only by Armco Steel Corporation.” 
Another includes: 

“To the best of our knowledge, no other mills manufacture these 
particular grades.” 
And still another includes: 


“To us, ‘17-7PH’ denotes a particular type of stainless steel which 
we obtain only from Armco Steel Corporation. As far as we know, 
there is no other source for this steel.” 


The foregoing quotations are typical of the numerous statements filed 
by applicant. The net effect of them is that applicant manufactures special 
grades of stainless steel—probably under patents—which it identifies as 
17-7PH grade, and 17-4-PH grade and that these special grades are pres- 
ently not available from any other source. It is self-evident that if only 
applicant can make these grades of steel, the numerals and letters presented 
for registration will indicate grades of steel coming from applicant. But 
this fact does not necessarily mean that the numerals and letters are trade- 
marks. 

The record shows that it is common practice to use numeral combina- 
tions to identify various grades or types of stainless steel. One of appli- 
eant’s catalogs shows 17-7 (Type 301); 18-8 (Type 302); 18-8 FM (Free 
Machining) (Type 303); 18-11 FS (Free Spinning) (Type 305); and 








2. Applicant owns the following patents, among others, which cover stainless steels, 
including precipitation hardened products containing 17% chromium and 4% and 7% 
nickel, respectively, and methods for making them; No. 2,482,096, Sept. 20, 1949; No. 
2,482,097, Sept. 20, 1949; No. 2,482,098, Sept. 20, 1949; No. 2,505,762, May 2, 1950; 
No. 2,505,763, May 2, 1950; No. 2,505,764, May 2, 1950; No. 2,506,558, May 2, 1950; 
No. 2,614,921, Oct. 21, 1952; No. 2,540,509, Feb. 6, 1951; No. 2,536,034, Jan. 2, 1951; 
No. 2,694,626, Nov. 16, 1954. 
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numerous others. Numerous patents heretofore issued, including some 
of applicant’s, indicate 18-8 (18% chromium and 8% nickel) to be the 
most common grade. 

A trademark is a word, name, symbol or device, or any combination 
thereof, adopted by a manufacturer or merchant to identify his goods 
and distinguish them from those of others. A grade designation may 
achieve the stature of a trademark under circumstances of promotion and 
consequent purchaser recognition of the grade designation as one dis- 
tinguishing the goods of the user from the same or similar goods of others. 
But where, as here, applicant is the sole source of precipitation hardening 
stainless steels containing 17% chromium and 7% and 4% nickel respec- 
tively, and where it is the common practice in the stainless steel industry 
to identify grades by the approximate or actual percentages of chromium 
and nickel, often followed by letters which have a meaning in the trade, 
the grade designation does not and cannot achieve the stature of a trade- 
mark. All who make stainless steel are entitled to follow the industry 
practice of designating grades by chromium and nickel content; and 
although the grades which applicant is designating 17-4-PH and 17-7PH, 
identifying precipitation hardening stainless steel with the indicated 
chromium and nickel content, are presently obtainable only from appli- 
cant, nevertheless, if and when others do make such grades, they will be 
entitled so to designate them. 


During the prosecution of the applications applicant submitted ship- 
ping tags showing the name of an addressee, the order number, the type 
of product (i.e., sheets or bars), the heat number, and 


17-4PH TRADEMARK OF 
ARMCO STEEL CORPORATION 
BALTIMORE WORKS 
BALTIMORE 13, MARYLAND. 


17-7PH and 17-4-PH are grade designations used as grade designations 
recognized by the trade and trade press as grade designations, and appli- 
cant’s calling a grade designation a trademark does not make it a trade- 
mark. A grade designation which indicates only a grade and nothing more 
is not registrable as a trademark. 

The refusal of the Examiner of Trademarks to register on these appli- 
cations is affirmed. 
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SYNDICAT DE LA PARFUMERIE FRANCAISE v. 
LADY BEAUTIFUL, INC. 


No. 37,641 — Trademark Trial and Appeal Board —- November 20, 1958 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
An association of French perfume and cosmetic manufacturers, formed to pre- 
vent the false use of French designations, which opposed an application for the 
mark COMTESSE FLEURY DE PARIS for skin cream and hair dressing, was held to have 
failed to plead ultimate facts which, if proved, would entitle it to relief. 


Opposition proceeding by Syndicat de la Parfumerie Frangaise V. 
Lady Beautiful, Inc., application Serial No. 20,632. Dismissed. 


Mock & Blum, of New York, N. Y., for opposer. 
Pyle & Fisher, of Cleveland, Ohio, for applicant. 


Before LEFKOWITZ, LEACH, and WALDSTREICHER, Members. 


LEFKOWITZ, Member. 

An application has been filed by Lady Beautiful, Inc., d.b.a. Comtesse 
Fleury De Paris, to register the mark COMTESSE FLEURY DE PARIS for skin 
cream and hair dressing. 

Registration has been opposed by the Syndicat de la Parfumerie 
Frangaise, an association of French perfume and cosmetic manufacturers. 
It is alleged that opposer was organized primarily to prevent the use of 


false, deceptive or improper French designations on perfumes and cos- 
metics not made or compounded in France, and that the words DE PARIS 
in applicant’s mark COMTESSE FLEURY DE PARIS is a deceptive misrepresen- 
tation as applied to applicant’s cosmetic products manufactured in the 
United States. 

Applicant has moved under Rule 12(b) FRCP to dismiss the notice 
of opposition for failure to state facts on which relief can be granted. 

In order to set up a proper interest in the question of an applicant’s 
right of registration, it is incumbent on an opposer to allege facts tending 
to show that it would be damaged by the registration sought by applicant. 
Opposer has not pleaded any ultimate facts which, if proved, would entitle 
it as an association to relief. See Pocahantas Operators Association V. 
Carter Coal Company, 73 USPQ 51 (37 TMR 340) (CCPA, 1947) ; National 
Confectioners’ Association v. World’s Finest Chocolate, Inc., 110 USPQ 
379 (46 TMR 1441) (Com’r., 1956) ; Irish Industrial Development Associa- 
tion v. Western Tablet & Stationery Corporation, 89 USPQ 610 (41 TMR 
702) (Com’r., 19@1). 

The motion is granted ; and the opposition is dismissed. 
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ATLAS PLYWOOD CORPORATION v. ATLAS 
OVERHEAD DOOR COMPANY 


No. 6,824 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CANCELLATION PROCEDURE—EVIDENCE 
Petitioner owns ATLAS and design of figure for plywood panels, dimension 
veneer, packing cases, shipping cases, shooks, knockdown boxes, furniture boxes 
and butter tubs, and registrant owns design resembling ATLAS figure for doors of 
overhead type; confusion is unlikely. 


Cancellation proceeding by Atlas Plywood Corporation vy. Atlas Over- 
head Door Company, Registration No. 444,782 issued July 14, 1953. Dis- 
missed. 

Munroe H. Hamilton, of Boston, Massachusetts, for petitioner. 
Alexander & Dowell, of Washington, D. C., for respondent. 
Before BAILEY, LEACH, and WALDSTREICHER, Members. 
WALDSTREICHER, Member. 

A petition has been filed to cancel registration of the mark reproduced 
below for doors of the overhead type, issued to Atlas Overhead Door 
Company.’ 


Petitioner is Atlas Plywood Corporation, registrant of the word mark 
ATLAS for plywood panels and dimension veneer,? and for packing eases, 
shipping cases, shooks, knockdown boxes, furniture boxes and butter tubs ;° 
and registrant of the mark reproduced below for the same goods.* 





1. Reg. No, 444,782, issued July 14, 1953 under the Act of 1905 following an 
opposition proceeding, and published in accordance with Sec. 12(¢c) on Jan. 12, 1954. 

2. Reg. No. 209,885, issued Mar. 2, 1926, renewed. 

3. Reg. No. 209,886, issued Mar. 2, 1926, renewed; and Reg. No. 632,965, issued 
Aug. 21, 1956. 

4. Reg. No. 208,762, issued Feb. 9, 1926, renewed; Reg. No. 209,884, issued Mar. 
2, Tie Reg. No. 633,818, issued Sept. 4, 1956; and Reg. No. 635,034, issued 
Oct. 2, 1956. 
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The record consists of the pleadings and the registrations of the 
parties. 

Opposer’s priority of use is established by its registrations. 

It is apparent that packing and shipping cases, shooks, boxes and 
butter tubs, the goods identified in petitioner’s registrations Nos. 208,762; 
209,886 ; 632,965 and 633,818, bear no commercial relationship to doors of 
the overhead type. 

As to petitioner’s goods identified in its other registrations, viz. ply- 
wood panels and dimension veneer, in the absence of evidence concerning 
the channels of trade for these goods and those of respondent, the type 
and class of purchasers of these products, the circumstances surrounding 
the purchase of such products, or other pertinent facts, it cannot be said 
that these goods of the parties are so related that confusion as to origin 
would be likely. 

The petition for cancellation is dismissed. 
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GEORGE A. BREON & COMPANY v. SCHENLEY LABORA- 
TORIES, INC. (by change of name, SCHENLABS 
PHARMACEUTICALS, INC.) 


No. 37,235 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MAXICAL for nutritional supplement containing vitamins is not likely to be 
confused with MAXUKAL for injectable calcium preparation. 


Opposition proceeding by George A. Breon & Company v. Schenley 
Laboratories, Inc. (by change of name, Schenlabs Pharmaceuticals, Inc.), 
application Serial No. 8,270 filed May 14, 1956. Sustained. 


James F. Hoge, Lenore B. Stoughton, and Mercer L. Stockell, of New York, 
N. Y., and E. F. Wenderoth, of Washington, D. C., for opposer. 
Milton B. Seasonwein, of New York, N. Y., for applicant. 


Before BatLEY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

Schenley Laboratories, Inc., has filed an application to register 
MAXICAL for a nutritional supplement containing vitamins. Use since April 
17, 1956 is asserted. 

Registration has been opposed by George A. Breon & Company, regis- 
trant of MAXUKAL for an injectable calcium preparation.’ 

The record shows that opposer is engaged in the manufacture and 
sale of a wide variety of medicinal and pharmaceutical products. Opposer 
has continuously used the mark MAXUKAL for a calcium preparation indi- 
cated for low calcium tetany, intestinal, uretical and gall bladder colic 
and other allergic manifestations. Opposer’s MAXUKAL product is pro- 
moted to physicians and the drug trade and, is sold through the usual 
channels of trade for prescription drugs; and opposer enjoys substantial 
sales of this product. 

Applicant’s product is a high calorie food supplement which is adver- 
tised to the general public and which is sold with or without a doctor’s 
prescription. Applicant’s MaxicaL food supplement is sold through drug 
stores, and is or may be dispensed by physicians and through clinics and 
hospitals. 

The only question for determination is that of likelihood of confusion 
or mistake. 

Opposer’s calcium product is a prescription item in ampule form and 
is administered by doctors and other professional technicians by slow 
intravenous injection. Applicant’s product, on the other hand, is a food 
supplement intended for increasing the caloric value of the diet of persons 
wanting or needing to gain weight. This product is in dry form sold in 
one pound containers and is an over-the-counter item. In view of the 


1. Reg. No. 633,052, issued Aug. 21, 1956. 
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differences in methods of sale, there is no likelihood of confusion of the 
purchasing public. The products of the parties are available, however, in 
hospitals and clinics for administration to patients on a physician’s written 
or oral order, which may be by means of said trademarks. Under these 
circumstances, the striking similarities between MAXICAL and MAXUKAL in 
both sound and appearance are such that mistake on the part of hospital 
personnel as to which product was intended would be reasonably likely to 
occur. 
The opposition is sustained ; and registration to applicant is refused. 


CELANESE CORPORATION OF AMERICA v. A. MAIX'S-ING 
FABRICS, INC. 


No. 37,233 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
FORTASARAN for piece goods made in substantial part of saran is likely to be 
confused with FORTISAN yarns. 


Opposition proceeding by Celanese Corporation of America v. A. 
Maix’s-Ing Fabrics, Inc., application Serial No. 7,361 filed April 30, 1956. 
Sustained. 


Felix Klass and Abner Sheffer, of New York, N. Y., for opposer. 
Abraham Friedman, of Brooklyn, New York, for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


LEAcH, Member. 

An application has been filed by A. Maix’s-Ing Fabrics, Inc., to reg- 
ister the mark FORTASARAN for piece goods made in substantial part of 
saran. Use of the mark since March 22, 1956 is alleged. 

Registration has been opposed by Celanese Corporation of America, 
registrant of FORTISAN for yarns,’ and for piece goods made wholly or 
partially of yarns of the regenerated cellulose type. 

Opposer’s record shows that it has long been engaged in the manufac- 
ture and sale under the mark FoRTISAN of rayon yarns, which it markets 
to converters for use in the manufacture of decorative fabrics for draperies, 
curtains, and the like. Since 1955, opposer has spent in excess of $300,000 
in publicizing its FORTISAN yarns primarily through advertisements in 
nationally distributed consumer magazines, the purpose of which has been 
to educate the public as to the excellence of fabrics made of opposer’s yarn, 
and to create a demand therefor. Opposer also furnishes to its customers 
for use in connection with the retail sale of their fabrics hangtags which 
inform the purchaser that such fabrics are made of FORTISAN yarns. The 


1. Reg. No. 367,190, issued May 9, 1939. 
2. Reg. No, 399,688, issued Jan. 26, 1943, 
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record further shows that it is a common practice for department and other 
retail stores in their advertising material to use the mark FORTISAN in pro- 
moting the sale of fabrics made of opposer’s yarns. 

The sole issue to be determined is whether or not applicant’s mark 
FORTASARAN so resembles opposer’s mark FORTISAN as to be likely, when 
applied to applicant’s goods, to cause confusion in trade. 

There can be no question on the record presented in this case but that 
opposer’s mark FORTISAN is identified in the public mind with piece goods 
made of opposer’s yarns. 

The marks FORTISAN and FORTASARAN are quite similar in composition, 
appearance, and sound. Under these circumstances, it is concluded that 
purchasers might well suppose that applicant’s piece goods emanate from 
opposer or are made from opposer’s yarns; and in view of the similarity 
in sound, purchasers also might well make mistakes and receive applicant’s 
fabrics when they expected to get fabrics made from opposer’s yarns. 

The opposition is sustained, and registration to applicant is refused. 


CLUETT, PEABODY & CO., INC. v. BLOUGH-WAGNER 
MANUFACTURING CO., INC. 


No. 37,548 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
BLUE DART for line of children’s wear is not likely to be confused with ARROW 
for shirts and related haberdashery. BLUE DART for line of children’s wear is not 
likely to be confused with DART for shirts. 


Opposition proceeding by Cluett, Peabody & Co., Inc. v. Blough- 
Wagner Manufacturing Co., Inc., application Serial No. 27,011 filed March 
27, 1957. Sustained. 


Dudley B. Smith, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

Blough-Wagner Manufacturing Co., Inc., has filed an application to 
register BLUE DART for a line of children’s wear including sleep wear, play 
clothes and dress apparel such as trousers, shirts, neck ties and hats. 

Registration has been opposed by Cluett, Peabody & Co., Inc., regis- 
trant of part for shirt collars and dress shirts’ and of ARROW with an 
illustration of an arrow’ for wearing apparel. 





1. Reg. No. 213,939, issued to a predecessor on June 8, 1926, and renewed by 
opposer. 

2. Reg. No. 34,645, issued May 15, 1900, for collars and cuffs; Reg. No. 45,695, 
issued Aug. 29, 1905, for collars and cuffs; Reg. No. 75,369, issued Sept. 28, 1909, for 
outershirts of all kinds; and Reg. No. 107,962, issued Jan. 4, 1916, for shirts, collars 
and cuffs, each of which issued to a predecessor and has been renewed by opposer; and 
Reg. No. 340,809, issued Nov. 24, 1936, for collars, cuffs, shirts, handkerchiefs, under- 
wear for men and neckties, renewed. 
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Opposer is a manufacturer of men’s and boys’ dress shirts, sport 
shirts, underwear, sweaters, ties and other apparel. In connection with 
the sale of dress shirts, opposer uses ARROW with an illustration of an arrow 
in association with any one of a number of other marks, such as DART, PAR, 
DALE and ARDEN. During the period 1950 through 1957, opposer produced 
3,690,000 dozen men’s shirts bearing the designation part. Additionally 
during the period 1955 through 1957, 1500 dozen boys’ shirts bearing that 
designation were produced. Opposer and its dealers have featured DART 
in the advertisement and promotion of shirts. Opposer has, in the past 
ten years, spent in excess of $1,500,000 in advertising its parT shirts in 
national consumer magazines, and it has been estimated that opposer’s 
dealers have expended approximately $1,000,000 annually in the adver- 
tising of ARROW shirts, including DART. 

Applicant is a manufacturer of infants’ and children’s wear. Appli- 
cant has since November, 1956 used BLUE DART for its infants’ and chil- 
dren’s garments including boys’ shirts which it sells to specialty shops, 
chain stores and department stores. Applicant has advertised its BLUE DART 
products in a trade newspaper and promoted its products by means of a 
brochure. 

It is conceded that opposer is the prior user of its marks. 

Although opposer has pleaded likelihood of confusion as between its 
mark ARROW and applicant’s mark BLUE DART, it has not argued this matter, 
and it is apparent that these marks differ to such an extent that confusion 
is unlikely. 

Although opposer uses part to identify a particular style of shirt of 
its manufacture, the record clearly shows that Dart also functions as an 
indication of origin. 

The products of the parties are in part identical in kind. Dart and 
BLUE DART differ only to the extent that the latter mark includes a color 
designation. It is concluded therefore that confusion or mistake is likely. 


The opposition is sustained, and registration to applicant is refused. 


COLOURPICTURE PUBLISHERS, INC. v. ANCHOR 
PLASTICS COMPANY, INC. 


No. 37,465 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PLASTI-KROME for extruded plastic shapes is not likely to be confused with 
PLASTICHROME for post cards and pictorial reproductions in color. 


Opposition proceeding by Colourpicture Publishers, Inc. v. Anchor 
Plastics Company, Inc., application Serial No. 23,010 filed January 23, 
1957. Dismissed. 
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Morse & Altman, of Boston, Massachusetts, for opposer. 
Greene, Pineles & Durr, of New York, N. Y., for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


WALDSTREICHER, Member. 

An application has been filed by Anchor Plastics Company, Inc., to 
register PLASTI-KROME for extruded plastic shapes having a metal foil 
inlay. 

Registration has been opposed by Colourpicture Publishers, Inc., 
registrant of PLASTICHROME for post cards and pictorial reproductions in 
color.* 

The record shows that opposer has been using PLASTICHROME for pic- 
ture post cards and pictorial reproductions in color since April, 1949. 
Subsequent to that date, opposer extended the use of its mark to calendars 
and to a novelty item comprising a picture enclosed within a plastic viewer 
called a “peek” post card. Opposer’s PLASTICHROME products are sold 
directly to retail outlets, to wholesalers and to persons who use the products 
for advertising purposes, and the sales thereof during the period 1949 
through 1958 exceeded $6,350,000. PLASTICHROME products have been adver- 
tised in publications and directories and by means of point-of-sale devices. 

Applicant is engaged in the manufacture of a plastic material having 
a metal foil inlay, and has been using the mark PLASTI-KROME therefor since 
August, 1956. This product is sold in various shapes to manufacturers, 
and applicant’s sales thereof have exceeded $20,000 in value. Applicant 
has advertised its PLASTI-KROME product in a trade publication and has 
exhibited PLASTI-KROME extrusions at the “Design Engineering Show” held 
in New York City. 

Opposer used its mark first; and the similarity of the marks is self- 
evident. The sole question is whether or not the respective products are 
such that they might reasonably be attributed to a common producer. 

Opposer sells its products to the general purchasing public and, to 
some extent, to persons who might use such products in promoting their 
businesses and/or goods, some of whom, it may be assumed, are engaged 
in manufacturing. It is unlikely that the general purchasing public would 
even know about applicant’s product and hence, there would be no oppor- 
tunity for confusion so far as this class of purchaser is concerned. And 
since the goods of the parties are so different in all respects, it would be 
unreasonable to assume that industrial purchasers are likely to ascribe 
thereto a common origin. 

The opposition is dismissed. 





1. Reg. No. 532,499, issued Oct. 24, 1950. 
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DAGGETT & RAMSDELL, INC. v. I. POSNER, INC. 
No. 35,747 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
POSNER’S EBONAIRE for hair treatment kit is not likely to be confused with 
DEBONAIR for line of men’s toiletries. 


Opposition proceeding by Daggett & Ramsdell, Inc. v. I. Posner, Inc., 
application Serial No. 683,709 filed March 17, 1955. Dismissed. 
See also 48 TMR 251. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., for opposer. 
Howard A. Rosenberg, of New York, N. Y., for applicant. 


Before BAILEY, LEACH, and WALDSTREICHER, Members. 


Leacu, Member. 

I. Posner, Inc., has filed an application to register for a hair treatment 
kit, consisting of a pressing cream, a cosmetic scalp cream, and a cream 
curl, the following mark: 


POSNER'S 


-re@ 
al 
on 
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Use of the mark since January 4, 1954 is alleged. 

Registration has been opposed by Daggett & Ramsdell, Inc., registrant 
of the mark DEBONaIR for shaving lotions, hair tonics, perfumes, cologne, 
deodorants and taleum.’ Opposer’s mark as registered and used appears 
as follows: 


Debonair 


Opposer’s record shows that it uses the mark DEBONAaIR for a line of 
men’s toiletries, including a cream hair dressing for controlling dandruff, 
which are sold from house to house by salesmen for the Fuller Brush 
Company. 

Applicant is a manufacturer of toilet preparations designed and in- 
tended exclusively for use by Negro women, and it has, since January, 1954, 
used the mark POSNER’s EBONAIRE in connection with the sale of hair creams. 
One type of cream is used in conjunction with pressing combs and curling 
irons for straightening and curling kinky hair, and the other is a cream 


1. Reg. No. 538,612, issued Feb. 27, 1951. 
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for conditioning the hair and scalp. These products are marketed through- 
out the United States in beauty parlors, and in chain drug, grocery and 
variety stores. Sales of hair creams under the mark have amounted in 
value to approximately $400,000, and applicant has spent an estimated 
$85,000 in advertising the same through such media as radio, television, 
Negro newspapers, and Negro trade and consumer magazines of national 
circulation. 

Since opposer’s registration for DEBONAIR issued prior to applicant’s 
first use of POSNER’s EBONAIRE, there remains to be considered only the 
question of whether the resemblances between the marks are such as to be 
likely, when applied to the specified goods, to cause confusion in trade. 

DEBONAIR and POSNER’s EBONAIRE have some similarity in sound. On 
the other hand, they do not look alike, nor do they have similar connota- 
tions. 

Considering the differences between both the marks and goods in- 
volved, it is concluded that confusion in trade would not be likely.’ 

The opposition is dismissed. 


GARD INDUSTRIES, INC. v. MINNESOTA MINING AND 
MANUFACTURING COMPANY 


No. 37,371 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Applicant moved under Rule 2.132 for dismissal of opposition on ground that 

opposer failed to submit evidence in support of its pleading during time allowed, 
and that since pleaded registration indicates on its face that it issued to an entity 
other than opposer, it may not properly be relied on by opposer in this proceeding ; 
applicant filed copy of deposition of opposer’s president, but not a notice of 
reliance thereon as provided by Rule 2.120(d)2; deposition does not constitute part 
of record, and applicant’s motion is granted. 


Opposition proceeding by Gard Industries, Inc. v. Minnesota Mining 
and Manufacturing Company, application Serial No. 25,264. Dismissed. 


Jack E. Dominik, of Chicago, Illinois, for opposer. 
Carpenter, Abbott, Coulter & Kinney, of St. Paul, Minnesota, for applicant. 


Before LEACH, WALDSTREICHER, and LEFKOWITZ, Members. 


LEFKOWITzZ, Member. 

An application has been filed by Minnesota Mining and Manufacturing 
Company to register SCOTCHGUARD for a chemical composition for applica- 
tion to various surfaces to repel stains therefrom. 








2. The record shows that applicant’s hair creams are not sold together in a single 
container or kit. Accordingly, should applicant ultimately prevail herein, the Examiner 
of Trademarks should require an appropriate amendment to the identification of goods 
in its application. 
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Registration has been opposed by Gard Industries, Inc., asserted owner 
of the registered trademark Garp for a waterproofing composition suitable 
for waterproofing various types of materials including fabrics, leather, 
papers, ete., and articles or products made therefrom.’ 

Applicant has moved under Trademark Rule 2.132 for dismissal of the 
opposition on the ground that opposer has failed to submit any evidence 
in support of its pleading during the time allowed for that purpose, and 
that since the pleaded registration indicates on its face that it issued to an 
entity other than opposer, it may not properly be relied on by opposer 
in this proceeding. Opposer in response to applicant’s motion asserts that 
it proposes to rely on the discovery deposition of its president taken by 
and filed in this Office by applicant to substantiate its claim of ownership 
of the registration. 

Applicant has filed a copy of the deposition of opposer’s president, 
but it has not filed a notice of reliance thereon as provided by Trademark 
Rule 2.120(d)2. In accordance with the express provisions of that rule, a 
discovery deposition does not constitute a part of the record of a case 
unless and until the party offering the deposition, or any part thereof, in 
evidence files before the close of his testimony period a notice of reliance 
thereon setting forth in said notice the specific portions to be relied upon. 
Hence, the deposition of opposer’s president does not presently constitute 
a part of the record in this proceeding, and may not therefore be now 
relied on for any purpose by opposer. 

Accordingly, applicant’s motion is granted, and the opposition is dis- 
missed. 


GATEWAY CHEMICALS, INC. v. CHLORINE SOLUTIONS CO. 
No. 37,226 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Application to register SANI-POOL for germicidal disinfectant is opposed by 
user of same mark for chemical preparation used as disinfectant for swimming 
pools. Since applicant took no testimony nor offered any other evidence, it is 
restricted to filing date of application as its earliest use of mark. 
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Opposition proceeding by Gateway Chemicals, Inc. v. Chlorine Solu- 
tions Co., application Serial No. 18,997 filed November 9, 1956. Sustained. 


Frank H. Marks and Nathan N. Kraus, of Chicago Illinois, for opposer. 
Dean Read, of Los Angeles, California, for applicant. 


Before LEACH, WALDSTREICHER, and LEFKOWITz, Members. 
Leacu, Member. 

An application was filed November 9, 1956 by Chlorine Solutions Co. 
to register the mark sANI-POOL for a germicidal disinfectant and deodorizing 
product for use in cleaning swimming pools. Use of the mark since August 


15, 1956 is alleged. 


1. Reg. No. 580,910, issued Oct. 13, 1953 to Gard Industries, a firm. 
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Registration has been opposed by Gateway Chemicals, Inc., which 
alleges prior use of the identical mark SANI-PooL for a chemical prepara- 
tion used as a disinfectant and deodorant for swimming pools. 

The marks of the parties consist of the same term SANI-POOL, and the 
goods to which they are applied are identical in kind. The sole issue to be 
determined is that of priority of use. 

The testimony and documentary proofs offered in opposer’s behalf 
show that it has used the mark SANI-POOL in connection with the sale and 
advertising of its product since as early as 1954. 

Since applicant has taken no testimony or offered any other evidence, 
it is restricted to the filing date of its application, namely, November 9, 
1956, as its earliest use of the mark SANI-POOL. 

The record clearly shows that opposer’s rights in the mark in issue 
are superior to those of applicant. 

The opposition is sustained, and registration to applicant is refused. 


GENERAL ANILINE & FILM CORPORATION v. 
HELIOGEN PRODUCTS, INC. 


No. 36,931 — Trademark Trial and Appeal Board — December 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
HELIOGEN for disinfectant is not likely to be confused with same mark for 
medicinal and hygienic toilet preparations. 


Opposition proceeding by General Aniline & Film Corporation v. 
Heliogen Products, Inc., application Serial No. 9,721 filed June 6, 1956. 
Dismissed. 


Henry W. Coughlin, Walter G. Hensel, and George L. Tone, of New York, 
N. Y., for opposer. 
Burgess, Dinklage & Sprung, of New York, N. Y., for applicant. 


Before BarLEY, LEACH, and WALDSTREICHER, Members. 


Leacu, Member. 

An application has been filed by Heliogen Products, Inc. to register 
the mark HELIOGEN for a disinfectant, use since March 29, 1956 being 
alleged. Applicant is the registrant of HELIOGEN for medicinal and hygienic 
toilet preparations for use as a bath tonic or as an antiseptic and/or 
germicidal solution or powder ;’ and for medicinal and hygienic prepara- 
tions, namely, antiseptics and germicides.’ 

Registration has been opposed by General Aniline & Film Corporation, 
registrant of HELIOGEN for pigment dyestuffs.* 





1. Reg. No. 334,740, issued May 12, 1936 to a predecessor, renewed by applicant. 

2. Reg. No. 610,931, issued Aug. 23, 1955; Reg. No. 631,191, issued July 24, 1956; 
and Reg. No. 628,121, issued June 5, 1956. 

3. Reg. No. 349,318, issued Aug. 24, 1937 to a predecessor, renewed by opposer. 
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Opposer and its predecessor in business have used the mark HELIOGEN 
for pythalocyanine pigments since January, 1936. Opposer’s pigments are 
marketed in paste and powder forms to industrial concerns for use as 
coloring ingredients in the manufacture of a wide variety of products 
including paints, textiles, cement, printing and textile inks, and roofing 
granules. Opposer also manufactures organic mercury and dichlorophene 
compounds having, among other things, fungicidal and bactericidal prop- 
erties, which it sells under other of its marks to the paint, paper and 
textile manufacturing industries for use as mildew-proofing and preserva- 
tive agents. 

Through predecessors in business, applicant, since early in 1935, has 
continuously used the mark HELIOGEN in connection with the manufacture 
and sale of a potassium iodide and chloramine-T compound having germi- 
cidal, fungicidal, virucidal and bactericidal properties. Prior to 1956, 
applicant’s product was extensively promoted and marketed in tablet form 
exclusively to the medical and dental professions for use, among other 
purposes, in the treatment of gingivitis, Vincent’s disease, acute peri- 
coronitis, general oral or throat infections, and as a routine mouth wash 
in oral hygiene. As a pharmaceutical preparation, it was made available 
to the general public only on a physician’s prescription. It had long been 
known, however, that applicant’s HELIOGEN compound was highly effective 
as a disinfectant, and, in 1956, applicant began promoting the sale of its 
product in powder form to the dairy, brewing, food processing, and serum 
manufacturing industries for use as a sanitizing or sterilizing agent for 
equipment coming into contact with foods and other goods intended for 
human consumption. 

Opposer contends that there is a “substantial hazard” that applicant’s 
HELIOGEN disinfectant will ultimately be offered for sale to the same indus- 
trial concerns which purchase opposer’s HELIOGEN pigments, and that such 
concerns, being familiar with the fact that opposer also sells chemical com- 
pounds having fungicidal and bactericidal properties, might well suppose 
that applicant’s product emanated from opposer. The difficulty with this 
argument is that opposer does not advertise or recommend its chemical 
compounds for use as disinfectants, and there is nothing in the record 
from which it may be ascertained that applicant’s product has any utility 
in the fields of trade to which opposer’s goods pertain. 

Considering the differences in the actual nature, properties, and 
uses of the goods of the parties, as shown by the record, together with 
the differences in the class of purchasers for whom they are intended, it is 
concluded that there is no reasonable likelihood of confusion in trade. 

The opposition is dismissed. 
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EX PARTE COMMISSARY CORPORATION 


Commissioner of Patents — November 12, 1958 


REGISTRATION PROCEDURE—APPLICATION 
On rehearing and supplemental showing of use of the mark in commerce, the 
mark DAIRY ISLE is passed for publication, but certain goods are deleted in view of 
failure to show use of the mark on those goods. 


Application for trademark registration by Commissary Corporation, 
Serial No. 693,309 filed August 18, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed at 48 TMR 


1156. On petition for reconsideration. Petition granted. 
Ray 8. Pyle and Thomas E. Fisher, both of Cleveland, Ohio, for applicant. 


LEEDs, Assistant Commissioner. 

Following the decision on June 6, 1958 (48 TMR 1156), refusing regis- 
tration on this application, applicant filed a request for rehearing. The 
request was granted, and applicant was given leave to supplement its 
record and to submit additional argument by way of brief. 

The record now shows that ice cream and sherbet mixes and toppings 
and certain ingredients of milk shakes are shipped on behalf of applicant 
in interstate commerce under the mark DAIRY ISLE, and that the products 
so shipped are used by applicant’s related companies in the preparation 
under applicant’s control of finished ice cream, sherbets and milk shakes 
for sale to consumers. The record now clearly supports applicant’s right 
to register DAIRY ISLE. 

The ground for refusing registration in the decision reported at 117 
USPQ 407 having been overcome, that decision is hereby overruled, and 
applicant’s mark should be published in accordance with Section 12(a). 

Applicant admits that it makes no use in commerce of its mark on 
“food beverages, namely, coffee, tea and milk,” and it has submitted an 
amendment deleting these products from the application. Entry of the 
amendment is approved and the deletion will be made before publication. 


AMERICAN-MARIETTA COMPANY v. AMERICAN 
FABRICATORS, INC. 


No. 5,505 — Commissioner of Patents — November 19, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—INTERFERENCE 
The grant of a motion to dismiss an interference between AMDECK for wooden 
planks used for roofing and decking purposes, and AMDEK for prestressed concrete 
slabs used as decking or flooring in the construction of bridges, was erroneous since 
the question of whether or not a likelihood of confusion existed was not free of doubt. 


Interference proceeding between American-Marietta Company, appli- 
cation Serial No. 2,942 filed February 20, 1956 and American Fabricators, 









Vol. 49 T.M.R. 





AMERICAN-MARIETTA CO. v. AM’N FABRICATORS 367 





Inc. (assignee of American Fabricators, a division of Bellingham Ship- 
yards Co.), application Serial No. 2,738 filed February 16, 1956. American 
Fabricators, Ine. appeals from decision of Examiner of Trademarks 
granting motion to dissolve interference. Reversed. 


Schneider, Dressler, Goldsmith & Clement, of Chicago, Illinois, for 
American-Marietta Company. 

Reynolds, Beach & Christensen, of Seattle, Washington, for American 
Fabricators, Ine. 


LEEpDs, Assistant Commissioner. 


American Fabricators, Inc. (hereinafter called Fabricators), through 
a predecessor, filed an application on February 16, 1956 to register AMDECK 
for tongue-and-groove wooden planks used for roofing and decking pur- 
poses. Use since May of 1954, is asserted. 

. American-Marietta Company (hereinafter called Marietta) filed an 
application on February 20, 1956, to register AMDEK for prestressed con- 
crete slabs used as decking or flooring in the construction of bridges. Use 
since December 2, 1954, is asserted. 

An interference was instituted, and Marietta filed a motion to dis- 
solve on the ground that there is no interference in fact in view of “the 
differences in marks and the distinct differences in the goods.” 

The Examiner of Trademarks granted the motion, stating that while 
the marks look and sound alike and the goods have like uses, when con- 
sideration is given to the fact that the goods are purchased by “dis- 
criminating purchasers” through different channels of trade, and to the 
improbability that the wooden planks and the concrete slabs identified in 
the applications would ever have a common origin, there is no likelihood 
of confusion of purchasers. 

On reconsideration, the Examiner of Trademarks reversed his pre- 
vious holding and stated in effect that since the marks are practically 
identical in appearance and identical in sound, and since the goods are 
“competitive,” because they have a common use, confusion of purchasers 
is likely. The motion was, therefore denied. 

On second reconsideration, the Examiner of Trademarks granted the 
motion to dissolve, holding that “because of the fact that the trademarks 
are not identical and the goods are bought by ‘discriminating’ purchasers ; 
it hardly seems possible that there would be the slightest reason for con- 
fusion in trade.”’ The motion to dissolve was granted. 

A third reconsideration was requested, and the Examiner of Trade- 
marks adhered to his decision granting the motion to dissolve. 

Fabricators has appealed. 

The marks phonetically are identical; the marks have identical deriva- 
tion, the first syllable being the first syllable of each party’s trade name 
and the second being the first syllable of “decking”; the goods of the 
parties are structural decking members which appear to have overlapping 








oa a 





ae ~ 





7 
i : 








Pran fe 








: 





————eCcosxK eae 


ne 







































Wee 


368 THE TRADEMARK REPORTER Vol. 49 T. M. R. 





and conjoint uses; and the purchasers of the products of the parties are 
likely to be the same. Hence the parties appear in fact to be competitors. 
These facts lead to a conclusion that the matter of likelihood of confusion 
is not free from doubt—and the actions of the Examiner of Trademarks 
support such a conclusion. Where such doubt exists, the interference 
should not be dissolved on motion, but should proceed to trial at which 
time each of the parties may present evidence in support of its contentions. 

The action of the Examiner of Trademarks granting the motion to 
dissolve is reversed, and the interference will go forward. 


BARBERA PACKING CORPORATION v. A. B. C. 
PACKING COMPANY 


No. 35,758 — Commissioner of Patents — November 19, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Confusion is likely between registrant’s ABC, and design, for fresh vegetables 
and fruit and applicant’s Bac for potatoes; the letters in applicant’s mark are 
arranged in a diagonal line with the letter “A” appearing in a larger size, thus 
making it likely that purchasers would read the mark as ABC. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
The fact that the staff of a magazine mistakenly printed applicant’s mark as 
ABC rather than as BAC indicated that such mistake by the public would be inevitable. 


Opposition proceeding by Barbera Packing Corporation v. A. B. C. 
Packing Company, application Serial No. 682,222 filed February 24, 1955. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Harris, Kiech, Foster & Harris, of Los Angeles, California, for opposer- 
appellee. 
Cushman, Darby & Cushman, of Washington, D. C., for applicant-appellant. 


LEEps, Assistant Commissioner. 
An application has been filed by A. B. C. Packing Company to register 
as a trademark for potatoes the following: 


Use since March 1, 1954, is asserted. 
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Registration has been opposed by Barbera Packing Corporation, regis- 
trant of A BC, and design, for fresh vegetables, fresh deciduous fruits and 
fresh grapes.’ 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 


24 
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The record shows that opposer’s use of A B c as a trademark for fresh 
fruits and vegetables antedates applicant’s use of its mark by almost 
twenty years. Opposer has advertised its products extensively under the 
mark in national produce publications, and its annual sales approximate 
eight hundred thousand dollars in value, indicating that opposer’s mark 
is well and favorably known in the fresh produce field. ie 
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Applicant’s corporate name is A. B. C. PACKING COMPANY, and it has 
adopted the same letters for use as its trademark, arranging them in a 
diagonal display in the order of B-A-c with the a at least one-third larger 
than the other letters. The letter a predominates because of its size, and 
by reason thereof, and of the ordinary alphabetical order of these letters, 
purchasers and others would be likely to view applicant’s mark as A B ©, 
particularly when the letters appear in that order in its tradename which 
is also set forth on the potato bags. This conclusion is supported by a 
showing in the record that THE PACKER, a national produce magazine, 
earried an advertisement of applicant’s potatoes identified as a Bc. Testi- 
mony on behalf of applicant is to the effect that the advertisement reflected 
an error on the part of the staff of the periodical, but if the staff of the 
magazine, in which opposer’s fresh fruits and vegetables are also ad- 
vertised, makes such a “mistake,” confusion and mistake on the part of 
the purchasing public is inevitable. 4 
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The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 


DAGGETT & RAMSDELL, INC. v. THE PROCTER & 
GAMBLE COMPANY 


No. 35,444 — Commissioner of Patents — November 19, 1958 





REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

No likelihood of confusion exists between PERSONAL BLEND for shampoo, and 
PERSONAL CHOICE for after-shave lotion, cologne, tale, and deodorant cream; the ,, 
first mark suggests that someone has done something special for the purchaser, es 
whereas the second one suggests something the purchaser does for himself. 





Opposition proceeding by Daggett & Ramsdell, Inc. v. The Procter & 
Gamble Company, application Serial No. 678,258 filed December 13, 1954. 


= 





1. Reg. No. 623,180, issued Mar. 13, 1956. The application which matured into 
this registration was copending with the application involved in this proceeding, and 
although the dates of filing and the alleged dates of use entitled the present applicant 
to have an interference instituted, no interference was declared. 
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Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., for opposer- 
appellant. 

Allen & Allen and Erastus 8. Allen, of Cincinnati, Ohio, for applicant- 
appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by The Procter & Gamble Company to 
register PERSONAL BLEND for shampoo, use by applicant’s wholly-owned 
subsidiaries (related companies) since August 3, 1954, being asserted. 

Registration has been opposed by Daggett & Ramsdell, Inc., registrant 
of PERSONAL CHOICE for after shave lotion, cologne, tale, and deodorant 
cream.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The application in this proceeding was involved in another opposition’ 
in which applicant consented to sustaining the opposition. Irrespective 
of the outcome of this proceeding, applicant is not entitled to registration, 
but opposer has pressed for a determination on the merits. 

PERSONAL BLEND on shampoo suggests that someone has done something 
special for the purchaser; whereas PERSONAL CHOICE on after shave lotion 
and on opposer’s products suggests something which the purchaser does 
for himself. Considering the differences in the reactions stimulated by 
the respective marks when applied to the products, it is concluded that 
there is no likelihood of confusion or mistake of purchasers. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


LONG ISLAND SHOWER DOOR CO., INC. v. 
AMERIDOR CORP. 
No. 36,516 — Commissioner of Patents — November 19, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
There is no likelihood of confusion between AMERIDOR, for sliding glass door 
and wall panels, and MERMADOR for shower doors of glass. 


Opposition proceeding by Long Island Shower Door Co., Inc. Vv. 
Ameridor Corp., application Serial No. 650 filed January 13, 1956. Ap- 
plicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


1. Reg. No. 602,828, issued Mar. 1, 1955. Applicant counterclaimed for cancella- 
tion of opposer’s registration, but the counterclaim was dismissed for failure to state a 
claim upon which relief could be granted. 

2. Roux Distributing Co., Inc. v. The Procter ¢ Gamble Company, Opposition 
No. 35,436. 
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Richards & Geier, of New York, N. Y., for opposer-appellee. 
William R. Liberman, of New York, N. Y., for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Ameridor Corp. to register AMERIDOR 
for sliding glass door and wall panels and components thereof, use since 
December 2, 1954, being asserted. 

Registration has been opposed by Long Island Shower Door Co., Ine., 
which alleges such close resemblance of applicant’s mark to its own mark 
MERMADOR, previously used on glass panel shower doors,’ as to be likely 
to cause confusion, mistake or deception of purchasers. 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The record shows that opposer used its mark on shower doors before 
applicant used its mark on the same product. There is no question but 
that the products are competitive, leaving for consideration only the 
matter of resemblance of the marks. 

Opposer’s mark MERMADOR, when applied to shower doors, suggests 
“mermaid door,” and that it is intended to have such suggestiveness is 
borne out by the fact that opposer customarily uses an illustration of a 
mermaid in conjunction with its word mark. 

Applicant’s mark AMERIDOR when applied to shower doors, suggests 
AMERICAN DOOR and appears to be an elision of that term. 

The marks do not look alike, they do not sound alike when they are 
pronounced in an ordinary way, and their suggestiveness is entirely differ- 
ent. There is nothing in the record which leads me to conclude that 
purchasers of shower doors are likely to be confused, mistaken or deceived. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


MANCHESTER HOSIERY MILLS v. COLONIAL ART 
COMPANY, INC. 


No. 36,387 — Commissioner of Patents — November 19, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found between LADY HAMPSHIRE and LADY HAMILTON 
both for ladies’ stockings. 


Opposition proceeding by Manchester Hosiery Mills v. Colonial Art 
Company, Inc., application Serial No. 685,961 filed April 21, 1955. Ap- 
plicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 





1. Opposer owns Reg. No. 599,854, showing MERMADOR, with an illustration of a 
mermaid, for shower doors and shower partitions made of glass, fiber glass, or metal, 
but such registration was not pleaded. 
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Coleman T. Bahn, of Boston, Massachusetts, for opposer-appellee. 
Chapin & Neal, of Springfield, Massachusetts, for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register LADY HAMILTON for stockings, 
use since March 3, 1955, being asserted. 

Registration has been opposed by Manchester Hosiery Mills, user of 
LADY HAMPSHIRE for stockings. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer has used LADY HAMPSHIRE as a trade- 
mark for women’s nylon stockings since 1950, and more than five million 
pairs of stockings bearing the mark have been sold. Some three hundred 
thousand dollars have been spent by opposer in advertising its LADY 
HAMPSHIRE stockings by radio and television, in newspapers and magazines, 
and on point of sale displays. Opposer unquestionably enjoys a valuable 
good will symbolized by its mark. 

The only question presented is whether or not LADY HAMILTON so 
resembles LADY HAMPSHIRE when used on stockings, as to be likely to cause 
confusion, mistake or deception of purchasers. 

Each of the marks suggests a titled lady, and each of the marks in- 
cludes the word Lapy followed by a name beginning with Ham, but there 
the resemblance ceases. HAMILTON and HAMPSHIRE are both surnames 
and geographical names, and it seems to me that this fact makes the marks 
readily distinguishable. People—including women, who are the average 
purchasers of stockings—are accustomed to distinguishing such names as 
surnames and as geographical names; and there is nothing in the record 
which indicates that they would be less likely to distinguish them when 
they are combined with the word Lapy and used as trademarks. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


EX PARTE THE CRUSHPROOF TUBING COMPANY 


Commissioner of Patents—December 15, 1958 


REGISTRATION PROCEDURE—APPLICATION 
REGISTRATION PROCEDURE—EVIDENCE 
Applicant was given three opportunities to submit evidence to overcome refusal 
of Examiner of Trademarks, but preferred to rely on argument alone; having so 
elected and having waited almost six months before requesting reopening, petition 
is dismissed; remedy, if any, is by way of filing new application accompanied by 
evidence of distinctiveness referred to in petition. 


Application for trademark registration by The Crushproof Tubing 
Company, Serial No. 1,939 filed February 2, 1956. Applicant appealed from 
decision of Examiner of Trademarks refusing registration. Affirmed at 
48 TMR 1271. Petition to reopen application, dismissed. 
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Schramm & Knowles and Bosworth, Sessions, Herrstrom & Knowles, of 
Cleveland, Ohio, for applicant. 


LEEDS, Assistant Commissioner. 

Almost six months after registration was refused by the Commissioner 
on appeal (48 TMR 1271), The Crushproof Tubing Company has peti- 
tioned for an order reopening the application so that evidence of distine- 
tiveness might be presented. 

The first action of the Examiner of Trademarks, dated April 20, 1956, 
stated that the term CRUSHPROOF is merely descriptive of the goods. 

Six months later, on October 17, 1956, applicant responded with an 
argument, but no evidence to overcome the refusal was offered. 

On November 23, 1956, the examiner stated that the term CRUSHPROOF 
would be regarded by purchasers as use of the term in its primary sense, 
and refused registration, citing pertinent cases. 

On May 22, 1957, applicant responded with further argument after 
having had an interview with the examiner. 

On July 8, 1957, the examiner again refused registration stating that 
it is believed that cRUSHPROOF directly describes a characteristic of the 
hose and that purchasers would readily understand what that character- 
istic is. 

Applicant appealed, and on June 9, 1958, the examiner’s refusal was 
affirmed. 

On December 4, 1958, applicant filed this petition. 

Applicant was given three opportunities to submit evidence to over- 
come the refusal of the Examiner of Trademarks, but it preferred to rely 
upon argument alone. 

Having so elected, and having waited for almost six months before 
requesting a reopening, the petition is dismissed; and applicant’s remedy, 
if any, is by way of filing a new application accompanied by the evidence 
which it refers to in the petition. 





AMERICAN-MARIETTA COMPANY (assignee of THE ARCO 
COMPANY) v. RAROLITE CHEMICAL CO., INC. 


No. 33,868 — Commissioner of Patents — January 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
RARCO for textile printing inks is not likely to be confused with arco and 
related marks for paints; consideration is given to different trade channels through 
which products move. 


Opposition proceeding by American-Marietta Company (assignee of 
The Arco Company) v. Rarolite Chemical Co., Inc., application Serial No. 
634,339 filed August 22, 1952. Opposer appeals from decision of Examiner 
of Interferences dismissing opposition. Affirmed. 
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Margaret V. Wiest, of Washington, D. C., and Schneider, Dressler, Gold- 
smith & Clement, of Chicago, Illinois, for opposer-appellant. 
Harry Price, of New York, N. Y., for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by Rarolite Chemical Co., Inc., to register 
RARCO for textile printing inks,' use since May 15, 1952 being asserted. 

Registration is opposed by American-Marietta Company, assignee of 
The Arco Company, registrant of arco for waterproof structural and roof 
paint ;* ARCO and a circle design for ready-mixed paints and varnishes*® and 
for waterproofing compounds ;* ARCOZON on a geometric background design 
for lacquers ;° ARCOVAR for enamel paints and varnishes ;° arcoTuM for water- 
proof structural and exterior paint;’ and GaLvarco for galvanized iron 
primer.® 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that in the paint and coatings field opposer has a 
very valuable business good will symbolized by its various arco marks. The 
record also shows that opposer has made some small amounts of graining 
inks, overlay inks and ink bases—apparently on special order—but the 
purchasers do not appear to be in, or related to, the textile field. In answer 
to a directly leading question, one of opposer’s witnesses testified that 
opposer was equipped to produce inks for any purpose, but the record fails 
completely to show production of any kind of inks other than those above 
mentioned. Moreover, it does not appear that opposer has engaged in any 
promotional activity which would cause the textile trade, to which appli- 
eant’s textile printing inks would normally be sold, to think of opposer as 
a producer of textile printing inks. 

Opposer’s products are advertised in building and building mainte- 
nance trade magazines, and it would appear from the very nature of 
applicant’s products that if it is advertised at all, it would be advertised 
in textile trade journals. 

Although the marks look and sound a great deal alike, the record 
leads to a conclusion that applicant’s mark, when applied to textile printing 





1. Applicant has identified its products as “Inks, namely, dispersions of pigments 
in synthetic resin and rubber solutions and lacquers useful in textile printing.” The 
common commercial name of applicant’s products are “Textile printing inks,” and in 
the event applicant finally prevails in this proceeding, it is recommended that the appli- 
cation be amended so to identify the goods before the registration issues. 

2. Reg. No. 52,055, issued to a predecessor on May 1, 1906, renewed twice by 
opposer. 

3. Reg. No. 124,361, issued Feb. 11, 1919, renewed and published in accordance 
with See. 12(¢) on Sept. 6, 1949. 

4. Reg. No. 118,847, issued Oct. 9, 1917, renewed. 

5. Reg. No. 229,122, issued June 21, 1927, renewed and published in accordance 
with See. 12(¢) on Dee. 7, 1948. 

6. Reg. No. 258,166, issued June 25, 1929, renewed and published in accordance 
with See. 12(c). 

7. Reg. No. 534,673, issued Dec. 12, 1950. 

8. Reg. No. 619,333, issued Jan. 17, 1956. 
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inks, is not likely to cause confusion, mistake or deception. The products 
of the parties move through different trade channels, are likely to be adver- 
tised to different trades, and are likely to be sold to entirely different aver- 
age purchasers. There seems to be little, if any, opportunity for confusion, 
since the products are not likely to meet in the markets, and there is nothing 
in the record which suggests that textile printing inks are ever produced 
by paint manufacturers or that the purchasers of such inks would be likely 
to attribute their origin to a paint manufacturer. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


FARRINGTON MANUFACTURING COMPANY v. 
LeFEBURE CORPORATION 


No. 36,164 — Commissioner of Patents — January 5, 1959 





REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SCAN-DEX for account cards, ledger sheets, and similar forms is likely to be : 
confused with SCANDEX in phrase THE SCANDEX SYSTEM used by manufacturer of 
data processing equipment; consideration is given to fact that some manufacturers 
of equipment such as opposer’s also sell business forms under same mark. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer made substantial investment in promoting equipment prior to appli- hig 
cant, but applicant was first to make sale; opposition affirmed. 


Opposition proceeding by Farrington Manufacturing Company v. 
LeFebure Corporation, application Serial No. 693,467 filed August 22, 
1955. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Affirmed. 


> eae 


ah 


Rowland V. Patrick, of Boston, Massachusetts, for opposer-appellee. tat 
Flournoy Corey, of Cedar Rapids, Iowa, and Irving M. Tullar, of Wash- 
ington, D. C., for applicant-appellant. 


« 


LEEDS, Assistant Commissioner. fs 

An application has been filed by LeFebure Corporation to register & 
SCAN-DEX for account cards, ledger sheets, and similar forms, use since oe 
June 28, 1955 being asserted. Me 


%: 
i 


Registration has been opposed by Farrington Manufacturing Com- 
pany, manufacturer of data processing equipment in connection with 
which it uses SCANDEX in the phrase THE SCANDEX SYSTEM.’ 

The Examiner of Interferences sustained the opposition, and applicant ; 
has appealed. ia 


1. The commonly used commercial name for applicant’s products appears to be 


“business forms for visible index filing”; and if applicant ultimately prevails in this 
proceeding, it is recommended that the application be amended so to identify the goods. > 
2. Opposer’s Reg. No. 637,693, issued Nov. 27, 1956, after this proceeding was Ps 


instituted, 
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The record shows that opposer has for a long time been engaged in 
selling and renting credit identification systems in connection with which 
it uses the marks CHARGA-PLATE and CHARGA-MATIC. In the early months 
of 1954, opposer interested itself in developing for use with its credit 
identification systems equipment which would be able electronically to 
read, verify, and key punch on a tabulating card various sales data. 

In June of 1954, opposer entered into negotiations with a builder of 
electronic equipment, and these negotiations led to an agreement whereby 
an electronic data processing unit comprising an interpreter, scanner, key 
punch machine and adding machine was built for opposer at a cost of 
thirty thousand dollars. 

In January of 1955, opposer adopted the phrase THE SCANDEX SYSTEM 
to identify the equipment. In order to promote the sale or rental of the 
equipment, opposer planned a series of demonstrations in New York City, 
and about February 15, 1955, invitations were mailed by opposer to some 
two hundred fifty prospective customers inviting them to a “preview” of 
THE SCANDEX SYSTEM described as “a new electronic development designed 
for automatie card punching of credit sales.” The demonstrations of the 
equipment were held at the Roosevelt Hotel in New York from February 
28 through March 11, 1955. Brochures featuring THE SCANDEX SYSTEM and 
pictures of the equipment, were distributed at the demonstrations to some 


375 persons in attendance, representing banks, department stores, insur- 
ance companies, oil companies, airlines, railroads and the like. The cost 
to opposer of the demonstrations was about eighteen thousand dollars. 


On March 2, 1955, opposer gave a press luncheon at which press 
releases were distributed, and news articles describing THE SCANDEX SYSTEM 
being offered by opposer appeared in some 250 newspapers covering sub- 
stantially the entire country and in a number of nationally circulated busi- 
ness and trade magazines. 

Following the demonstrations, and the widespread publicity given to 
THE SCANDEX SYSTEM, opposer received numerous requests for information, 
and on May 20, 1955, Standard Oil Company of California telegraphed 
opposer that it would be willing to field-test the equipment in its Salt 
Lake City office. Opposer had a second unit built, and on February 20, 
1956 the equipment was shipped. Shortly before testimony was taken, 
like equipment was shipped by opposer to the San Francisco office of 
Standard Oil Company of California, and negotiations for rental of the 
equipment were under way at the time testimony was taken on March 28, 
1956. 

Applicant has, for many years, sold stationery items, including account 
cards, ledger sheets, index cards and other forms having indicia tabs for 
alphabetical indexing. In 1955 applicant adopted ScAN-DEx for use as a 
trademark for such business forms, and it made first shipments under 
the mark on June 28, 1955. Since that time, applicant has participated 
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in many trade shows, and the record contains evidence of sales in an 
amount in excess of eleven thousand dollars. 

The average purchasers or lessees of opposer’s equipment identified 
aS THE SCANDEX SYSTEM are also purchasers of business forms, some of 
which (e.g., tabulating cards) are used as an adjunct to the electronic 
equipment. 

It is common knowledge that some manufacturers, sellers and lessors 
of equipment such as opposer’s also sell business forms under the same 
trademark. Under these circumstances, it is concluded that users of THE 
SCANDEX SYSTEM equipment and others familiar with it would be apt to 
assume that SCAN-DEX business forms come from the same company or that 
the producers of the equipment and the business forms are in some way 
connected with each other. This is a type of confusion against which the 
statute is directed. Opposer’s substantial investment ($30,000 for a proto- 
type and $18,000 in introducing and promoting the unit) in connection 
with the term THE SCANDEX SYSTEM prior to applicant’s adoption of 
SCAN-DEX, and its investment in building two additional units ($60,000 or 
more) within a relatively short time after applicant’s adoption and use of 
SCAN-DEX, would be adversely affected by issuance of a registration to 
applicant. 


The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


GENERAL FOODS CORPORATION [assignee of PERKINS 
PRODUCTS COMPANY) v. THE CHICAGO DIETETIC 
SUPPLY HOUSE, INC. 


No. 36,006 — Commissioner of Patents — January 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
COOL sIP for a liquid concentrate and a preparation in powder form for making 
dietary soft drinks is likely to be confused with KooL-aip for powdered preparations 
for making soft drinks. 


Opposition proceeding by General Foods Corporation (assignee of 
Perkins Products Company) v. The Chicago Dietetic Supply House, Inc., 
application Serial No. 699,061 filed November 29, 1955. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Re- 
versed. 

Lester E. Waterbury and Frederick F. Mack, of New York, N. Y., Frederick 
H. Heck, of White Plains, New York and Thomas L. Mead, Jr., and 
Francis C. Browne, of Washington, D. C., for opposer-appellant. 

James 8. Valentine and John B. Hosty. of Chicago, Illinois, for applicant- 
appellee. 


met eh r = 2. ra 
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LEEDS, Assistant Commissioner. 

An application has been filed by The Chicago Dietetic Supply House, 
Ine., to register coou sip for a liquid concentrate and a preparation in 
powder form for making dietary soft drinks. Use since November of 1935 
is asserted. 

Registration is being opposed by General Foods Corporation, regis- 
trant of KooL-a1pD for powdered preparations, in assorted flavors, for making 
soft drinks.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer’s products are very extensively sold 
under the mark KOOL-AID, total sales having exceeded one hundred sixty 
million dollars in value, and more than eighty million dollars in value 
during the years 1953-1956 alone. Consumer advertising expenditures 
during 1953-1956 exceeded five and a half million dollars. Opposer’s 
products are sold nationally in more than ninety percent of the food stores 
in the country, in candy stores, delicatessens, five-and-ten-cent stores, de- 
partment stores and general stores. 

In 1935 applicant commenced using CooL sip on a liquid concentrate 
for making dietary beverages; and in 1954 it introduced into the market 
a powder base for dietary beverages and extended its use of coon sip to that 
product. The extent of applicant’s sales and the amount of money, if any, 
spent in promoting a consumer demand for the products and a public 
consciousness of the trademark do not appear. 

The major difference between the powder beverage bases of the parties 
is that applicant’s is an artificially sweetened base for use in sugar re- 
stricted and low ealorie diets, whereas opposer’s product is ordinarily used 
with sugar in making the finished drink, though the packages in evidence 
indicate that non-caloriec sweeteners may be used. 

The products of the parties are likely to be sold in at least some of 
the same stores, but they are apt to be sold in different sections or depart- 
ments—applicant’s probably being sold with other dietetic products. 

Applicant contends that there is no likelihood of confusion, mistake 
or deception of purchasers because (a) the packages do not look alike 
but this is not a proceeding involving registration of packages; (b) AID and 
sip do not look or sound alike—but the marks under consideration are not 
AID and sip; (¢€) KOOL-AID is a unitary term and CooL sIP consists of two 
well-known words—but opposer’s mark is a compound hyphenated term 
consisting of two well-known words, and applicant’s mark is a compound 
unhyphenated term consisting of two well-known words; and (d) “the 
word KOOL or cooL would appear to be marginal as applied to most bev- 
erages for human consumption”’—but the meaning of “marginal’’ in this 
context is neither apparent nor explained. 








1. Reg. No. 317,955, issued to a predecessor on Oct. 9, 1934, renewed; and Reg. 
No. 623,164, issued to a predecessor on Mar. 13, 1956. 
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Opposer contends that the products are, for all practical purposes, 
the same, amenable to the same kind of promotion, inexpensive, not care- 
fully purchased, and “naturally” move in the same channels of trade; and 
concludes therefrom that if applicant’s product is sold alongside opposer’s, 
confusion, mistaken and deception are bound to result. As was said in 
Miles Laboratories, Inc. v. Goodfriend, 106 USPQ 336, 337 (45 TMR 1380) 
(Com’r., 1955), “As important as identity of goods in this case, it seems 
to me, is the difference in goods.” And in the present case, it seems to me 
that the fact that the products are likely to be sold in different sections 
of the same stores enhances the probability of confusion, because it is 
believed that persons familiar with opposer’s powdered beverage base 
widely sold under its well-known trademark KOOL-AID are likely, upon 
seeing applicant’s CooL sip powdered beverage base in dietetic stores or 
dietetic sections or departments of food stores, to associate the product 
with opposer’s and to assume that it is a dietetic product being put out by 
opposer. This conclusion does not overlook the fact that opposer spells 
the KOOL portion of its mark with an intial “K” while applicant uses an 
initial “C.” It is common knowledge that the general buying public does 
not carry clear recollections of the exact spelling of trademarks; they are 
governed by a general impression, and there is not likely to be any substan- 
tial difference in the impression created by KOOL and COOL. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 


SAVAGE ARMS CORPORATION v. THE GREAT LAKES 
TRACTOR COMPANY 


No. 35,928 — Commissioner of Patents — January 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
CHIEF and design for garden tractors is likely to be confused with SAVAGE 
POWER CHIEF and design, SAVAGE YARD CHIEF and design, SAVAGE ROTOR CHIEF and 
design, SAVAGE SUPERCHIEF and design and SAVAGE LAWN CHIEF, all used on lawn 
mowers. 


Opposition proceeding by Savage Arms Corporation v. The Great 
Lakes Tractor Company, application Serial No. 696,362 filed October 13, 
1955. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Affirmed. 


Alexander, Maltitz, Derenberg & Sullivan, of New York, N. Y., for opposer- 
appellee. 
Oberlin, Maky & Donnelly, of Cleveland, Ohio, for applicant-appellant. 


LEEpDs, Assistant Commissioner. 

An application has been filed by The Great Lakes Tractor Company 
to register as a trademark for garden tractors, parts thereof and imple- 
ments for attachment thereto the following: 
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CHIEF 


Use since January of 1947 is asserted. 

Registration has been opposed by Savage Arms Corporation, regis- 
trant of SAVAGE POWER CHIEF, with an illustration of the profile of an 
Indian chief, for gasoline power driven lawn mowers;! SAVAGE YARD CHIEF, 
super-imposed on an illustration of the profile of an Indian chief, for gaso- 
line power driven lawn mowers ;? SAVAGE ROTOR CHIEF, with an illustration 
of the profile of an Indian chief, for gasoline powered rotary lawn mowers ;* 
SAVAGE SUPERCHIEF, with an illustration of the profile of an Indian chief, 
for manually operated lawn mowers;* and SAVAGE LAWN CHIEF, with an 
illustration of the profile of an Indian chief, for manually operated lawn 
mowers.° 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

The record shows that opposer has used an illustration of the head 
of an Indian chief, in profile, in conjunction with the trademark SAVAGE, 
for lawn mowers since late 1945. This composite is in the nature of a house 
mark. In connection with its house mark, opposer uses as model marks 
PONTIAC, LAWN CHIEF, POWER CHIEF, SUPERCHIEF, YARD CHIEF, and ROTOR 
CHIEF. Opposer has had extensive sales of lawn mowers under its marks, 
and the items have been widely advertised under the marks in both trade 
and consumer publications. 

It appears from the record that applicant, through a predecessor, has 
continuously used the mark presented for registration on garden tractors 
and attachments for use in connection therewith, including lawn mowers, 
since 1946 or 1947. Applicant’s products are sold throughout the United 
States and in some foreign countries, and they are advertised to some 
extent, primarily in farm journals. 

Applicant concedes that opposer’s use of the mark SAVAGE with an 
illustration of the profile of an Indian chief, and of the model marks 
SUPERCHIEF and LAWN CHIEF antedates its use of the mark sought to be 
registered, but contends that since its use of the mark sought to be regis- 
tered antedates opposer’s use of the marks POWER CHIEF, YARD CHIEF and 
ROTOR CHIEF, opposer is not entitled to have the Patent Office consider these 
“after-acquired” marks. The contention overlooks the fact that opposer 


Reg. No. 444,011, issued May 30, 1950. 
Reg. No. 536,200, issued Jan. 9, 1951. 

Reg. No. 563,645, issued Sept. 2, 1952. 
Reg. No. 438,858, issued May 11, 1948. 
Reg. No. 443,875, issued Mar. 28, 1950. 
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had, prior to applicant’s first use of its mark, established the pattern of 
utilizing marks embodying CHIEF as a component thereof for its different 
models, and it should be entitled to continue and expand that pattern so 
long as such activities do not interfere with rights acquired by others 
before the pattern was established. Such rights as applicant may have were 
not acquired that early. 

The sole question, then, is whether or not purchasers familiar with 
opposer’s marks would be likely to associate applicant’s mark therewith 
and to assume that applicant’s garden tractors and implements for attach- 
ment thereto are additional products in opposer’s line. Considering the 
relationship of the products, the similarities in conditions and circum- 
stances surrounding the purchase of the respective products, and the similar 
commercial impressions created by the respective parties’ marks, it is con- 
cluded that there is a reasonable likelihood of confusion. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


NUCKOLS et al., doing business as NUKEMEX CO. v. 
VICK CHEMICAL COMPANY 


No. 6,730 — Commissioner of Patents — January 7, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
PAR for antacid preparation for treatment of indigestion is likely to be con- 
fused with PARx incorporating pharmacists’ Rx design for medicinal preparations 
for relief of discomforts of over-indulgence and nervous upset. 
CANCELLATION PROCEDURE—EVIDENCE 
Small, sporadic and largely personal sales made by petitioners in non-compliance 
with applicable law are insufficient to establish trademark rights in petitioners with 
which respondent’s registration is inconsistent. 


Cancellation proceeding by Walter S. Nuckols and Margaret Z. 
Nuckols, doing business as Nukemex Co. v. Vick Chemical Company, 
Registration No. 598,982 issued December 7, 1954. Petitioners appeal from 
decision of Examiner of Interferences dismissing petition. Affirmed. 


Brumbaugh, Free, Graves & Donohue, of New York, N. Y., for petitioners- 
appellants. 

James F. Hoge, Lenore B. Stoughton, and William F. Weigel, of New York, 
N. Y., and £. F. Wenderoth, of Washington, D. C., for respondent- 
appellee. 


LEEDS, Assistant Commissioner. 

A petition has been filed by Walter S. Nuckols and Margaret Z. 
Nuckols, doing business as Nukemex Co., to cancel a registration of par for 
an antacid preparation for the treatment of indigestion, issued to Vick 
Chemical Company on December 7, 1954.* 


1. Reg. No. 598,982 matured from an application filed Aug. 4, 1953, in which use 
since Feb. 24, 1953 was asserted. 
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Petitioners assert prior use of 


PAR. 


on “a medicinal preparation for relief of the discomforts of over-indulgence 
and nervous upset.” 

The Examiner of Interferences dismissed the petition, and petitioners 
have appealed. 

It is clearly apparent that the marks of the parties, when used on 
their respective products, so resemble one another as to result inevitably 
in confusion. The only question, then, is whether petitioners have dis- 
charged their burden of showing superior rights in their mark. 

The record shows that in May of 1952 W. S. Nuckols formed a business 
partnership with his wife, Margaret Z. Nuckols, under the name NUKEMEX 
co. Mr. Nuckols testified that his occupation is sales representative for 
Carr-Lowrey Glass Company, a subsidiary of Anchor Hocking Glass Com- 
pany. He further testified that he is neither a chemist nor a pharmacist 
and has no training in the field of pharmaceuticals; that the partnership 
has no manufacturing facilities and no employees other than the two part- 
ners; that the partnership is not listed in any drug directory or even in 
the local (Summit, New Jersey) telephone directory; and that such busi- 


ness as is done is carried on in the two partners’ residence which is, aecord- 
ing to the record, located in an area zoned against commercial operations. 

The witness W. S. Nuckols testified that the formula for his product 
was “created by a doctor” and then was “turned over to a registered phar- 
macist who compounded it and ther the bulk product was turned over to 


b 


the Nukemex Company and it was filled by the Nukemex Company,” and 
that he selected PaRx to identify the product. The witness Nuckols testified 
that a “small experimental batch” of the product was made up in July of 
1951 (before the partnership was formed), a batch of 25 gallons was made 
up in May of 1952, and another batch, unidentified as to amount, was 
made up in the fall of 1954. 

A shipment of one hundred twenty-six ounces was made to a “personal 
acquaintance” in Wilton, Connecticut in August of 1951, and although 
the “personal acquaintance” was not a druggist and did not work in a 
drug store, he was given a forty percent “trade discount.” The reason 
for the discount and the reason for the purchase by an individual of almost 
a gallon of a product containing sodium bromide do not appear. 


The witness Nuckols testified that the labels for petitioners’ product 
were first printed in May of 1952, and he identified a group of invoices 
said to represent total sales of the product. These invoices indicate sales 
of 126 ounces in 1951; 438 ounces in 1952; 480 ounces in 1953; 144 ounces 
in 1954; 48 ounces in 1955; and 48 ounces in 1956; representing a total of 
1284 ounces—or about ten gallons—in four years and four months. The 
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dollar return to petitioners from such shipments appears to be about 
$257.00—an average of about $60 per year. 

Although testimony of the witness Nuckols was taken on behalf of 
petitioners on December 19, 1956, the 1955 and 1956 invoices do not appear 
to have been paid. Moreover, one of the invoices dated December 22, 1955 
indicates that it was in fulfillment of an order of December 23, 1955; and 
a 1956 invoice shows a billing of $16.00 less 40%—$9.60—with a balance 
of $6.40 due. It is observed that if the balance had been paid, petitioners 
would have been cheating themselves out of twenty percent of the amount 
billed. 

It is clear from the record that petitioners have no bona fide commer- 
cial establishment and it is concluded from the testimony of W. 8S. Nuckols, 
taken by respondent on discovery and by petitioners in support of their 
ease, that petitioners are not engaged in a bona fide commercial operation 
in connection with which the mark PARXx is used. The small, sporadic and 
largely personal sales made by petitioners in non-compliance with the 
applicable laws and regulations are insufficient to establish rights in peti- 
tioners with which respondent’s registration is inconsistent. 

The record fails to show any facts from which an inference of damage 
to petitioners from respondent’s registration may be drawn. 

The Examiner of Interferences correctly dismissed the petition, and 
his decision is affirmed. 





